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In re Application of MARCHESINI
U.S. Application No.: 13/138,118
PCT Application No.: PCT/IT2009/000575
Int. Filing Date: 22 December 2009 :
Priority Date Claimed: 23 December 2008 : DECISION
Attorney Docket No.: VLM-40016 :
For: DEVICE FOR AUTOMATICALLY
RESETTING THE EMERGENCY BRAKE
IN TRAINS

This is in response to applicant's "Petition for Revival of an International Application for '
Patent Designating the U.S. Abandoned Unintentionally Under 37 CFR 1.137(b)" filed 07 July
2011.

BACKGROUND

On 22 December 2009, applicant filed international application PCT/IT2009/000575,
which claimed priority of an earlier Italy application filed 23 December 2008. A copy of the
international application was communicated to the USPTO from the International Bureau on 01
July 2010. The thirty-month period for paying the basic national fee in the United States expired
on 23 June 2011.

On 24 June 2011, international application PCT/IT2009/000575 became abandoned as to
the United States for failure to timely pay the basic national fee.

On 07 July 2011, applicant filed the present petition under 37 CFR 1.137(b).

DISCUSSION

Under 37 CFR 1.137(b), a petition requesting that an application be revived on the
grounds of unintentional abandonment must be accompanied by: (1) the required reply unless
previously filed, (2) the petition fee as set forth in 37 CFR 1.17(m), (3) a statement that the entire
delay in filing the required reply from the due date for the reply until the filing of a grantable
petition was unintentional, and (4) a terminal disclaimer if the application was filed before



Application Number: 13/138,118 -2-

08 June 1995.
With regard to item (1), applicant has provided the required reply under 35 U.S.C. 371.
With regard to item (2), applicant has provided the required petition fee.
With regard to item (3), applicant has provided the required statement.
With regard to item (4), because the international application was filed after 08 June

1995, no terminal disclaimer is required.

CONCLUSION

For the reasons above, the petition under 37 CFR 1.137(b) is GRANTED.

The application has an International Filing Date under 35 U.S.C. 363 of 22 December
2009, and a date under 35 U.S.C. 371(c)(1), (¢)(2), and (c)(4) of 07 July 2011.

This application is being forwarded to the United States Designated/Elected Office
(DO/EO/US) for further processing in accordance with this decision.

Bryan Lin
PCT Legal Examiner
PCT Legal Office

Telephone: 571-272-3303
Facsimile: 571-273-0459
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In re application of : DECISION ON REQUEST TO
Yoshiyuki Watanabe et al. . : . . . PARTICIPATE IN PATENT

~ Serial No. 13/138,119 : : PROSECUTION HIGHWAY
Filed: July 07, 2011 : PROGRAM AND

Attorney Docket No: 1496/21 - ; PETITION TO MAKE SPECIAL
: : : UNDER 37 CFR 1.102(a)

This is a decision on the request‘to participate in the Patent Prosecution Highway (PPH)
program and the petition undér 37 CFR 1.102(a) to make the above-identified
application special filed August 10, 2011.

The request and petition are GRANTED.

A grantable request to participate in the PPH program and petition to make special
require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or .

-more applications filed in the JPO, note where the JPO application with similar claims is
not the same application from which the U.S. application claims priority that the .
applicant must identify the relationship between the JPO application with similar claims
and the JPO priority application;

(2) Applicant must submit a copy of:

a. The allowable/patentakle claim(s) from the JPO application(s) or if a copy of the
allowable/patentable claims is available via the Dossier Access System (DAS)
applicant may request the USPTO to obtain a copy from DAS; however, if the
USPTO is unable to obtain a copy from the DAS, the applicant will be required to
submit a copy;

'b. An English translation of the allowable/ patentable claim(s), if applicable; and

c. A statement that the English translation is accurate, if applicable;

(3) Applicant must:

a. Ensure all the independent claims in the U.S. appllcatlon must suff|C|entIy
correspond or be amended to sufficiently correspond to the allowable/patentable
claim(s) in the JPO application(s); and .

. b. Submit a claims correspondence table in English;

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit:  «
a. Documentation of prior office action:



Application No. 13/138,119

i. a copy of the office action(s) just prior to the “Decision to Grant a Patent” from
. each of the JPO application(s) containing the allowable/patentable claims(s) or

ii. if the allowable/patentable claim(s) are from “Notification of Reasons for
Refusal” then the Notification of Reasons for Refusal or
iii. if the JPO application is a first action allowance then no office action from the
JPO is necessary should be indicated on the request/petition form;
Further, if a copy of the documents from (i) or (ii) is available via the Dossier
Access System (DAS), applicant may request the USPO obtain a copy from the
DAS; however, if the USPTO is unable to obtain a copy of the DAS, the applicant
will be required to submit a copy; and

b. An English language translatlon of the JPO Office action from (5)(a)(i)-(ii) above
if applicable; and

(6) Applicant must submit:
a. An IDS listing the documents C|ted by the JPO examiner in the JPO office actlon
(unless already submitted in this application) -
b. Copies of documents except U.S. patents or U.S. patent application publlcatlons
(unless already submitted in this application).

The request to participate in the PPH program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded
“special” status.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

Any inquiry regarding this decision should be directed to Blaine Copenheaver, Quality
Assurance Specialist, at (671) 272-1156.

All other inquiries concerning the examination or status of the application is accessible
in the PAIR system at http://www.uspto.gov/ebc/index.html.

/Blaine Copenheaver/

Blaine Copenheaver
‘Quality Assurance Specialist
Technology Center 1700
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In re Application of . DECISION ON  PCT LEGAL ADMINISTRATION
USUI et al :

Application No.: 13/138,191

PCT No.: PCT/JP2010/054064 :

Int. Filing Date: 04 March 2010 : PETITION UNDER
Priority Date: 10 March 2009 :

Attorney's Docket No.: 6547-000273/US/NP

For: HEAD CLEANING DEVICE, IMAGE... :

CLEANING MEHTOD : 37CFR 1.181

This is in response to petitioner’s “Petition Under 37 CFR 1.181” filed 07 November
2011, requesting that the above-identified international application to withdraw the Notification
of Missing Requirements (PCT/DO/EQ/905) because the executed declaration was filed timely
as evidenced by the USPTO stamped postcard.

BACKGROUND

On 18 July 2011, applicants filed a Transmittal letter for entry into the national stage in
the United States Patent and Trademark Office (USPTO), which was accompanied by, the basic
national fee.

On 12 September 2011, the United States Designated/Elected Office mailed a
Notification of Missing Requirements under 35 U.S.C. 371 (Form PCT/DO/EO/905) indicating
that the oath or declaration complying with 37 CFR 1.497(a) and (b), identifying the application
by the International application number and International filing date must be furnished within the
time period set forth. The notification set a two months time limit or 32 months from the priority
date for the application, whichever is later to respond, and that failure to properly respond would
result in abandonment

On 07 November 2011, applicants filed the current petition indicating that the executed.
declaration was filed on 18 July 2011 as evidenced by the USPTO stamped postcard.

On 23 November 2011, the United States Designated/Elected Office (DO/EO/US) mailed
a "NOTICE OF ACCEPTANCE OF APPLICATION UNDER 35 U.S.C. 371 AND 37 CFR
1.495” which informed applicants that the 371(c)(1), (¢)(2) and (c)(4) date is 07/18/2011 and that
the date of completion of all 35 U.S.C. 371 is 10 September 2011.
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DISCUSSION

Applicants’ present petition is accompanied by a copy of the following documents, filed
purportedly, inter alia, with the USPTO as indicated in the USPTO stamped postcard:

(1) National Stage Transmittal (3 sheets)
(2) Application Data Sheets (6 pages)
(3) Declaration ( 4 sheets)

(4) Drawings ( 13 sheets)

The postcard lists the above items and bears a USPTO date of stamp as 18 July 2011.

MPEP 503 provides:

A postcard receipt which itemizes and properly identifies the papers which are
being filed serves as prima facie evidence of receipt in the PTO of all the items
listed thereon on the date stamped thereon by the PTO.

Applicants’ postcard is accepted as prima facie that an executed Declaration was
deposited with the U.S. Patent and Trademark Office on 18 July 2011.

Accordingly, the date of receipt for the executed Declaration is 18 July 2011.
DECISION
The petition under 37 CFR 1.181 is GRANTED.

Applicants’ petition to withdraw the “NOTIFICATION OF MISSING
REQUIREMENTS (PTO/DO/EO/905)” is GRANTED. The NOTIFICATION OF MISSING
REQUIREMENTS (PTO/DO/EO/905) mailed 12 September 2011 has been VACATED with
the mallmg of this decision.

The application is being returned to the United States Designated/Elected Office
(DO/EO/US) for processing in accordance with this decision. The 35 U.S.C.§ 371(c)(1), (c)(2),
and (c)(4) date is 18 July 2011.

7 4
%cares

PCT Legal Examiner

PCT Legal Office
Telephone: (571) 272-3276
Facsimile: (571) 273-0459
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1. A transport system Koy providing peinting formes {IH1}Ho & printing unt (84 844
44 2y, wheren 8 plurally of printing formes {01 can be banaported in the same
cartridos (811 wherein & ranspost vahicle (831 is providad, wharam & pleraliy of
cartridoes (81) can be transporhed siraltansously by means of the franspart
valuode {83 charaotenzed In that & peinting forme magasins {08} is disposed
between walls of & frame (18} of seid printing uni (84; 441 84 2}, avrangsd
sRsteile ane ancther i pars, andd s sesigned o 8 fonme oglvider (08} of saad
privding wret 84 49400 44 ), W
printing frme magaging (08, whareln the magathwe suppott {TH) is sultable for

halein & maganine support {TE) s disposed n the

hodoing at least one cartridge (1) whersin of lesst oo cormesyor devics (B0 s

provided in the ponting unit (44; 44,1, 44.2) and is disposad 50 &5 o be capatie

of comvayping panting formes {07 stoesd v ans of the cartndges (81, which ars
fransporid 1o the poinfing unil (94 41 443 and disposad in the prading unst
P AT S Y autof sad cantiidge (87] o the regpectively assigned fovme

e

cylinder O8],

2o A ranspet systens for proviling printing foemes (01 10 @ printing unt {84, 84.%;

44 2%, whersn a plurality of prinfing formas (01} can be transported in the same

catridgs (81) whansin & ransport veldcls (83} is provided, whersi 8 pluralty of
Lartridges 81 can e bensporied simaltansously by mesns of Re bansport
venitle (R3] whergin the ranspost vahisle (83} has a suppod sysiem (84},
vharacturized i that, ot the prinding und (44, 44 1 44 3 v conjunclion with 8

parking position for e ransport vebdede (83, & hokling spaos (85 s provided, in

idition to e number of forms sylinders (O8] disposad on the sams operating

siche of the grinling Ll (4 447084 20, for o least one caddadge (81 to be
rephaced vy the poinling unit (84, 44,1 4430, wheten 8 grippey devios (T is

prowided, which s disposed 3o 95 o b capabie of remewing caviridges (81,

R
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hi ssu@mm Sy@?@m eﬁ*‘%} of e mp{m vehicle ~§3 ﬂ@i Aoy, SOl s s R e
sapable of masring 8 carttdge (B, placsd iy sdvanes iy the hoiding %‘«rsa oe {15
provided i confunction with e parking posiion for the iransport vehiche {83},
infoy & Trae nsortion spaos of said ansposl valicle {83).

The transport ‘S}e"%?i‘*m according fo olafm 2, charaoierized in that i e pringiog
Wl o 44T G410 Bt least one oopveyny devies (800 i prowvded, whish s

disposed 50 85 1 e ma@;%bi@ of conveying printing formes {071} stored i oneg of

the carvidoes 1811 adsioh o ansportad o the printing o {84 ﬂ?«fﬁi;‘ 4421 angd
dispossd it e prnding ung QM &89 2431, out of seid cartridgs 81 s aforme
oylinder (08} of sawd printing el {44 4410 8430

The trea»s;:}@ﬁ syshem aocording fo cladn 1 or & charstlenzed i hat & easl one
{83} & provided, along which the frangport vehichs {831 s gulded ¢
s be guid m

o 3t east

/"}

»;;:

The ravsport syader sccording o clawn 1, characienvesd in that the transpont
yehicie (B3} has a suppost sestem (84}

The travmport system sauﬁrdshg o clam o 5, charavianead m that ot least cns

St (817 cat be hald in & horiortal alignment by the suppod system (B4} of
e ransport wehicde (835

The fransport gysiom acconding o oladm 1, characieszed in that at the printing
st (A A4 443 n conjunction with 8 parking posifion for the iranspog

vahichs (83} 8 holding spaos (85 is provided, in addition: Yo the ruambser of foome

cylindsrs {08 dispossd on S ssrves aperating side of the printisg untt 48 44.1;
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o

A Tor at loast one nartvidge (81) 1o be veplaced o the privting wit {44, 44,7,

The transpod syslim scoordivg b clarn §, charattenead o Yl & gappet device
(T3 s provided, which s disposed so as &y be capabie of nomoving cartridoes

{81) provided by the banspart vebicle (831 to the privting unit (84 84,1, 842}
fram the support system (841 of the ansport vehiche (83} individuaily.

The atsport sysiem aoodrding to oladm §, charaotensed i that the misgesing

suppit {783 of the printing ferme mag

of cartrisiges (RiL

(O is suitabls for holding 8 plursity

%

1G The ransport sysiam acooding o aleim {1, chavactenized by that in an operational

1. Ths *ra“smﬁ }fﬁif{\\“‘ﬂ socosding o ol 9, characienzed in that & pur&lia of

£

condition, two cadridges (81) sre disposed side by side on the same magazing
suppart (TR in he same printing forme magazing (081

ég

24

stop m-@ahaﬁsi&m\;.;

1 or 2 oohs

raclerizes in 8

The franspod system acconding o olait

i o
ppevaling sde of the privting wnit t8; S 1 4430, ane peinting Saeme magazine
sights.

{00 -1s prowided oY sach of differant b

o Glaien T8, charactevized i that the grippss

spatde of mssrling ssch cartridge {815,

REVISED PAGE




ok
ok
Py
38
%,
e
Pl
5
A
%
i3
£
%
2
2
pz 3
"B
o
-]

POTEPZO0R625H

*ammgzﬁ from the sugpon s ;Mem {84y of the Hmmr{ whicie aS\E irbo cnvs ot

P
.&k.

. Thes ranspost system sooorading fo olabs V1 gharanteriaad in et the grippsr
device (T2} s disposad 80 a8 Yo be capable of @éatmg @ osrtridge (B, removed
feoen orve of the prinking forme magatines (0F), in the holding space (88) provided
in corgunction with the pardng position S e ranspoet vehicks (§3) or divsaty

ante the suppor sysiam (B4 of the transport vebwle (831

15 The fransport systemn scooding b alaim 2 o 8, charastorized in that the gripper

i ombodisg g8 g rebot,

18, The transport sysiam aooonding to okuim 2 o 8, charactorized in that,

connection with the grigpey dewice (T4, 8 positioning device is prsvided, which
DA bevused o adiust grigper ams {114 of aodd gripger deies (F2) iy relation o
the cartridge (811 {0 be gripped.

e
o

. The transport systorn acoording fo olaim 1 or 2, charsoterized in that & vebidle
rrasier compider (88 & poovided, whish conlrols 2 seguerge of wmovermsanis of
e transpont veddials (831

5
%
-£

Phie frassprt systomn secording fo olain 17, chataslonezsd i St the vehicls

S

Ay computer 881 iy sornesied g0 88 B SoenstUnssTe Wil & conteod misduls

{174} of o plate logistics manaperent systam,

18, The transpot system according to claim 17, charsclenzed in that 8 plurality of
travsport vebiches (B3) are provided, all of which are controlled in forens of thelr

REpechive seguences of monements by the vehinle masier computer {88},
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B0 The anspodt system scoovrding Yo olabn 18, characlenzed in that cach of the

ransport vehiches (83 bas an dentification cods,

21 The transoo sysiem aooording o claim 18, characterized in that each of the
carndges (81} rangportsy by one of e raosport vehicles (83 has an

dentificaton code (104,

Q. The transport spsiam steonding to olain 1o 3, characierzed in fhat 3 ading
devios {83) s provided, which s capabde of placing the printing formess {01,

provider s a0 culput (86 of 3 plate line comprising st isast one plate exposuns
device (33) inlo cariiges (87) duposed oo he transport vehicle (830

23 The ranspon sysiem according 1o olaim 22, charstiedzed v that in conneclion
with fhe ioading devide (€3], 8 control devics s provided, which can be tsed o
veriy the correct srangemant of the printing formes (01 in the cartridges (St on

the basis of the pond negar,

S8 The feansport system scoonding o olaims 18 and 32, chavattarizad in that the
st predude {'ﬁi’ 74} of the plate lngistics Mmanagement systam 8 sonnschad 8¢
as {0 ommunicate not ooly with the vehivle master compuisy (88), but alsawih
the loading dewice (83} that loads the carfidges (81} and with the gripper devies
{721 that havatles he carbridges (81 ot the printing und (88, 88 1, 84 23,

28 The transpont sysiem according o clalm 1 or &, charactenzed i hat aach of the

carindgeas (B

th has @ plurality of comparimants (881 arrangsd & differant plans
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ranspot velioles (83} oo be srranged side by side ser the samie operal
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5. The frahspor system according 1o olaim 25, characternzed in that sither o
singgle-wechtt privding formes {01 side by sids o oo doubis-wadth privding foms

(0 nan be avanged in sach compartment (581 of each of the caniddges (81

© T e Tranepat systom soserding o ot 1 o & sharastenssd in thal & sty of

of the printing ust (44, 44,1, 443},

CThe transport gystem according e olaim 18, charactarized in that 8 plusally of

carindges (81 can be avrangsd sids by side in the printing forme magasines {08}
thiat arn dispossd 1 the grinting Uil (64, 44,1 48 8L

3 The transpost sestem acoording o af leasd one of the praceding claims,

N X

charachrnzsd #y thal D cartridges (B1) ane hald on 0w suppon syshom (B8} of
\“ze\

the fransport veltucks (83} s W Bhe respective gointing forme magseive (D8 by

mgans of entically struciursd oonneching slements {1081

The frasepon system sccarding o clain 28, charscterized in thel eash of the

connsciing elemeants (108 can be detachad independsntly by meansg of e
ripper desics (T2

1. The franspost system according to claim 28, characierzed in that ssch of the

sonnesing slemends 161 & embodied as o Wiching commsaiay

L The ravsport sysiem scoording o slaim Y or 2, charactericed in that the

cartidges B1) ate smbodied in o hghiwaight structuns using 8 multicomponerntd

rresterial
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Commissioner for Patents
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JONES, TULLAR & COOPER, P.C.
P.0. BOX 2266 EADS STATION

ARLINGTON VA 22202 NOV 8 20
In re Application of

BARTHELME et al.
Application No.: 13/138,192 : DECISION ON REQUEST TO
Filed: 18 July 2011 : PARTICIPATE IN THE PATENT
Attorney Docket No.: W1.3131 PCT-US : PROSECUTION HIGHWAY
For: TRANSPORT SYSTEM FOR : PROGRAM AND PETITION
PROVIDING PRINTING FORMS TO A : TO MAKE SPECIAL UNDER
PRINTING PRESS : 37 CFR 1.102(a)

This is a decision on the request to participate in the PCT Patent Prosecution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1.102(a), filed on 17 August 2011, to make
the above-identified application special. :

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PCT-PPH pilot program and petition to make special
require:

(1) The U.S. application must have an eligible relationship to one or more PCT applications
where the ISA or IPEA are the JPO, EPO, KIPO, NPI, or USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product in the
international stage or applicant must identify and explain why the claim(s) is/are'not subject to
the observation in Box VIII; g

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have novelty,
inventive step, and industrial applicability along with an English translation thereof and a

statement that the English translation is accurate, if the claims are not in the English language;
(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);

(5) Examination of the U.S. application has not begun;

(6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial applicability



o>

along with an English translation thereof and a statement that the English translation is accurate
if the latest international work product is not in the English language;

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.

(8) Applicant is required to submit a claims correspondence table in English which indicates how
all the claims in the U.S. application correspond to the claims indicated as having novelty,
inventive step and industrial applicability in the latest international work product.

The request to participate in the PCT-PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Colleen Dunn at 571-272-
1170.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits commensurate with
this decision once this application’s formality reviews have been completed.

/Colleen Dunn/

Colleen Dunn
Quality Assurance Specialist
Technology Center 2800
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Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SBI20PCT-EP (05-10)
Approved for use through 01/21/2012. OMB 0851-0058

U.8. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1985, no persons are required to respond to a collection of information unless it displays a valid OMB control number

RequesT FOR ParTiCiPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiGHWAY {(PCT-PPH) PiLot PROGRAM BETWEEN THE EUROPEAN PATENT OFFICE (EPO) AnND
THE USPTO

Appication No: 13/138.,261 ring et | Fabruary 10, 2010

First Named inventor: Stefa nO Tcng EOF"EE

mecte COMBINED ACTION FILTER PRESS

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WiTH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP/AWWW . USPTO.GOVIEBC/EFS_HELP. HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRANM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is {1} a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT appiication, or (3) a national appiication that claims
domestic/ foreign priority to the corresponding PCT application, or {4) a national application which forms the basis for the
prierity claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of {1}
to {4) above, or {€) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for

ooT

the priority claim in the corresponding PCT application.

The corresponding PCT PCT/IT2010/000045

application number{s) isfare:

The international filing date of the corresponding
PCT application(s) isfare: I~
February 10, 2010

i. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above-identified
corresponding PCT application{s}
is attached

B s not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application{s).

j is attached.

gprnten N y . N . . .
Eﬁﬂ Is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached {if the documents are not in the English
language). A statement that the English transiation is accurate is attached for the document in b. above.

[Page 1 of 2]
This coliection of information is raguired by 35 U.S.C. 118, 27 CFR 1 55, and 37 CFR 1 102{d). The information is required to obtam

file (and by

g gathenng,

and submitting the compieted applicati LT i X / CO y q o complate this
ns for reducing this & hie f rademark Office, merg 1450,

or retain a benefit by the public, which is ¢
'




PTO/SBIR2OPCT-EP (05-10)
Approved for use through $1/31/2012. OMB 0651-0058
U.S Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwark Reduction Act of 1995, no persons are required to respond to a sollection of information unless it displays a valid OMB control number,

RequesT FOR PARTICIPATION IN THE PCT-PPH PiLoT PROGRAM
BeTween THE EPO Anp THE USPTO

{continued)

Application No.: 13/1 387261

First Named inventori Stefano Tongioni

d. {1) An information disclosure statement listing the documents cited in the international work products (ISR,
WOASA, WO/PEA, IPER) of the corresponding PCT application.
Is attached

Has already been filed in the above-identified U.S. application on Jugy 25’ 291 ‘i

{2) Copies of ali documents {except) for U.S. patents or U.S. patent application pubiicatiohs)

Are attached.
- July 25, 2011

Have already been filed in the above-identified U.S. application on

il. Claims Correspondence Table:

. . | Patentable Claims
Claims in US Application ~

in the corresponding Explanation regarding the correspondence
PCT Application
1 1 Exact
2 2 Exact
3 3 Exact
4 4 2CT claim is dependent on any claim US claim is dependent on claim 1
5 5 PCT claim is dependent on any claim US claim is dependent on ciaim 1
8 6 Exact
7 7 Exact

{H. All the claims In the US application sufficiently correspond to the patentable claims in the
corresponding PCT appiication.

S W, ...November 10, 2011

gﬁxswped)%meg v @Stgan Registration Number25$669

{Page 2 of 2]



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.USpto.gov

HEDMAN & COSTIGAN, P.C. .
1230 AVENUE OF THE AMERICAS
7TH FLOOR .
NEW YORK NY 10020 m' LED

- MAR 08 2012

OFFICE OF PETITIONS

In re Application of: | : DECISION ON REQUEST TO
Stefano Tongiani : PARTICIPATE IN THE PATENT
Application No. 13/138,261 : PROSECUTION HIGHWAY
Filed: November 10, 2011 : PROGRAM AND PETITION
Attorney Docket No. 1333-064 : TO MAKE SPECIAL UNDER

: 37 CFR 1.102(a)

This is a decision on the request to participate in the PCT Patent Prosecution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1.102(a), filed on November 10, 2011 to
make the above-identified application special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PCT-PPH pilot program and petition to make special
require:

(lg The U.S. application must have an eligible relationship to one or more PCT applications
where the ISA or IPEA are the JPO, EPO, KIPO, NPI, NBPR, or USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product in the
international stage or applicant must identify and explain why the claim(s) is/are not subject to
the observation 1n Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have novelty,
inventive step, and industrial applicability along with an English translation thereof and a
statement that the English translation is accurate, if the claims are not in the English language;

(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);

(5) Examination of the U.S. application has not begun;
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(6) Applicant must submit a copy of the latest international work product from the PCT
af)plication indicating that the claim(s) have novelty, inventive step, and industrial applicability
along with an English translation thereof and a statement that the English translation is accurate
if the latest international work product is not in the English language;

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.

The request to particigate in the PCT-PPH pilot (Program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Petitions Examiner Joan
Olszewski at 571-272-7751. )

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits commensurate with
this decision once this application’s formality reviews have been completed.

/dab/

David Bucci
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

HUDAK, SHUNK & FARINE, CO., L.P.A.

2020 FRONT STREET

SUITE 307

CUYAHOGA FALLS OH 44221 M A“..ED

Applicant: Schwamborn ct al HAR 262012
pplicant: Schwamborn et a .
Appl. No.: 13/138,264 ~ OFFICE OF PETITIONS
International Filing Date: January 26, 2010

Title: PENDULUM MILL

Attorney Docket No.: MA-A-PCT-US (N 1268 WO US

pub. No.: US 20110278386 A1

Pub. Date: November 17, 2011

This is a decision on the request for a corrected patent apphcatlon publication under
37 CFR 1.221(b), received on January 4, 2012, for the above-identified application

The request is DISMISSED.

Applicant requests that the application be republished because the patent application publication
contains a material error on the front page of the application wherein one of the inventors’ names
has been misspelled. :

37 CFR 1.221 (b) is applicable-“only when the Office makes a material mistake which is
apparent from Office records.... Any request for a corrected publication or revised patent
application publication other than provided as provided in paragraph (a) of this section must be
filed within two months from the date of the patent application publication. This period is not
extendable.” A material mistake must affect the public’s ability to appreciate the technical
disclosure of the patent application publication, to determine the scope of the patent application
publication, or to determine the scope of the provisional rights that an applicant may seek to
enforce upon issuance of a patent. '

The error on the front page of the publication wherein one of the inventor’s name is misspelled is
not a material error under 37 CFR 1.221(b). An error in an inventor’s name and/or assignees
name does not affect the understanding of the application. The error in the inventors name is not
a material mistake because it does not affect the public’s ability to appreciate the technical
disclosure of the patent application publication, to determine the scope of the patent application
publication or to determine the scope of the provisional rights that an applicant may seek to
enforce upon issuance of a patent. See MPEP 1130.

'Changes to Implement Eighteen-Month Publication of Patent Applications, 65 FR 57023, 57038 (Sept. 20, 2000),
1239, Off. Gaz. Pat. Office Notices 63, 75 (Oct. 10, 2000) (final rule).
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On January 9, 2012, the Office mailed a corrected Filing Receipt which listed the correct spelling
of the inventor’s name. To avoid this type of problem in the future, applicant’s representative
should correct the error, if applicable and make a request for a corrected filing receipt prior to
export of the application to the publisher and publication of the application.

Applicants are encouraged to use and submit an eADS (PTO/SB/14) as an EFS-Web Fillable
Form, rather than a scanned PDF image, to benefit from having the data loaded directly into
USPTO electronic systems. For questions contact the Patent EBC (Electronic Business Center):
Telephone:  1-866-217-9197 (toll-free)  or E-mail: ebc@uspto.gov
571-272-4100 (local)

The applicant is advised that a “request for republication of an application previously published”
may be filed under 37 CFR 1.221(a). Such a request for republication “must include a copy of
the application compliance with the Office’s electronic filing system requirements and be
accompanied by the publication fee set forth in § 1.18(d) and the processing fee set forth in

§ 1.17(i).” If the request for republication does not comply with the electronic filing system
requirements, the republication will not take place and the publication fee set forth in § 1.18(d)
will be refunded. The processing fee will be retained.

A guide for filing a request for a Pre-Grant Publication, such as a request for republication, may
be found on the link below:

http://www.uspto.gov/patents/process/file/efs/guidance/index.jsp

http://www.uspto.gov/ebe/portal/efs/pgpub quickstart.pdf

Any request for republication under 37 CFR 1.221(a), must be submitted via the EFS system, as
a “Pre-Grant Publication.”

Inquiries.relating to this matter may be directed to Karen Creasy at (571) 272-3208.
/Christopher Bottorff/
Christopher Bottorff

Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Raymond J Lillie MAI
Carella Byrne Cecci Olstein Brody & Agnello LED
5 Becker Farm Road OCT 132011

Roseland NJ 07068-1739
. : PCT LEGAL ADMINISTRATION

In re Application of BAIN et al

U.S. Application No.: 13/138,268 . o

PCT Application No.: PCT/GB2009/051713 : DECISION
Int. Filing Date: 15 December 2009 :

Priority Date Claimed: 19 December 2008

Attorney Docket No.: 430500-18

For: TREATMENT

"This is in response to applicant's "Petition for Revival of an International Application for
Patent Designating the U.S. Abandoned Unintentionally Under 37 CFR 1.137(b)" filed 26 July
2011.

BACKGROUND

On 15 December 2009, applicant filed international application PCT/GB2009/051713,
which claimed priority of an earlier United Kingdom application filed 19 December 2008. A
copy of the international application was communicated to the USPTO from the International
Bureau on 24 June 2010. The thirty-month period for paying the basic national fee in the United
States expired on 20 June 2011.

On 21 June 2011, international application PCT/GB2009/051713 became abandoned as
to the United States for failure to timely pay the basic national fee.

On 26 July 2011, applicant filed the present petition under 37 CFR 1.137(b).

DISCUSSION

Under 37 CFR 1.137(b), a petition requesting that an application be revived on the
grounds of unintentional abandonment must be accompanied by: (1) the required reply unless
previously filed, (2) the petition fee as set forth in 37 CFR 1.17(m), (3) a statement that the entire
delay in filing the required reply from the due date for the reply until the filing of a grantable
petition was unintentional, and (4) a terminal disclaimer if the application was filed before
08 June 1995.
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With regard to item (1), applicant has provided the required reply under 35 U.S.C. 371.
With regard to item (2), applicant has provided the required petition fee.

With regard to item (3), applicant has provided the required statement.

With regard to item (4), because the international application was filed after 08 June

1995, no terminal disclaimer is required.

CONCLUSION

For the reasons above, the petition under 37 CFR 1.137(b) is GRANTED.

This application is being forwarded to the United States Designated/Elected Office
(DO/EO/US) for further processing in accordance with this decision, including preparation and
mailing of a Notification of Missing Requirements under 35 U.S.C. 371 (Form PCT/DO/EO/905)
indicating that a properly executed oath or declaration in compliance with 37 CFR 1.497 must be
filed.

Baomlin
Bryan Lin

PCT Legal Examiner
PCT Legal Office

Telephone: 571-272-3303
Facsimile: 571-273-0459



UNITED STATES PATENT AND TRADEMARK OFFICE

) Commissioner for Patents
United States Patent and Trademark Office

MA ’ L E D Alexandria, Vijﬁ?iii{%%
NOV 17 2011
PCT LEGAL ADMINISTRATION

Sim & McBurney

6 Floor, 330 University Avenue
Toronto ON M5G 1R7
CANADA

In re Application of

YOUNES, Magdy :

Application No.: 13/138,279 :  DECISION
PCT No.: PCT/CA2010/000134 :

International Filing Date: 29 January 2010

Priority Date: 29 January 2009

Attorney Docket No.: 11788-33 MIS

For: METHOD FOR ESTIMATING LEAKS

FROM VENTILATOR CIRCUITS

This decision is in response to applicant’s petition under 37 CFR 1.137(b) filed in the
‘United States Patent and Trademark Office (USPTO) on 08 September 2011. '

BACKGROUND

On 29 January 2010, applicant filed international application PCT/CA2010/000134
which designated the U.S. and claimed a priority date of 29 January 2009. The thirty-month
period for paying the basic national fee in the United States expired at midnight on 29 July 2011.

On 27 July 2011, applicant filed a transmittal letter for entry into the national stage in the
United States. The submission did not include the U.S. Basic National Fee.

On 09 August 2011, the United States Designated/Elected Office (DO/EO/US) issued a
NOTIFICATION OF ABANDONMENT (Form PCT/DO/EO/909) indicating that the
application was abandoned as to the United States of America for failure to pay the U.S. Basic
National Fee by 30 months from the earliest priority date.

On 08 September 2011, applicant filed the instant petition under 37 CFR 1.137(b).

DISCUSSION

A petition to revive the present application under 37 CFR 1.1 37(b) must include:
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(1) The required reply;
(2) The petition fee;
.(3) A statement that the entire delay in filing the required reply from the due date for the
reply until the filing of a grantable petition was unintentional,
“As to item (1), the U.S. Basic National Fee was paid on 08 September 2011.
As to item (2), the petition fee was paid on 08 September 2011.
As to item (3), the requisite statement has been provided.
A review of the application file reveals that, with the filing of the present petition and

accompanying papers, a proper response has been submitted and all of the requirements of 37
CFR 1.137(b) for revival have been satisfied and revival is therefore appropriate. _

CONCLUSION

The petition under 37 CFR 1.137(b) is GRANTED for the reasons set forth above.

This application is being forwarded to the National Stage Processing Branch of the Office
of PCT Operations to continue national stage processing of the application including preparing
and mailing a NOTIFICATION OF MISSING REQUIREMENTS (Form PCT/DO/EO/905)
requiring an executed oath or declaration of the inventor in compliance with 37 CFR 1.497(a)-

(b).
/Daniel Stemmer/

Daniel Stemmer

Legal Examiner

PCT Legal Affairs

Office of Patent Cooperation Treaty
Legal Administration

Telephone: (571) 272-3301



UNITED STATES PATENT AND TRADEMARK OFFICE

Hunton & Williams LLP
Intellectual Property Department
2200 Pennsylvania Avenue, N.W.
Washington, DC 20037

In re Application of

WANASKI et al.

Application No.: 13/138,282

PCT No.: PCT/US2010/000170

Int. Filing Date: 22 January 2010

Priority Date: 22 January 2009

Attorney Docket No.: 74126.000051

For: BUMTANIDE, FUROSEMIDE,
PIRANIDE, AZOSEMIDE, AND
TORSEMIDE ANALOGS,
COMPOSITIONS AND METHODS OF
USE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MAILED
SEP 012011
PCT LEGAL ADMINISTRATION

DECISION ON PETITION
UNDER 37 CFR 1.137(b)

The petition to revive under 37 CFR 1.137(b) filed 27 July 2011 in the above-captioned

application is hereby GRANTED as follows:

Applicants’ statement that "the entire delay in filing the required reply from the due date
for the reply until the filing of a grantable petition under 37 CFR 1.137(b) was
unintentional” meets the requirements of 37 CFR 1.137(b)(3).

A review of the application file reveals that applicants have submitted the basic national
fee and the requirements of 37 CFR 1.137(b) have been satisfied. Therefore, the request to
revive the application abandoned under 35 U.S.C. 371(d) is granted as to the National

stage in the United States of America.

This application is being forwarded to the United States Designated/Elected Office
(US/DO/EO) for continued processing in accordance with this decision.

hooney

Anthony Smith

Attorney-Advisor

Office of PCT Legal Administration
Telephone: (571) 272-3298
Facsimile: (571) 273-0459

r~~
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

KENYON & KENYON LLP
ONE BROADWAY MAILED
NEW YORK NY 10004
MAR 09 2012
~ OFFICE OF PETITIONS

: DECISION ON REQUEST TO
In re Application of : PARTICIPATE IN THE PATENT
Hajime ISHIKAWA et al. : PROSECUTION HIGHWAY
Application No.: 13/138,310 : PROGRAM AND PETITION
Filed: July 28, 2011 : TO MAKE SPECIAL UNDER
Attorney Docket No.: 52433/1091 - 137 CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program and the
petition under 37 CFR 1.102(a), filed December 12, 2011, to make the above-identified application
special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PPH pilot program and petition to make special require:
1. The U.S. application is

a. a Paris Convention application which either
i. validly claims priority under 35 U.S.C. 119(a) and 37 CFR 1.55 to one or more
applications filed in the JPO, or
ii. validly claims priority to a PCT application that contains no priority claims, or
b. a national stage application under the PCT (an application which entered the national
stage in the U.S. from a PCT international application after compliance with 35 U.S.C.
371), which PCT application
i. validly claims priority to an application filed in the JPO, or
ii. validly claims priority to a PCT application that contains no priority claims, or
iii. contains no priority claim, or
c. aso-called bypass application filed under 35 U.S.C. 111(a) which validly claims
benefit under 35 U.S.C. 120 to a PCT application, which PCT application
i. validly claims priority to an application filed in the JPO, or
ii. validly claims priority to a PCT application that contains no priority claims, or
"iil. contains no priority claim;
2. Applicant must submit a copy of:
a. The allowable/patentable claim(s) from the JPO application(s);
b. An English translation of the allowable/patentable claim(s) and
c. A statement that the English translation is accurate;
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3. Applicant must:

a. Ensure all the claims in the U.S. application must sufficiently correspond or be amended
to sufficiently correspond to the allowable/patentable claim(s) in the JPO application(s)
and

b. Submit a claims correspondence table in English;

4. Examination of the U.S. application has not begun;
5. Applicant must submit:
a. Documentation of prior office action:
i. acopy of the office action(s) just prior to the “Decision to Grant a Patent” from
each of the JPO application(s) containing the allowable/patentable claim(s) or
ii. if the allowable/patentable claims(s) are from a “Notification of Reasons for
Refusal” then the Notification of Reasons for Refusal or
iii. if the JPO application is a first action allowance then no office action from the
JPO is necessary should be indicated on the request/petition form;
b. An English language translation of the JPO Office action from (5)(a)(i)-(ii) above
c. A statement that the English translation is accurate;
6. Applicant must submit:

a. An IDS listing the documents cited by the JPO examiner in the JPO office action (unless
already submitted in this application)

b. Copies of the documents except U.S. patents or U.S. patent appllcatlon publications
(unless already submitted in this application);

The request to participate in the PPH pilot program and petition comply with the above requirements.
Accordingly, the above-identified application has been accorded “special” status.

Inquiries concerning this decision should be directed to Michelle R. Eason at 571-272-4231.

All other inquiries concerning the examination or status of the application is accessible in the PAIR
system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits commensurate with this
decision.

~N LA

Thurman K. Page
Petitions Examiner
Office of Petitions
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| MAILED
HUDAK, SHUNK & FARINE, CO., LP.A.
2020 FRONT STREET JAN 26 2012
SUITE 307 OFFICE OF PETITIONS

CUYAHOGA FALLS, OH 44221

APPLICANT(S): BOEWING, et al.

Appl. No.: 13/138,361

International Filing Date: February 11, 2010 A
Title: METHOD FOR REGULATING A COMBUSTION ENGINE
Attorney Docket No.: STT-JJ-PCT-US (08738 PUS)

Pub. No.: US 2011/0290215 A1

Pub. Date: December 1, 2011

* This is a decision on the request for correction of patent application publication under
37 CFR 1.221(b), received on December 28, 2011, for the above-identified application.
The request is granted

The corrected patent application publication will be published in due course, unless the patent
issues before the application is republished.

Inquiries relating to this matter may be directed to Sherry D. Brinkley at (571) 272-3204.
/Christopher Bottorff/
Christopher Bottorff

Petitions Examiner
Office of Petitions

www.uspto.gov
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APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. CONFIRMATION NO. I
13/138,383 08/08/2011 Jungeun Lee IPA-034 4807
32628 7590 11/01/2011
KANESAKA BERNER AND PARTNERS LLP | EXAMINER |
1700 DIAGONAL RD THOMAS, ALEXANDER S
SUITE 310
ALEXANDRIA, VA 22314-2848 | ART UNIT | PAPER NUMBER J
1783
I MAIL DATE l DELIVERY MODE |
11/01/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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November 1, 2011 WG
In re application of : DECISION ON REQUEST TO
Jungeun Lee : PARTICIPATE IN PATENT
Serial No. 13/138,383 ; PROSECUTION HIGHWAY
Filed: August 8, 2011 : PROGRAM AND
For: PIECE OF CLOTH AND CLOTH T PETITION TO MAKE SPECIAL
PRODUCT CONSISTING OF A : UNDER 37 CFR 1.102(a)
LARGE NUMBER OF PIECES :
OF CLOTH

This is a decision on the request to participate in the Patent Prosecution Highway (PPH)
program and the petition under 37 CFR 1.102(a) to make the above-identified
application special filed September 2, 2011.

The request and petition are GRANTED.

A grantable request to participate in the PPH program and petition to make special
require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or
more applications filed in the JPO, note where the JPO application with similar claims is
not the same application from which the U.S. application claims priority that the
applicant must identify the relationship between the JPO application with similar claims
and the JPO priority application;

(2) Applicant must submit a copy of:

a. The allowable/patentable claim(s) from the JPO application(s) or if a copy of the
allowable/patentable claims is available via the Dossier Access System (DAS)
applicant may request the USPTO to obtain a copy from DAS; however, if the
USPTO is unable to obtain a copy from the DAS, the applicant will be required to
submit a copy;

b. An English translation of the allowable/ patentable claim(s), if applicable; and

c. A statement that the English translation is accurate, if applicable;

(3) Applicant must:

a. Ensure all the independent claims in the U.S. application must sufficiently
correspond or be amended to sufficiently correspond to the allowable/patentable
claim(s) in the JPO application(s); and

b. Submit a claims correspondence table in English;
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(4) Examination of the U.S. application has not begun;

(5) Applicant must submit:

a. Documentation of prior office action:
i. @ copy of the office action(s) just prior to the “Decision to Grant a Patent” from
each of the JPO application(s) containing the allowable/patentable claims(s) or
ii. if the allowable/patentable claim(s) are from “Notification of Reasons for
Refusal’ then the Notification of Reasons for Refusal or
iii. if the JPO application is a first action allowance then no office action from the
JPO is necessary should be indicated on the request/petition form;
Further, if a copy of the documents from (i) or (ii) is available via the Dossier
Access System (DAS), applicant may request the USPO obtain a copy from the
DAS; however, if the USPTO is unable to obtain a copy of the DAS, the applicant
will be required to submit a copy; and

b. An English language translation of the JPO Office action from (5)(a)(i)-(ii) above
if applicable; and

(6) Applicant must submit:
a. An IDS listing the documents cited by the JPO examiner in the JPO office action
(unless already submitted in this application)
b. Copies of documents except U.S. patents or U.S. patent application publications
(unless already submitted in this application).

The request to participate in the PPH program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded
“special” status.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

Any inquiry regarding this decision should be directed to Walter D. Griffin, Supervisory
Patent Examiner, at (571) 272-1447.

All other inquiries concerning the examination or status of the application is accessible
in the PAIR system at http://www.uspto.gov/ebc/index.html.

MWalter D. Griffin/

Walter D. Griffin
Supervisory Patent Examiner
Technology Center 1700
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MEREK, BLACKMON & VOORHEES, LLC PCT LEGAL ADMINISTRATION
673 S. WASHINGTON ST
ALEXANDRIA VA 22314
In re Application of: KRISTENSEN, Lars, etal.
U.S. Application No.: 13/138,424 : DECISION ON PETITION UNDER

PCT No.: PCT/DK2009/050033 . 37 CFR 1.137(b)
International Filing Date: 03 February 2009 :
Priority Date: 03 February 2009
Attorney’s Docket No.: AWA.041
For: A METHOD FOR MAKING A
WINDOW AND AN OPENING
WINDOW

The petition for revival under 37 CFR 1.137(b) filed 12 August 2011 in the above-
captioned application is hereby GRANTED as follows:

International application PCT/DK2009/050033 became abandoned with respect to the
United States at midnight on 03 August 2011 based on applicants’ failure to submit payment of
the basic national fee prior to the expiration of thirty months from the priority date.

The present petition for revival was accompanied by payment of the petition fee and the
“required reply” in the form of the filing of the present national stage application and payment of
the basic national fee. In addition, the petition includes a statement that “the entire delay in
filing the required reply from the due date for the required reply until the filing of a grantable
petition pursuant to 37 CFR 1.137(b) was unintentional,” satisfying the requirement of 37 CFR
1.137(b)(3).

Based on the above, the requirements of 37 CFR 1.137(b) have been satisfied.
Accordingly, the request to revive the international application with respect to the United States
is appropriately granted.

This application is being referred to the National Stage Processing Division of the Office
of PCT Operations for further processing in accordance with this decision.

/RichardMRoss/

Richard M. Ross

Attorney Advisor

Office of PCT Legal Administration
Telephone:  (571) 272-3296
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NIXON & VANDERHYE, PC NOV 28 2011

901 NORTH GLEBE ROAD, 11TH FLOOR

ARLINGTON VA 22203 PCT LEGAL ADMINISTRATION
In re Application of :

SMAILL, et al. : DECISION ON PETITION
U.S. Application No.: 13/138,429 :

PCT No.: PCT/NZ2010/000040 : UNDER 37 CFR 1.497(d)

Int. Filing Date: 11 March 2010
Priority Date: 11 March 2009 :
Atty Docket No.: LCM-5011-29 : ~

For: PRODRUG FORMS OF KINASE INHIBITORS
AND THEIR USE IN THERAPY

This decision is in response to applicant’s request to correct inventorship filed 07
November 2011 in the United States Patent and Trademark Office (USPTO).

BACKGROUND

On 11 March 2010, applicant filed international application PCT/NZ2010/000040, which
claimed priority of an earlier application filed 11 March 2009. A copy of the international
application was communicated to the United States Patent and Trademark Office from the
International Bureau on 16 September 2010. Pursuant to 37 CFR 1.495, the thirty-month period
for paying the basic national fee in the United States expired at midnight on 11 September 2011.

On 12 August 2011, applicant filed a transmittal letter for entry into the national stage in
the United States, which was accompanied by the requisite basic national fee as required by 35
U.S.C. 371(c)(1) and a preliminary amendment.

On 30 August 2011, applicant was mailed a NOTIFICATION OF MISSING
REQUIREMENTS UNDER 35 U.S.C. 371 (Form PCT/DO/EO/905) informing applicant of the
need to provide an executed oath or declaration of the inventors, in compliance with 37 CFR
1.497(a) and (b), identifying the application by the international application number and
international filing date. Applicant was given two months to respond and advised that this time
period could be extended with a proper petition and payment of fees.

On 21 October 2011, applicant responded with an executed declaration which listed an
inventor, Michael Hay, who was not listed on the published international application.

On 26 October 2011, applicant was mailed a NOTIFICATION OF DEFECTIVE
RESPONSE (Form PCT/DO/EO/916) advising applicant that the filed declaration was defective
and giving applicant one month to file a proper response.
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On 07 November 2011, applicant filed the response discussed herein.

DISCUSSION

A request under 37 CFR 1.497(d) [formally, 37 CFR 1.48] to correct an error in naming
inventorship requires:

1) a petition including a statement from each person being added or deleted as an inventor
that the error in inventorship occurred without any deceptive intention on his or her part;

(2) an oath or declaration by the actual inventor(s) as required by 37 CFR 1.63;
(3) the fee set forth in 37 CFR 1.17(h); and

4) if an assignment has been executed by any of the original named inventors, the written
consent of the assignee in compliance with 37 CFR 3.73(b).

In the present case, an examination of applicant’s filing and records of the International
Bureau find that Michael Hay was identified as an applicant/inventor for the US only in the
originally filed PCT Request. As such, it is not necessary to proceed under 37 CFR 1.497(d) as
the error was not on the part of applicant. No petition fee will be charged. Now that the WIPO
bibliographic data has been corrected to show that Mr. Hay is an inventor in the apphcatlon itis
proper to accept the declaration filed 21 October 2011.

CONCLUSION

For the reasons discussed above, the request under 37 CFR 1.497(d) is DISMISSED as

3
(=
=1
-

The application has an international filing date of 11 March 2010 under 35 U.S.C. 363,
and will be given a date of 21 October 2011 under 35 U.S.C. 371(c)(1), (c)(2) and (c)(4).

The application is being returned to the United States Designated/Elected Office for
further processing in accordance with this decision.

L o P

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: (571)272-3294
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APPLICATION NO. FILING DATE I FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. CONFIRMATION NO.J
13/138,444 08/16/2011 Steven Flemming W1.3101 PCT-US ©1593
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.usplo.gov

JONES, TULLAR & COOPER, P.C.
P.O. BOX 2266 EADS STATION

ARLINGTON VA 22202
: DECISION ON REQUEST TO
In re Application of : PARTICIPATE IN THE PATENT
FLEMMING et al : PROSECUTION HIGHWAY
Application No.: 13/138,444 : PROGRAM AND PETITION
Filed: August 16, 2011 : TO MAKE SPECIAL UNDER
Attorney Docket No.: W1.3101 PCT-US : 37 CFR 1.102(a)

This is a decision on the request to participate in the PCT Patent Prosecution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1.102(a), filed on September 16, 2011, to
make the above-identified application special.

The request and petition are GRANTED.
_ Discussion

A grantable request to participate in the PCT-PPH pilot program and petition to make special
require: '

(1) The U.S. application must have an eligible relationship to one or more PCT applications
where the ISA or IPEA are the JPO, EPO, KIPO, NPI, or USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product in the
international stage or applicant must identify and explain why the claim(s) is/are not subject to
the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have novelty,
inventive step, and industrial applicability along with an English translation thereof and a
statement that the English translation is accurate, if the claims are not in the English language;

(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);

(5) Examination of the U.S. application has not begun;

(6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial applicability
along with an English translation thereof and a statement that the English translation is accurate
if the latest international work product is not in the English language;



Application No. 13/138,444

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.

The request to participate in the PCT-PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Colleen Dunn at 571-272-
1170. :

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html. '

This application will be forwarded to the examiner for action on the merits commensurate with
this decision once this application’s formality reviews have been completed.

/Colleen Dunn/

Colleen Dunn
TQAS, TC 2800



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MAILED
David Watkins ' SEP 27 2011
1704 Dianne Avenue -
Bellevue NE 68005 . PT LEGAL ADMINISTRATION
In re Application of
WATKINS, David Co
US Application No.: 13/138,521 : PETITION
PCT Application No.: PCT/US2007/009304 : : -
Int. Filing Date: 17 April 2007 : UNDER
Priority Date: 26 April 2006 :
For: METHOD AND SYSTEM FOR PURCHASING : 37 CFR 1.137(b)

GOODS AND SERVICES FOR A GROUP OF
INDIVIDUALS THROUGH A COMMUNICATIONS
NETWORK

This decision is in response to applicant's “PETITION FOR REVIVAL OF AN
APPLICATION FOR PATENT ABANDONED UNINTENTIONALLY UNDER 37 C.F.R.
1.137(b)” filed in the United States Patent and Trademark Office (USPTO) on 29 August 2011.

BACKGROUND

On 16 November 2007, applicant !filed international application No.
PCT/US2007/009304 and claimed a priority date of 26 April 2006. A copy of the international
application was communicated to the United States Patent and Trademark Office from the
International Bureau on 08 November 2007. Accordingly, the thirty-month period for paying the
basic national fee in the United States expired at midnight on 27 October 2008.

On 29 August 2011, applicant filed a Transmittal Letter for entry into the national stage

in the United States of America. Filed with the Transmittal Letter was, inter alia, the requisite
basic national fee and the instant petition.

DISCUSSION




Application No.: 13/138,521 ‘ 2

1. Petition Under 37 CFR 1.137(b)

Under 37 CFR 1.137(b), a petition requesting that an application be revived on
the grounds of unintentional abandonment must be accompanied by: (1) the required
reply unless previously filed, (2) the petition fee as set forth in 37 CFR 1.17(m), (3) a
statement that the “entire delay in filing the required reply from the due date for the reply
until the filing of a grantable petition was unintentional” and (4) any terminal disclaimer
if the application was filed before 08 June 1995.

Regarding item (1), applicant has provided required reply.
Regarding item (2), applicant has provided the required petition fee.

Regarding item (3), the petition includes the statement that the entire delay was
unintentional.

With regard to item (4), because the international application was filed after 08
June 1995, no terminal disclaimer is required.

CONCLUSION

For the reasons set forth detailed above, applicant’s petition under 37 CFR 1.137(b) is
GRANTED.

This application is being referred to the National Stage Processing (DO/EOQ/U S) for

further processing in accordance with this decision

Shian Luong | Richard Cole

PCT Special Programs Examiner ' Senior PCT Legal Examiner
Office of PCT Legal Administration Office of PCT Legal Administration

Telephone: (571) 272-4557



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Jen&ni{'}e‘:}il A. Harchi%k |
7761 ite Heron Trai a. p
Alexandria, VA 22306 MAILED

JAN 80 2012
In re Application of , : OFFICE OF PETITIONS
Mauro Gelli, et al. :
Application No. 13/138,548 : DECISION ON PETITION
Filed: October 3, 2011 : TO WITHDRAW
Attorney Docket No. 7798 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed January 6, 2012.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney.is signing on
behalf of another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a time to
file a response or the expiration date of the maximum time period which can be extended under 37
C.FR. § 1.136(a).

The request was signed by Jennifer A. Harchick. Jennifer A. Harchick has been withdrawn as
attorney or agent of record; all other attorneys remain of record.

The correspondence address of record remains unchanged.

Telephone inquiries concerning this decision should be directed to Terri Johnson at 571-272-2991.

/Terri Johnson/
Terri Johnson
Petitions Examiner
Office of Petitions

cc: Breiner & Breiner, L.L.C.
115 North Henry Street
Alexandria, VA 22314



Sen Sosky: FPHSCT.SER
Dicummrs Dl oo Bolilon 1o sl RHeeie i p{\rmﬁ B Ry

{3y e Spevand P

HIGHNAY ng:T@P%-E; P;Lm Pﬁ@aﬁmﬁ@m £ THE EURDPEAN DATENT i;mm QEN&} Aot
ThoE UERFTO

Ther curresponding BLT POTER
sppfeation mambaciel i Lo

,.{j--«-‘ 2

BN

The internationat i Mg mt@ af thie SourraspRading
POT appostionis) NS .
' Favoh 38, MG

FONLATHEN IV Ritnaly & e iR

& Naginh thuisiahons of the Secuments s and k. a*@m e afeched (F ths dooymasiy e rat iy e Enghiah
nspusgal & shaponenit et the Brghet teovsaialion is sodurate i sietnd foe S doumet bt b gh




)
£

i The Mapoeaneh Badiriioh S of 198 Ao o pdonne

REQUEST For PagTic

{rsplinuahy

i

SRR R TR N

&ﬁp}i mb&r%’% QQH

by the shoveideniifing 18, sniicebon on

semeshe (Roonpdt Tor UGS potferds of VoS petent spplication pulliselions)

September 8, 2011

rendy haen Sad i S abaveiilenied pobinating o

SRR TEEANS SETRSpNTTINRGS

RISt

RRCERRRRY e

xRy S

S

ST

16, 704

S&pﬁ&emt&f

st wm\

Iaugias S

Ry Nundsg 2@°

E




&

N
RN

Hsbed

SR
FEE

[

il

§

e amd

)

et was made

shide

&
F

[
A

tat §

(3
8
i

i

IR N

v and the Bk

¢




saprieenl of the
1

Wication of the s

ol s

i

&

SHERC

1IN

NS

{rvesrwationst |

s Theese i

WX

SR o masi

A
s

T

5
k]
3

o3
4.

TSPl SN

Box




Bax Hasiz of the Bepart

1. v fo Tangaage, this
the Soathon e By
el sarsd o the element of the iermativnel apphostion, this mpent s b

on Ty andovraitonad

thee claims, N

rnas
s,

‘5

B

the drawings, pages

Bas V. Bawsouud statemsent sexirding ts A

fnveptbor stop and lodusivial applicabilioe; citations
sueh statemant




-

%
i

s FAT

REHNG

23

™

X
o

PORT RE

HE

v

o

th

}

§

F

SiE i et @

B

NEHR

TS

£or
Ll

1 the rrindinge Souh

b

3

SR

o
]

R

"

TR

%

<




Do Dade: PRHBOT.E52 v _
Diosment Teseviitin: Saiion o anbs special unte PUTPagiod Frag By

Rppivaten My 137138, 6840

s x e Buwpnaon H ‘QFE‘E@ %{Hﬁ M&QQCH

N N e R ot anidaey el t«“k‘:imgg S A

SUEST EONE
ygs \m »ESF’& wE ¥,

TRl Siage sy
S ai “imﬂ

Thee cnvespoating PRT
spplication sanecdial an

1;3;:s¥¥ﬁ$ma Forial BN dele of the correapanding
T sppliestiogal Bisrs _ i e
Rmcsrniae 17, 3008

1 Lbet of Rrgusirsad Docunanis:
3 A oopy of the letes) intesna
e pondling POY agg
[ 1 i oot

sb woek product (RIS, WIVIPEA, or IPER) by B shoeve-idsotifed
i)

k Y] o N % 3 . . . 3 S n " .o - =
ii io gl ettechen baoausk the donamant i alvewdy suihe WD, sooiasise

B o B el ave aRmctud IF the doecumanin ae aatin fhe English




R cdnE

3N &“l\\?\ RPN

Lot S Fapaveank Rasiels

Rm\s@m‘ Fom memﬁm I THE POY-PEH Py oy PROGEAR
BETWEEN THE i’i-?Eﬁ{} m&m Tog USPTO

bt Bg 138

Sl Mot MAGUCH
§ sk penducts (58,

B, gm Wtonmstion divelosuny shstesnant Refing the dosumenta ofed in the interngtionat
& ¥ of the sorrssponding FOT apaSeation.

Sepﬁ&mh@* 14, 2011

DR AR B A

W o sivady b Ned in e

<

s&*‘\ S !Q m\bm m RS depateissuing

&3 B st soormspaedsnce

HE A0 the claimy i the TS sppication suflisientty crovespond e iy patentabin claims in the
corvaspanRag BOT spelicetion.

¥

.%a' ..............................................................................................
i
b D N Dadn

i Eﬁﬁ&uq as R Hanscom

ST el




¥

ater X Reptembey

yons;
"«‘/
Kﬂ

R LTGRO (3 1143

o with POTSERNY

adpe and ability.

i male with

T prsard
3 RS TR B
& )

ne o

%,
’;

dshahde by

ey,

the ki

trrgprizosment, of Sugh, under Berton BN of Vide 18 of the Usited Stbes Code and it suck

wibtfnl Sl siatements ma ¥ § ;




§

IR

o

oi 6f the Transmivoal of the Invernag

N

fa Notifies

¢ Repars on Patentability

IR

e Kenat

o

W isg

ik

Hax i

£, th

g

> by

-

3

s

R

the duseription, pages

 PREES

Ry

FaWing




apd

step

¥, HEVEE

st f0 povsd

with re

o

RN AR

S

EEIR B

Hay 1L

PR

sinbitshment of oy

¥ sppedica i

N
o

AR

TRNCEE

ARG 4
Q

38E
¥

o
=k

e

&
3
fowal sean

Tse g

«:\I-. ;‘
sledit

e

£ PRY |

¥

e

e

¥

TY &

{ e o

o

N ¥
3

porstred the

:j?-‘k-l-.\ S

t

fowiperalirs

X

o
Z1

N R
\sﬁ‘,} A

3

e
FERERS




TR

RCLEIRET

S

&

€

the oo
S A Tﬁﬁ‘ﬁ?ﬁ?‘ﬁﬂl\@:

o3
&




-
fc]
e

aeh siatenyent

NS

eriopdiy

d e n
SRRt

fons (s

-

with repar

§

she
sad sxplans

¥

At

2

$E3]
Fads

sxvid

o

N
L3

it

ent 8
teab

&

srat

al appl

£ £

sy

X

Regsonad

g amd

%

Boy ¥,

3§

..s.W:,




SR

erars

s

ek

e

S
3

TR

i

N SR

D

@




S
P

i
W
e
e
s
L
=
“mns
oy

EORAS

t

comaired

SN

o
TN

g




24
Yir

28 Tx

e
J dov
soond

&

£ BES

1

gk

redage

3

:,{,,‘.

51

a
K

5

SRR RN R R

comsid

[

R

45

8

FeRUiE

ne

Byt

ERE

a

Lappl

e

the Mkeraa

-

b an

Cortain defoy

Bax V'

SRS AR

€

N

preferably hay

3

7

s

eotally g

il as more partealardy, esp




Doc Code: PPH.PCT.652
Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SB/20PCT-EP (05-10)
Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiGHWAY (PCT-PPH) PiLOT PROGRAM BETWEEN THE EUROPEAN PATENT OFFICE (EPO) AND
THE USPTO

Application No: 1 3/1 38’723 Filing date: 201 1 _09_22

First Named Inventor: D EC KE R et al

emon. METHOD FOR OPERATING A LONGITUDINAL FOLDING APPARATUS

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://IWWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional appllcatlon which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/EP2009/067820

application number(s) is/are:

The international filing date of the corresponding
PCT application(s) is/are:
December 23, 2009

I. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WOIIPEA, or IPER) in the above-identified
corresponding PCT application(s)
Is attached

IE Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

D Is attached.

I:' Is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file {and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Offics, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.




PTO/SB/20PCT-EP (05-10)
Approved for use through 01/31/2012. OMB 0651-0058

U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number,

REQUEST FOR PARTICIPATION IN THE PCT-PPH PiLOT PROGRAM
BeTweeN THE EPO AND THE USPTO

(continued)

Application No.:

13/138,723

First Named Inventor] DECKER et al

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,

WOI/ISA, WOI/IPEA, IPER) of the corresponding PCT application.

Is attached

Iil Has already been filed in the above-identified U.S. application on

Sept. 22, 2011

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

I:l Are attached.

I:l Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Sept. 22, 2011

Claims in US Application

Patentable Claims
in the corresponding
PCT Application

Explanation regarding the correspondence

39-41 1-3 direct correspondence

42 4 U.S. claim amended to remove multiple dependency
43,44 5,6 direct correspondence

45 7 U.S.I claim amended to remove multiple dependency
46, 47 8,9 direct correspondence

48 10 U.S. claim amended to remove multiple dependency

49 11 direct correspondence

50 12 U.S. claim amended to remove multiple dependency

51 13 direct correspondence

52 14 U.S. claim amended to remove multiple dependency
53-59 15-21 direct correspondence

60 22 U.S. claim amended to remove multiple dependency

61 23 direct correspondence

62 24 U.S. claim amended to remove multiple dependency

63 25 direct correspondence

64 26 U.S. claim amended to remove multiple dependency
65, 66 27,28 direct correspondence

67 29 U.S. claim amended to remove multiple dependency

68 30 ) direct correspondence

lil. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

sgnature/DOUGIAs R. Hanscom/

nate OCL. 4, 2011

emereesy DOUglas R. Hanscom

Registration Number 26 ) 600

[Page 2 of 2]




PTO/SB/20PCT-EP (05-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

ReEQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM
BeTweeN THE EPO AND THE USPTO

(continued)

Application No.: 13/1 38,723
First Named Inventor:] DECKER et al

d. (1) Aninformation disclosure statement listing the documents cited in the international work products (ISR,
WOI/ISA, WO/IPEA, IPER}) of the corresponding PCT application.
Is attached

Sept. 22, 2011
(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

Are attached.
L] Sept. 22, 2011

[:l Has already been filed in the above-identified U.S. application on

IE Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Patentable Claims

Claims in US Application in the corresponding Explanation regarding the correspondence
PCT Application
69, 70 31, 32 U.S. claim amended to remove multiple dependency
71-75 33-37 direct correspondence
76 38 U.S. claim amended to remove multiple dependency

1ll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

signawre/D0OUGIAS R. Hanscom/ pate OCt. 4, 2011

:Ermteﬂyped) Douglas R Hanscom Registration Number26’600

[Page 2 of 2]




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required
by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
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Translation of the pertinent portions of a Notification of the Transmittal of the
International Preliminary Report on Patentability in accordance with Rule 71.1 PCT,
mailed on 22 July, 2011

2. This report comprises a total of 6 pages including this cover sheet.

3. Enclosures are also included with the report; these include

A total of 23 pages (sent to the applicant and to the International Authority),
which include

Sheets of the description, claims and/or drawings which have been
amended and are the basis of this report, and/or sheets containing
rectifications authorized by this Authority (see Rule 70.16 and Section 607
of the Administrative Instructions).

4. This report contains information relating to the following items:

Box I Basis of the Report

Box V. Reasoned statement according to Article 35(2) with regard to novelty,

inventive step and industrial applicability; citations and explanations to
support such statement

Box I Basis of the Report
1. With regard to language, this report is based on:
the international application in the language in which it was filed.
2. With regard to the elements of the international application, this report is based
on:
the description, pages

1-3, 5-45 as originally filed/furnished
4, 4a, 4b received with the letter dated 19 April 2010

the claims, Nos.
1-38 received with the letter dated 19 April 2010
the drawings, pages

1/15-15/15 as originally filed/furnished



Box V. Reasoned statement according to Article 35(2) with regard to novelty,

inventive step and industrial applicability; citations and explanations to support
such statement

1. Statement

Novelty (N) Yes: Claims 1-38
No: Claims

Inventive Step (IS) Yes: Claims 1-38
No: Claims

Industrial Applicability (IA) Yes: Claims 1-38
No: Claims

2. Citations and Explanations (Rule 70.7):
See supplementary pages




INTERNATIONAL PRELIMINARY REPORT REGARDING PATENTABILITY
(SUPPLEMENTARY PAGES)

Box V.

Reference is made to the following document:

D1

1.1

EP 2017210 A2 (KOENIG & BAUER AG [DE]) 21 January 2009 (2009-01-21),
cited in the application

D1 is considered to be the prior art closest to the subject matter of claim 1, and
discloses (the references between parentheses relate to said document):

A method for operating a longitudinal folding apparatus (01) comprising a folding
blade (06) and a folding table (03) with a folding gap (04) and with a group of .
braking elements (brushes) on each of the two sides of the folding gap (04),
wherein the movement of a folding blade (06) is driven in a synchronized manner,
with respect to the cyclic motion frequency thereof, relative to one or more units
of a web-processing machine situated upstream and a flow of incoming products,
wherein the entry of a leading edge of incoming products is detected at a first
measuring point (31) in the transport path of the folding table (03), and wherein a
relative phase position between the movement of the folding blade (06) and the
phase position of the units upstream (see paragraph 15) and the phase position of
the flow of products is deliberately modified by means of a control system (26)
for the purpose of adjusting a point of contact of the folding blade (06) with the
product to be folded.

The subject matter of claim 1 therefore differs from the known method in that:

The relative phase position is modified using a control algorithm in such a way
that, at least in one operating mode or phase of a production operation, the leading
edges of the products to be folded, which are conveyed on the folding table, are
held back at a distance from the measuring point located on the transport path by
varying the relative phase position in such a way that, as a result of a detection of
the leading edge of one or of a certain number of successive products at this
measuring point, the relative phase position is varied to an earlier time for the first
contact of product and folding blade, and the contact point is varied to a point that
lies closer to the intake side of the incoming products, and in that at a second
measuring point, located upstream of the first measuring point in the direction of
transport, the entry of a leading edge of incoming products is also detected, and
the relative phase position is varied using the control algorithm in such a way that,
at least in one operating mode or phase of a production operation, the leading
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edges of the products to be folded, which are conveyed on the folding table, are
held in a capture area, defined by the two measuring points that are spaced from
one another in the direction of transport, by varying the relative phase position,
and, with single or multiple deliveries from the capture area, the position of the
edge in the capture area is moved back for subsequent products, and in that a
skewed position of the product to be longitudinally folded is corrected by means
of a friction-based deceleration implemented by braking elements disposed on
both sides of the folding gap, and adjustable independently of one another with
respect to their distance from the folding table or from the upper side of the
folding table, and/or from the product.

Therefore, the subject matter of claim 1 is novel (PCT Article 33(2)).

D1 is considered to be the prior art closest to the subject matter of claim 33, and
discloses (the references between parentheses relate to said document):

A longitudinal folding apparatus comprising a folding blade (24) and a folding
table (10) having a folding gap, to which products to be folded can be fed, from
an intake side, along a first direction of transport parallel to the plane of the
folding table, wherein a first measuring point (32; see column 4, lines 39-41)
immediately upstream of a stop surface (18) that, in the activated state thereof,
restricts the transport path and a second measuring point that lies closer to the
intake side (32; see column 4, lines 39-41) are provided, along with a control
device (38) assigned to the folding blade drive, and wherein, on both sides of the
folding gap (04) a plurality of braking elements (brushes) are provided, wherein
the folding blade (24) has a folding blade drive (28; see column 4, lines 14-23;
column 6, lines 13-19) for the movement thereof, which is mechanically
independent of a transport device situated upstream of the folding gap (04) and
provided for conveying the products to, into, or within the longitudinal folding
apparatus.

The subject matter of claim 33 therefore differs from the known longitudinal
folding apparatus in that:

The control system is embodied with an algorithm so as to modify the relative
phase position between folding blade drive and product flow, on the basis of
signals that detect the presence of a product leading edge at the first and second
measuring points, such that the product leading edge of a subsequent product can
still be detected only at the second measuring point, and in that at least two
braking elements or groups of braking elements, disposed one on each of the two
sides of the folding gap, can be adjusted independently of one another in terms of
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their distance from the folding table or from the upper side of the folding table
and/or from the product.

Therefore, the subject matter of claim 33 is novel (PCT Article 33(2)).

The problem addressed by the present invention can be considered that of
devising an improved method and an improved longitudinal folding apparatus for
longitudinally folding a product on a folding table.

The solution to this problem proposed in claims 1 and 33 of the present
application is neither known nor obvious from the available prior art, and
therefore involves an inventive step (PCT Article 33(3)).

Claims 2-32 are dependent on claim 1, and claims 34-38 are dependent on claim
33, and therefore also satisfy the requirements of the PCT in respect of novelty
and inventive step.



Translation of the pertinent portions of a letter from Koenig & Bauer AG to the European Patent
Office, dated 19 April, 2010:

In response to the Opinion dated 29 March 2010, the following changes according to PCT
Article 34 are to be filed:

1. The following are to be filed:

1.1 Claims

(Replacement pages 46 to 56, version dated 2010/04/19)

1.1.1

New claim 1
New claim 1 has been formed from original claims 1, 2 and 21 of the original

description.

Original claims 1, 2 and 21, 25 and 28
Original claims 1, 2 and 21, and 25 and 28 have been deleted.

New claim 2
New claim 2 has been formed from features found on page 20, paragraph 1 of the

original description.

Original claims 4 and 8 to 20

Original claims 4 and 8 to 20 have not been changed.

New claims 3, 5, 6 and 7
New claims 3, 5, 6 and 7 are unchanged with the exception of the dependency

references of original claims 3, 5 and 6.

New claim 21
New claim 21 has been formed from features found on page 8, paragraph 1 of the

original description.



1.1.7 New claims 22 and 23
New claims 22 and 23 have been worded as dependent claims and correspond in

terms of content to original claims 22 and 23.

1.1.8 - Original claim 24

Original claim 24 has not been changed.

1.1.9 New claim 25
New claim 25 has been formed from features found on page 26, paragraph 3, in

conjunction with figure 3.

1.1.10 New claim 28
New claim 28 has been formed from features found on page 19, paragraph 2, of

the original description.

1.1.11 Original claims 26, 27, 29 and 31
Original claims 26, 27, 29 and 31 have not been changed.

1.1.12 New claims 30 and 32
New claims 30 and 32 are unchanged with the exception of the change in the

dependency references of original claims 30 and 32.

1.1.13 New claim 33
New claim 33 has been formed from features of original claim 33 and from

features found on page 25, paragraph 4 of the original description.

1.1.14 Original claims 34 to 38

Original claims 34 to 38 have not been changed.

1.2 Introduction to the description



(Replacement/supplementary pages 4, 4a and 4b, version dated 2010/04/19)
EP 0 1261 988 A1, EP 0 462 421 Al and DE 195 04 769 A1 have been cited.

2. Regarding the prior art documents

2.1

2.2

Regarding D1 (EP 2 017 210 A2)

D1, which has already been cited, discloses a method in which a speed is determined
by means of two sensors spaced in the direction of transport, and this speed is
regulated by a phase adjustment of the blade, so that the product reaches the stop
safely on the basis of the movement thereof (column 3, lines 46-52). In addition, the
device has braking brushes near the stop. According to column 13, line 35, the
product strikes a stationary stop (after braking). The product is not intended to be
held back from a measuring point (31). Paragraphs 26, 30 and 31 indicated by the
searching authority do not make this clear. If the control was intended to hold the
product back from the second measuring point 31 cited by the searching authority, it
would not be necessary to determine the second speed at all.

Regarding D2 (EP 0 639 523 Al)

D2 has already been cited by the applicant as DE 694 00 629 T2, and therefore
introduced into the process. Therefore, in what follows, reference will also be made
to this T-document (D2) (EP document as D2’).

In the actually described embodiment of D2/D2’, one sensor unit is provided on each
of the two sides of the gap, with each sensor unit consisting of a plurality of
individual sensors (cells) in the direction of transport, and extending from the stop up
to the intake side (D2, page 9, paragraphs 1 and 2; D2’ column 4, paragraphs 5 and
6). The two sensor units can also determine relative positions between leading edge
and stop (D2, page 2, last paragraph; D2’, column 1, paragraph 10). The signals of
the cells of each sensor unit are processed in a control system, and the output signal is
conducted to a regulating module, in order to activate servo units which adjust the
braking pressure of brushes (D2, page 9, paragraph 4; D2’, column 4, paragraph 8).
The cells of each unit react to the position of the leading edge of each printed product,
while this is being decelerated, wherein the number of cells that are not covered by
the product is a measurement of the position of the leading edge relative to the stop.
The closest approach of each leading edge to the stop, wherein said edges can also
come into contact with the stop, is determined in synchronization with the time
control of the actuation of the chopper, usually when the blade is located spaced a few
degrees from its lower dead-center point (D2, page 10, paragraph 2; D2’, column 5,
paragraph 2). The printed product is to be brought nearly or entirely to a standstill




when it reaches the folding region (D2, page 7, paragraph 2; D2’, column 3, last
paragraph). The way in which this is to be achieved is clear from paragraph 3 on
page 10 to paragraph 2 of page 11 of D2 (D2’, column 35, paragraphs 3 to 5): For this
purpose, the rate of the cells that are covered in succession is analyzed with the help
of a time control system. If all cells are covered nearly at the same moment, the
product will strike the stop too fast and must be decelerated with greater force. If the
product does not reach any of the cells, the braking force must again be corrected
(assumedly slackened). This is also covered by paragraph 2 on page 4 (D2’, column
2, paragraph 4), where a readjustment in the feedback process to a determination of
the rate or speed is carried out.

In none of these cases is the leading edge of the product held back from a measuring
point by means of a control algorithm. In the first case, the goal is to keep it from
striking the stop too fast, and in the second case, it is to reach at least the first cell.
This control in D2/D2’ is based on the coverage rate, and not on holding back from a
measuring point.

The above-described “relative positions” between leading edge and stop can be used
to determine a skewed position (page 3, paragraph 2), however, an unduly hard stop
is prevented in D2/D2’ on the basis of the rate/speed in the above-described manner.

In addition, although it is generally stated on page 8, paragraph 2 and page 12,
paragraph 3 (D2’, column 4, paragraph 2 and column 6, paragraph 2) that
deceleration can also be implemented by other devices, for example, also by the stop
element, it does not specify in detail how this is supposed to occur.

The feature of a folding blade drive that is independent of the transport device is not
disclosed in the passages of text indicated by the searching authority. Moreover, the
indicated reference sign 28 stands for the servo drive for the brushes. The way in
which this servo drive is to be assigned to the folding blade is unclear, and cannot be
prejudicial to the novelty of the feature. ‘

Even if the method of D2/D2’ specified in reference to the brushes were to be applied
to braking with the chopper blade, the leading edge of the product would still not be
held back from a measuring point by a control algorithm. The goal of D1 is merely to
prevent the product from striking the stop with too much force. As a result, the goal
of D2/D2’ is for the edge to come to rest between first cell and stop, wherein it can
even contact the latter. It is not to be prevented from striking it. Even if, in operating
situations, the product were to fail to reach the stop, holding it back is not specified as
a rule via the control algorithm, and would instead be unintentional. Thirdly, it is
neither clear from nor suggested by D2/D2’ how braking and skewed position
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correction are to be accomplished if — as is generally indicated therein — braking is to-
be carried out with the chopper blade rather than with the brushes. Although at first
glance a similarity to the claimed subject matter could be seen, the subject matter
involves an entirely different concept, namely holding back from the stop by
controlling the blade phase, with a simultaneous additional correction of a possible
skewed position by means of braking elements.

Regarding D3 (EP 0 161 988 A1)

D3 or the parallel US 4,573,671 proposes a longitudinal folding apparatus, wherein
only one sensor is provided, directly at the stop. The products entering on the folding
table are controlled by adjusting the phase between product and folding blade contact,
such that the product reaches the stop in a straight alignment. This is achieved by
means of a relay circuit. If the products do not reach the sensor, the phase of the
blade is adjusted to a later time, until the products are visible at the sensor. If the
machine speed is increased by a control command input by the press operator,
pressing the switch will also actuate a relay at the same time, so as to shift the point
of contact of the blade to an earlier time. However, afterward the above-described
automatic system re-engages, which again shifts the time point back until the sensor
again “sees” the product. This procedure is intended to improve a prior art, which
operates in a “floating” manner with two sensors, wherein one sensor is used for
increasing the forward movement and the other is used for decreasing the forward
movement.

D3 does not describe a general longitudinal folding apparatus having two braking
elements on the two sides, or a correction of skewed position by means of braking
elements of this type. It criticizes the arrangement of two sensors as imprecise, and
proposes arranging one sensor at the stop toward which the product is to be
controlled. D3 therefore proposes a concept contradictory to claims 1 and 33.

Regarding D4 (EP 0 462 421 Al)

From EP 0 462 421 A1, a method and a device for controlling the movement of the
longitudinal folding blade are known, wherein at the stop, an acceleration sensor is
disposed, which senses the accelerations of the incoming product. If the measured
acceleration deviates from a target value, the folding time is adjusted. If the
acceleration value detected by the sensor is too great, the folding time is shifted
forward; if it is too small, it is shifted backward.

This “acceleration” measured at the acceleration sensor does not relate to machine
acceleration.
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3.

With respect to D4, it is requested that US 4,573,671, the content of which is
identical, be considered in the remainder of the process.

Regarding D5 (DE 195 04 769 A1)

DE 195 04 769 Al relates to a longitudinal folding apparatus, wherein first sensors
are provided at the front side of the stop, which sensors measure the distance of the
leading edge as the product to be folded is conveyed thereto, and a control circuit
analyzes, via comparison, whether the two halves are approaching at the same speed.
If one side approaches the stop more quickly, the braking assembly assigned to this
side will be brought closer to the folding table, in order to brake this side with greater
force. Additional sensors are provided for measuring undulations in the folded copy.
When embodied as optical sensors, these sensors that measure undulation can detect
the distance from the upper side of the product, or, as strain gauges, they can measure
the force exerted on them by the deformation of the upper side. If a maximum value
is exceeded, the position of the braking devices is adjusted. In a further embodiment,
additional sensors can be provided at the stop, by means of which a deformation of
the leading edge can be detectable. In one embodiment, the stops can also be
embodied as circular arches, or as rotatable about fulcra. The measured deformations
are also to be suitable as control or regulating variables, for controlling or regulating
the movement of the folding blade.

Regarding novelty and inventive step

None of the prior art documents discloses at least the feature in which a product edge is
held back from a measuring point by means of an appropriate algorithm. The subjects of
claims 1 and 33 are therefore novel.

On the basis of D1, for example, in which the speed is determined by two measuring
points for the purpose of ensuring a reliable, but not unduly forceful, arrival at the stop,
D2 describes nothing different to a person skilled in the art. In this case as well, an
unduly forceful arrival is prevented by a speed determination (rate). Therefore, the two
documents cannot prompt a person skilled in the art to hold the product back from a
measuring point by means of an algorithm, in a concept different therefrom. Conversely,
on the basis of D2, D1 also would not prompt changing the concept in this manner.
Although D2 discloses a skewed position correction by means of brushes, the product is
not held back from one of the cells by an algorithm. If a person skilled in the art were to
consider D3 in addition to D1 or D2, D3 would teach him to use an “algorithm” (in that
case an electronic circuit) to always position the product such that the sensor is covered.
By way of exception, this can be interrupted by a manual intervention, by pressing an
“acceleration command”. However, this is not accomplished by means of an algorithm.



Therefore, D3 teaches a person skilled in the art to always drive the product toward the
stop — which conforms to the teaching of D1 and D2. Nothing from D4 or D5 could
clearly prompt a person skilled in the art to always hold the product back from the sensor.
As this relates to D5, said document discloses to a person skilled in the art the solution
already known from D2 in any case, specifically to detect a skewed position on the basis
of a “distance measurement” and then to adjust braking elements on one side.

Therefore, none of the documents, alone or in combination with other documents, is

capable of suggesting the subject matter claimed in claim 1 or 33.

Koenig & Bauer Aktiengesellschaft

[Signatures]

Enclosures

Claims, replacement pages 46 to 56

Description, replacement/supplementary pages 4, 4a and 4b,
Each in triplicate, in the version dated 2010/04/19



2010-04-20 Replacement Page PCT/EP2009/067820
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or blade folding apparatuses. For this purpose, two sensors are provided in the flow of folded
products, spaced transversely to the flow, and detect the distances between fold marks applied
to the product and the fold edge, wherein an analysis unit uses this information to calculate
and/or display a mean value deviation from the target value for longitudinal and angular
deviations in the fold, and/or to utilize said deviation for the purpose of controlling the machine.

This enables a selective correction of adjusted machine values.

From DE 199 50 603 B4, an infeed of sheets that are to be imprinted into a printing couple of a
sheet-fed printing press is disclosed, wherein, by means of two ultrasonic sensors spaced
transversely to the flow, information about the position of an individual sheet to be fed into the
printing couple is provided before said sheet is fed by a gripper to the printing couple. In this
manner, a skewed position or an undesirable double layer can be detected, which is coupled to

a control and regulating device that is connected to the gripper.

EP 0 161 988 A1 proposes a longitudinal folding apparatus, in which only one sensor is
provided, directly at the stop. The products entering on the folding table are controlled by
adjusting the phase between product and folding blade contact, such that the product reaches
the stop in a straight alignment. This is achieved by means of a relay circuit. If the products do
not reach the sensor, the phase of the blade is adjusted to a later time, until the products are
visible at the sensor. If the machine speed is increased by a control command input by the
press operator, pressing the switch will also actuate a relay at the same time, so as to shift the
point of contact of the blade to an earlier time. However, afterward the above-described
automatic system re-engages, which again shifts the time point back until the sensor again
‘sees” the product. This procedure is intended to improve a prior art, which operates in a

REVISED SHEET
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“floating” manner with two sensors, wherein one sensor is used for increasing the forward

movement and the other is used for decreasing the forward movement.

From EP 0 462 421 A1, a method and a device for controlling the movement of the longitudinal
folding blade are known, wherein at the stop, an acceleration sensor is disposed, which senses
the accelerations of the incoming product. If the measured acceleration deviates from a target

value, the folding time is adjusted. If the acceleration value detected by the sensor is too great,

the folding time is shifted forward, and if it is too small, it is shifted backward.

DE 195 04 769 A1 relates to a longitudinal folding apparatus, wherein first sensors are provided
at the front side of the stop, which sensors measure the distance of the leading edge as the
product to be folded is conveyed thereto, and a control circuit analyzes, via comparison,
whether the two halves are approaching at the same speed. If one side approaches the stop
more quickly, the braking assembly assigned to this side will be brought closer to the folding
table, in order to brake this side with greater force. Additional sensors are provided for
measuring undulations in the folded copy. When embodied as optical sensors, these sensors
that measure undulation can detect the distance from the upper side of the product, or, as strain
gauges, they can measure the force exerted on them by the deformation of the upper side. If a
maximum value is exceeded, the position of the braking devices is adjusted. In a further
embodiment, additional sensors can be provided at the stop, by means of which a deformation
of the leading edge can be detectable. In one embodiment, the stops can also be embodied as
circular arches, or as rotatable about fulcra. The measured deformations are also to be suitable
as control or regulating variables, for controlling and/or regulating the movement of the folding
blade.

The problem addressed by the invention is that of devising an improved method for

REVISED SHEET
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longitudinally folding a product on a folding table of a longitudinal folding apparatus, and a
longitudinal folding apparatus suitable for this purpose.

The problem is solved according to the invention by the features of claims 1 and 33,
respectively.

The advantages that can be achieved with the invention consist especially in that a longitudinal
folding apparatus, in web-fed rotary printing presses also referred to as the “third fold” or the
“second longitudinal fold”, is provided which allows higher outputs and less stringent

requirements for manual interventions while still producing good fold quality.

For this purpose, a lever folding blade system is used, with sensor-controlled folding time
regulation (e.g., folding time control of the folding blade), for example, and/or a

REVISED SHEET
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46

A method for operating a longitudinal folding apparatus (01) comprising a folding blade
(04), a folding table (02) having a folding gap (06), and, on each of the two sides of the
folding gap (06), at least one or a group of braking elements (31; 32; 33; 34) , wherein
the movement of a folding blade (04) is driven in a synchronized manner, with respect to
its cyclic motion frequency, in relation to one or more units of a web-processing machine
situated upstream thereof and/or a flow of incoming products (03), wherein the entry of a
leading edge of incoming products (03) is detected at a first measuring point (S1) in the
transport path of the folding table (02), and wherein a relative phase position A®
between the movement of the folding blade (04) and the phase position of the unit or
units upstream and/or the phase position of the flow of products is deliberately modified
by a control and/or regulating system (10) for the purpose of adjusting a point of contact
of the folding blade (04) with the product (03) to be folded, characterized in that the
relative phase position A® is modified by a control algorithm such that, at least in one
operating mode or phase of production operation, the leading edges of the products (03)
to be folded, which are conveyed on the folding table (02), are held back at a distance
from the measuring point (S1) located on the transport path by varying the relative phase
position A® in such a way that, as a result of a detection of the leading edge of one or of
a certain number of successive products (03) at this measuring point (S1), the relative ‘
phase position A® is varied to an earlier time for the first contact of product (03) and
folding blade (04) and/or the contact point is varied to a point that lies closer to an intake
side (18) of the incoming products (03), in that, at a second measuring point (S2),
located upstream of the first measuring point (S1) in the direction of transport (T1), the
entry of a leading edge of incoming products (03) is also detected, and the relative

phase position A® is varied using a control algorithm, in such a way that, at least in one

REVISED SHEET
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operating mode or phase of a production operation, the leading edges of the products
(03) to be folded, which are conveyed on the folding table (02), are held in a capture
area, defined by the two measuring points (S1; S2) that are s‘paced from one another in
the direction of transport (T1), by varying the relative phase position A®, and with single
or multiple deliveries from the capture area, the position of the edge in this capture area
is moved back for subsequent products (03), and in that a skewed position of the
product (03) to be longitudinally folded is corrected by means of a friction-based
deceleration implemented by braking elements (31; 32; 33; 34) disposed on both sides
of the folding gap (06) and adjustable independently of one another in terms of their
distance from the folding table (02) or from the upper side of the folding table and/or
from the product (03).

2. The method according to claim 1, characterized in that for this operating mode or phase
of a production operation, the ruling principle applies that the product 03 to be folded is
to be detected not at the measuring site (S1) of the first sensor S1, but at the measuring

site (S2), before or at least during folding.

3. The method according to claim 1, characterized in that, as a result of the absence of a
detection of leading edges at a second measuring point (S2) over a certain period of
time, the relative phase position A® is varied to a later time for first contact and/or the
contact point is moved to a point that lies farther away from an intake side (18) for the

incoming products (03).

4. The method according to one or more of claims 1 to 3, characterized in that detection is

carried out by sensors (S1; S2).

5. The method according to claim 1, characterized in that in the first operating mode,

control is carried out such that, as a result of a detection of a leading edge of a product

REVISED SHEET
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or a number of successive products (03), variation to an earlier time or closer to the
intake side (18) is carried out, so that the leading edge of a subsequently incoming
product (03) does not come into contact with a stop (09; 46) that restricts the transport

path.

6. The method according to claim 1, characterized in that in a second operating mode,
control is carried out after a constant production speed is reached, such that the relative
phase position A® is varied from an earlier time to a later time, until the leading edge of
an incoming product (03) is again detected for the first time at the measuring point (S1),
and this phase position A® is then maintained, so that the leading edges of incoming
products (03) do not come into contact with a stop (09; 46) that restricts the transport
path, or at least strike the stop (09; 46) without significant speed.

7. The method according to claim 1 or 3, characterized in that the relative phase position
A® is modified by a relative adjustment of the phase in the drive that effects foldihg
blade movement, particularly by a relative rotation of a drive motor (17) that drives the
folding blade, and/or a control cam that controls the folding blade movement.

8. The method according to claim 1, characterized in that a target phase position Adg
currently required for the relative phase position A® is achieved and/or maintained by
means of a control loop that compares an actual relative position A®, with a target

relative position (A®R).

9. The method according to claim 8, characterized in that, in the event of a deviation of the
actual relative position A®,, particularly of a product phase position @ and an angular

position (®,) of the folding blade drive from the current target relative position (A®R), a
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correction is made by an optionally successive, relative rotation of the folding blade drive

by an angular correction (A).

The method according to claim 1, 7, 8 or 9, characterized in that the adjustment of the
relative phase position A® is accomplished by the optionally successive modification of a
relative target phase position (A®g) by a correction value kA; kAi; k®; kdi or by the
optionally successive application of a correction value kA; kAi; k®; kdi to a relative target

phase position (ADR).

The method according to claim 1, characterized in that the movement of the folding
blade is synchronized with the at least one unit upstream on the basis of data relevant to
speed and/or angle from an electronic guide axis that connects the drive of the folding
blade (04) to the drive of the at least one unit.

The method according to claims 7 and 11, characterized in that the relative phase
position A® is adjusted by an optionally successive application of a correction value kA;
kAi; kd; kdi to a target angular position resulting from the guide axis variable, or by an
optionally successive modification of the target angular position resulting from the guide

axis variable by a correction value kA; kAi; kd®; kdi.

The method according to claim 12, characterized in that the relative phase position A® is

adjusted by applying another offset value, or by modifying an existing offset value (A).

The method according to claim 10 or 12, characterized in that the relative phase position

A® is adjusted until the condition established by the control algorithm is satisfied.
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The method according to claim 1, characterized in that a product phase position ®p of
the products (03) conveyed to, into, or within the longitudinal folding apparatus (01) and
a phase position (@a) of the folding blade drive are used as the relative phase position

AD.

The method according to claim 15, characterized in that the product phase position ®p is
determined as the passage of a product, particularly of a leading or trailing edge, at a

point in the transport path upstream of the folding process.

The method according to claim 15, characterized in that the product phase position @5 is
formed as the theoretical product phase position from a phase position of one or more of
the units upstream and an offset value, for example, determined empirically and

preferably stored.

The method according to claim 1, characterized in that the first measuring point (S1) is
detected at or immediately upstream of a stop surface that, in the activated state thereof,

restricts the transport path (T1).

The method according to claim 1, characterized in that the first measuring point (S1) lies
at or immediately upstream of a stop surface that, in the activated state thereof, restricts
the transport path (T1).

The method according to claim 1, characterized in that a correction of a skewed position

of a product (03) to be folded on the folding table (02) of the longitudinal folding

apparatus (01), and moving along the direction of transport (T1) on the folding table (02),

at least prior to folding, is carried out, wherein

- in each case, a time at which a leading or trailing product edge passes by is detected
at two measuring sites (S3; S4) that are spaced from one another transversely to the
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direction of transport (T1) of the product (03) to be folded,

- using the passage times detected at the two measuring sites (S3; S4), a deviation
At1 between a time offset detected with the passage of the observed product edge at
the two measuring sites (S3; S4) and a target time offset is determined and analyzed
on the basis of control and/or data processing methods,

- and as aresult of a deviation At1 that goes beyond at least one tolerance range, a
measure that counteracts the deviation At1 and influences a particularly
asymmetrical deceleration or acceleration of the products (03) moving on the folding
table (02) is initiated by means of a control process (38).

The method according to claim 1, characterized in that the folding blade (04) is driven by
a drive motor (17), mechanically independently of conveyor devices situated upstream of

the folding process.

The method according to one or more of claims 1 to 19, characterized in that during an
acceleration phase of a web-processing machine situated upstream, a location of a
contact point on the folding table (02) or a time of first contact of a product (03) to be
folded and the folding blade (04), referred to the product phase position, is adjusted on

the basis of a machine speed and/or a machine acceleration.

The method according to claim 1, characterized in that during an acceleration phase of a
web-processing machine situated upstream, a location of a contact point or the time of
first contact of a product (03) to be folded and a folding blade (04) is controlled on the
basis of a signal (m1) at a measuring point (S1) located on the folding table (02), such
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that the contact point is moved closer to the intake side (18) as a result of a signal (m1)

that detects the product edge.

24.

25,

26.

27.

28.

The method according to claim 22 or 23, characterized in that the location of the contact
point on the folding table (02) or a distance (A) between the contact point and a stop (09;
46) situated downstream is set differently for different speeds.

The method according to claim 1, characterized in that the correction of a skewed -
position is based upon signals (m3; m4) of third and fourth measuring points (S3; S4),
which are different from the first and second measuring points (S1; S2).

A method for operating a longitudinal folding apparatus (01), particularly according to
one or more of claims 1 to 25, characterized in that for different operating phases during
a production run, a location of a contact point of a product (03) to be folded with a folding
blade (04) is controlled according to rules that are different from each other.

The method according to claim 26, characterized in that during an acceleration phase,
i.e., a phase in which the speed of the machine is increased, the location of the contact
point or the time of first contact is controlled based upon a rule according to claim 1, 22
or 23.

The method according to claim 1, characterized in that the first measuring point (S1) is
disposed spaced transversely to the direction of transport (T1) at most by a distance a1
of 100 mm from a plane (E) that passes through the longitudinal direction of the folding
blade (04) and preferably extends substantially vertically.
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The method according to claim 26 or 27, characterized in that during a stationary
production phase, i.e., the speed of the machine is constant, the location of the contact
point or the time of first contact is controlled based upon a rule according to claim 6.

The method according to claim 29, characterized in that during a stationary production
phase, i.e., the speed of the machine is constant, the location of the contact point or the

time of first contact is controlled based upon a rule according to claim 6.

The method according to claim 1 and/or 22, characterized in that a skewed position of a
product (03) exiting a folding roller gap between two folding rollers (07) of a longitudinal
folding apparatus (01) is corrected, wherein

- the product (03) is pressed into the gap between the folding rollers by the folding
blade (04), which can be moved up and down relative to the folding table (02), and
said product then leaves the folding roller gap and is conveyed along a direction of
transport (T2),

- wherein at each of two measuring sites (S5; S6) spaced from one another
transversely to the direction of transport (T2) of the folded product (03), a time at
which a leading or trailing product edge passes through is detected,

- using the passage times detected at the two measuring sites (S5; S6), a deviation
At2 between a time offset detected as the observed product edge passes through the
two measuring sites (S5; S6) and a target time offset is determined and analyzed by
means of control and/or data processing methods,

- and as a result of a deviation At2 that goes beyond at least one tolerance range, a
measure that counteracts the deviation At2 and involves a stronger or weaker
retention of the product (03) as it passes through the folding rollers (07) and/or
involves greater or less friction between braking elements (31; 32; 33; 34) and the
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product (03) is initiated by means of a control process (39).

32. The method according to claim 1 or 28, characterized in that folding is carried out when
a stop (09; 46), which in its engaged position restricts the transport path, is in its

disengaged position.

33. A longitudinal folding apparatus (01), particularly for carrying out the method of one or
more of claims 1 to 32, comprising a folding blade (04) and a folding table (02) having a
folding gap (06), to which products (03) to be folded can be fed from a first intake side
(18) along a first direction of transport (T1), preferably parallel to the plane of the folding
table, wherein a first measuring point (S1) at or immediately upstream of a stop surface
that, in the activated state thereof, restricts the transport path (T1) and a second
measuring point (S2) that lies closer to the intake side (18) are provided, along with a
regulating and/or control system (10) assigned to the folding blade drive, and wherein
one or more braking elements (31; 32; 33; 34) are provided on each of the two sides of
the folding gap (06), characterized in that the folding blade (04) has a folding blade drive
for the movement thereof, which is mechanically independent of at least one transport
device situated upstream of the folding gap (06) and provided for conveying the products
(03) to, into, or within the longitudinal folding apparatus (01), and in that the regulating
and/or control system (10) is embodied with an algorithm so as to modify a relative
phase position between folding blade drive and product flow, on the basis of signals (m1;
m2) that detect the presence of a prbduct leading edge at the first and second
measuring points (S1; S2), such that the product leading edge of a subsequent product
(03) can still be detected only at the second measuring point (S2), and in that at least
two braking elements 31; 32 or groups 26; 27 of braking elements (31; 32) disposed on
each of the two sides of the folding gap 06 can be adjusted independently of one
another in terms of the distance thereof from the folding table (02) or from the upper side

of the folding table and/or from the product (03).
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The longitudinal folding apparatus according to claim 33, characterized in that the two
measuring points (S1; S2) represent singular measuring points (S1; S2), spaced
significantly from one another, and/or restrict a capture area, the boundaries of which

they monitor.

The longitudinal folding apparatus according to claim 33, characterized in that the folding
blade drive has a position-controlled drive motor (17), which is synchronized via an
electronic guide axis with units situated upstream of the longitudinal folding apparatus
(01).

The longitudinal folding apparatus according to claim 35, characterized in that a drive
control mechanism, which is connected in terms of signals transmission to the electronic
guide axis and provides target angular positions to the drive motor (17) is assigned to
the drive motor (17), wherein a control process (38) with an algorithm is provided, via
which a correction value kA1 or kd1 is applied to the target angular position dependent

upon the'signals (m1; m2) of the measuring points (S1; S2).

The longitudinal folding apparatus (01) according to claim 33, comprising two sensors
(83; S4), which detect the presence of a product (03) to be folded longitudinally, on a
transport path along the direction of transport (T1), and which are spaced transversely to
the direction of transport (T1) of the product (03) to be guided past, and comprising a
control process (38), with which the signals (m3; m4) of these sensors (S3; S4) can be
analyzed with respect to a skewed product position, wherein at least one control element
is provided, which can be adjusted on the basis of an output signal of the control process
(38) for the purpose of influencing a skewed product position on the folding table (02).

The longitudinal folding apparatus according to claim 33 or 37, characterized in that a
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device for monitoring and correcting a skewed position of the product (03) to be
longitudinally folded on the folding table (02) is provided, which device is different from a
stop (09).
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INTERNATIONAL PRELIMINARY REPORT REGARDING PATENTABILITY
(SUPPLEMENTARY PAGES) '

Box V.

Reference is made to the following document:

D1

2.

1.1

1.2

DE 195 04 769 A1 (ROLAND MAN DRUCKMASCH [DE}) 22 August 1996
(1996-08-22)

D1 is considered to be the prior art closest to the subject matter of claim 1, and
discloses (the references between parentheses relate to said document):

A method for correcting a skewed position of a product (4), wherein

the product (4) is pressed into the folding roller gap (20) by a folding blade
(2), which can be moved up and down relative to the folding table (5, 6), and
said product then leaves the folding roller gap (20) and is conveyed along a
direction of transport,

wherein at each of two measuring sites (9; 10), spaced from one another
transversely to the direction of transport of the folded product (4), a time at
which a leading product edge (40) passes through is detected,

using the passage times detected at the two measuring sites (9; 10), a deviation
At2 between a time offset detected as the observed product edge passes
through the two measuring sites (9; 10) and a target time offset is determined
and analyzed by means of control and data processing methods,

and as a result of a deviation A t2 that goes beyond at least one tolerance
range, a measure that counteracts the deviation A t2 and involves a stronger or
weaker retention of the product (4) as it passes through the folding rollers (3)
and involves greater or less friction between braking elements (11; 12) and the
product (4) is initiated by means of a control process.

Therefore, the subject matter of claim 1 differs from the known method in that
the time at which a product edge of a product exiting the longitudinal folding
apparatus passes through is detected.

The subject matter of claim 1 is therefore novel (PCT Article 33(2)).

D1 is considered to be the prior art closest to the subject matter of claim 15, and
discloses (the references between parentheses relate to said document):



2.1

2.2

A longitudinal folding apparatus (1) comprising a folding table (5, 6), to which a
product (4) to be folded can be fed from an intake side, along a first direction of
transport parallel to the plane of the folding table, with a folding blade (2) that can
be moved up and down relative to the folding table (5, 6) and a folding roller gap
(3) disposed underneath the folding table (5, 6).

The subject matter of claim 15 therefore differs from the known longitudinal
folding apparatus in that on a transport path disposed downstream of the
folding roller gap, two sensors that detect the presence of a longitudinally
folded product are provided, spaced from one another transversely to the
direction of transport of the product to be guided past, in that a control process
is provided, with which the signals from these sensors can be analyzed with
respect to a skewed product position, and in that at least one control element
that can be adjusted as a result of an output signal of the control process for
influencing a skewed product position is provided, wherein as the control
clement, at least one braking element is provided, the braking effect of which
can be varied, and which is particularly actuable via an actuator (implicit).

Therefore, the subject matter of claim 15 is novel (PCT Article 33(2)).

The problem addressed by the present invention can be considered that of
devising an alternative method for correcting a skewed position of a product and
an alternative longitudinal folding apparatus, wherein a skewed position of a
product is detected not prior to longitudinal folding but after longitudinal folding.

The solution to this problem proposed in claims 1 and 15 of the present
application is neither known nor obvious from the available prior art, and
therefore involves an inventive step (PCT Article 33(3)).

Claims 2-14 are dependent on claim 1, and claims 16-22 are dependent on claim
15, and therefore also satisfy the requirements of the PCT in respect of novelty
and inventive step.
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Claims

1.
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A method for correcting a skewed position of a product (03) exiting a folding roller

gap between two folding rollers (07) of a longitudinal folding apparatus (01),

wherein

the product (03) is pressed into the gap between the folding rollers by a
folding blade (04), which can be moved up and down relative to the folding
table (02), and said product then leaves the folding roller gap and is |
conveyed along a direction of transport (T2),

wherein at each of two measuring sites (S5; S6) spaced from one another
transversely to the direction of transport (T2) of the folded product (03), a
time at which a leading or trailing product edge of the product (03), which,
after passing through the folding gap (08), is longitudinally folded; is detected,
using the passage times detected at the two measuring sites (S5; S6), a
deviation At2 between a time offset detected as the observed product edge
passes through the two measuring sites (S5; S6) and a target time offset is
determined and analyzed by means of control and/or data processing
methods,

and as a result of a deviation At2 that goes beyond at least one tolerance
range, a measure that counteracts the deviation At2 and involves a stronger
or weaker retention of the product (03) as it passes through the folding rollers
(07) and/or involves greater or less friction between braking elements (31; 32;
33; 34) and the product (03) is initiated by means of a control process (39).

2. The method according to claim 1, characterized in that the measure is initiated

only after a deviation At2 has been identified in a definable number of successive
products (03).

3. The method according to claim 1 or 2, characterized in that as the measure, a

braking element (31; 32; 33; 34) disposed above the folding table (02) or a group
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(26; 27; 28; 29) of braking elements (31; 32; 33; 34) disposed above the folding
table (02) is moved closer to the product (03) or farther away from the product
(03).

4. The method according to claim 3, characterized in that as the measure, one of
two braking elements (31; 32; 33; 34) disposed above the folding table (02) and
spaced from one another in a direction of transport (T1), or one of two groups
(26, 27; 28; 29) of braking elements (31; 32; 33; 34) disposed above the folding
table (02) and spaced from one another in the direction of transport (T1), is
moved closer to the folding table (02) or farther away from the folding table (02).

5. The method according to claim 4, characterized in that in said measure, the
distance of the other of the two braking elements (31; 32; 33; 34) or the other
group (26, 27; 28; 29) is not changed.

6. The method according to claim 1, 3 or 4, characterized in that as the measure, a
brush pressure of at least one braking element (31; 32; 33; 34), embodied as a
brush (31; 32; 33; 34) and interacting in the active status thereof with the

~ products (03) on the folding table (02), is varied.

7. The method according to claim 1 or 6, characterized in that as the measure, a
braking effect, particularly a brush pressure, is varied in a region of a leading
product half of the products (03) located on the folding table (02).

8. The method according to claim 7, characterized in that by increasing the brush
pressure of one or more brushes (33; 34) or brush groups (28; 29) that are
farther from the intake side, the product end that is leading in relation to the
direction of transport (T1) is held back with greater force as it passes through the
folding rollers (07), and thereby the product (03) exiting the folding roller gap is

‘ REVISED SHEET
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10.

11.

12.

13.
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rotated. 7

The method accofding.to claim 1, characterized in that the signals (m5; m6)
received at the measuring sites (S5; S6) are analyzed by means of a trigger
circuit, such that the paths of the signals (m5; m8) over time, particularly the
slopes thereof as the status changes, are analyzed relative to one another with
respect to time, and on the basis of a logic system, both a measurement of
product skew and information on the direction of the skewed position are
provided.

The method according to claim 1 or 9, characterized in that using the time
difference between two signals (m5; m6), a pulse length is determined as a
measurement of product skew, and using the order of two signals (m5; mé), the

direction of the skewed position is determined.

The method according to claim 10, characterized inthat the pulse length is
converted to a value for product skew, taking'into consideration the time a
product (03) requires per mm of path, dependent on machine speed, and said

value is compared with a value for maximum permissible product skew.

The method according to claim 10 or 11, characterized in that the counteracting
measure is implemented when a value for maximum permissible product skew is

exceeded.

The method according to claim 12, characterized in that when the maximum
permissible product skew is exceeded, a control signal, which particularly
correlates to the measurement for product skew, is sent to at least one control
element, particularly to at least one drive (41 to 44) of at least one braking
element (31; 32; 33; 34).
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15.

16.

17.
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The method according to claim 1, characterized in that the measure involves a
variation of the degree of retention of the trailing end of the product (03) as it
passes between the folding rollers.

A longitudinal folding apparatus (01), particularly for implementing the method
according to one or more of claims 1 to 14, comprising a folding table (02), to
which a product (03) to be folded can be fed from an intake side (18), along a
first direction of transport (T1), preferably parallel to the folding table plane, with a
folding blade (04) that can be moved up and down relative to the folding table
(02), and a folding roller gap disposed underneath the folding table (02),
characterized in that on a transport path downstream of the folding roller gap, two
sensors (S5; S6) that detect the presence of a longitudinally folded product (03)
are provided, spaced from one another transversely to the direction of transport
(T2) of the product (03) to be guided past, in that a control process (39)is
provided, with which the signals (m5; m6) from these sensors (S5; S6) can be
analyzed with respect to a skewed product position, and in that at least one
control element is provided, which can be adjusted as a result of an output signal
of the control process (39) for the purpose of influencing a skewed product
position, wherein at least one braking element (31; 32; 33; 34) is provided, the
braking effect of which can be varied, and which is actuable particularly by
means of an actuator (41; 42; 43; 44).

The longitudinal folding apparatus according to claim 15, characterized in that the
sensors (S5; S6) or the measuring points (S5; S6) thereof are spaced from one
another by a distance (a5,6) of at least 80 mm, viewed in the longitudinal

direction of the folding roller gap.

The longitudinal folding apparatus according to claim 15, characterized in that the
REVISED SHEET
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19.

20.

21.

22.

50

two sensors (S5; S6) or measuring points (S5; S6) are disposed at substantially
the same vertical distance (a5,6,02), particularly 150 mm to 400 mm, from a
surface of the folding table (02) that supports the product (03) prior to folding.

The longitudinal folding apparatus according to claim 15, characterized in that the
at least one braking element (31; 32; 33; 34) is disposed above the folding table
(02) and is disposed so as to interact with the product (03).

The longitudinal folding apparatus according to claim 18, characterized in that an
actuable braking element (31; 32; 33; 34) is disposed in such a way that, in the

active status thereof, during the folding process, it is disposed to interact with the
product (03) located on the folding table (02), in the region of a leading half of the

product.

The longitudinal folding apparatus according to claim 18 or 19, characterized in
that an actuable braking element (31; 32; 33; 34) is disposed in such a way that,
in the active status thereof, during the folding process, it is disposed to interact
with the product (03) located on the folding table (02), in the region of a trailing
half of the product.

The longitudinal folding apparatus according to claim 20, characterized in that at
least one actuable braking element (31; 32; 33; 34) farther from the intake side is
disposed in the region of a leading product half, and one actuable braking
element (31; 32; 33; 34) closer to the intake side is disposed in the region of a
trailing product half, wherein the two braking element (31; 32; 33; 34) are

embodied as actuable independently of one another.

The longitudinal folding apparatus according to claim 15, that at least two braking
REVISED SHEET
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elements (33; 34) farther from the intake side or at least two groups (28; 29) of
braking elements (33; 34) farther from the intake side are disposed side by side
and spaced from one another transversely to the direction of transport‘(T1), and
are particularly adjustable independently of one another in terms of their distance
from the folding table (02).

REVISED SHEET
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QFFICE OF PETITIONS

In re Application of D ‘ '

Markus Wilhelm Decker, et al. , : DECISION ON REQUEST TO

Application No.: 13/138,724 : PARTICIPATE IN THE PATENT

Filed: 22 September 2011 ’ : PROSECUTION HIGHWAY

Attorney Docket No.: W1.3177 PCT-US : PROGRAM AND PETITION

For: METHOD FOR CORRECTING AN : TO MAKE SPECIAL UNDER
_ INCLINED POSITION OF A PRODUCT :37 CFR 1.102(a)

EXITING A GAP OF TWO FOLDING
ROLLERS OF A LONGITUDINAL
FOLDING MACHINE AND SAID
LONGITUDINAL FOLDING
MACHINE

This is a decision on the request to participate in the PCT Patent Prosecution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1.102(a), filed on 04 October 2011 to make
the above-identified application special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PCT-PPH pilot program and petition to make special
require:

(1) The U.S. application must have an eligible relationship to one or more PCT applications
where the ISA or IPEA are the JPO, EPO, KIPO, NPI, NBPR, IPAU, APO, RU, SPTO, PRV,
SIPO or USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product in the
international stage or applicant must identify and explain why the claim(s) is/are not subject to
the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have novelty,
inventive step, and industrial applicability along with an English translation thereof and a
statement that the English translation is accurate, if the claims are not in the English language;



- Application No. 13/138,724 - Page 2

(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);

(5) Examination of the U.S. application has not begun;

- (6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial applicability
along with an English translation thereof and a statement that the English translation is accurate
if the latest international work product is not in the English language;

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications. :

The request to participate in the PCT-PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to the undersigned at 571-272-
3204.

All other inquiries concerning the examination or status of the appllcatlon is acce551ble in the
PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits commensurate with
this decision.

/SDB/
Sherry D. Brinkley

Petitions Examiner
Office of Petitions
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Commissioner for Patents
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KENYON & KENYON LLP _
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OFFICE OF PETITIONS

In re Application of

Yoshiyuki WATANABE et al. : DECISION ON REQUEST TO
Application No.: 13/138,790 : PARTICIPATE IN THE PATENT
Filed: September 28, 2011 : PROSECUTION HIGHWAY
Attorney Docket No.: 14696/25 : PROGRAM AND PETITION
For: STEEL FOR WELDED STRUCTURE : TO MAKE SPECIAL UNDER
AND PRODUCING METHOD THEREOF :37 CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed December 12, 2011, to make the above-identified

application special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PPH pilot program and petition to make special require:

1. The U.S. application is

a. a Paris Convention application which either
i. validly claims priority under 35 U.S.C. 119(a) and 37 CFR 1.55 to one or
more applications filed in the JPO, or
ii. validly claims priority to a PCT application that contains no priority
claims, or
b. a national stage application under the PCT (an application which entered the
national stage in the U.S. from a PCT international application after compliance
with 35 U.S.C. 371), which PCT application
i. validly claims priority to an application filed in the JPO, or
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ii. validly claims priority to a PCT application that contains no priority
claims, or

iii. contains no priority claim, or

c. aso-called bypass application filed under 35 U.S.C. 111(a) which validly
claims benefit under 35 U.S.C. 120 to a PCT application, which PCT
application

i. validly claims priority to an application filed in the JPO, or
ii. wvalidly claims priority to a PCT application that contains no priority
claims, or

ili. contains no priority claim;

2. Applicant must submit a copy of:

a. The allowable/patentable claim(s) from the JPO application(s);

b. An English translation of the allowable/patentable claim(s) and

c. A statement that the English translation is accurate;

3. Applicant must:

a. Ensure all the claims in the U.S. application must sufficiently correspond or be
amended to sufficiently correspond to the allowable/patentable claim(s) in the
JPO application(s) and

b. Submit a claims correspondence table in English;

4. Examination of the U.S. application has not begun;
. Applicant must submit:
a. Documentation of prior office action:

i. a copy of the office action(s) just prior to the “Decision to Grant a Patent”
from each of the JPO application(s) containing the allowable/patentable
claim(s) or

ii. if the allowable/patentable claims(s) are from a “Notification of Reasons
for Refusal” then the Notification of Reasons for Refusal or
iii. if the JPO application is a first action allowance then no office action from
the JPO is necessary should be indicated on the request/petition form;
b. An English language translation of the JPO Office action from (5)(a)(i)-(i1) above
c. A statement that the English translation is accurate;
6. Applicant must submit:

a. An IDS listing the documents cited by the JPO examiner in the JPO office action
(unless already submitted in this application)

b. Copies of the documents except U.S. patents or U.S. patent application
publications (unless already submitted in this application);

W

The request to participate in the PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Inquiries concerning this decision should be directed to Michelle R. Eason at 571-272-4231.
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All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits commensurate with
this decision.

ﬁ/ ) a%

Thurman K.
Petitions Examiner
Office of Petitions
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U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HIGHWAY (PCT-PPH) PILOT PROGRAM BETWEEN THE EUROPEAN PATENT OFFICE (EPO) AND
THE USPTO

Application No: 1 3/1 38’794 Filing date: 201 1 -09_29

FistNamed nventor: | Burkhard Otto HERBERT

Invention:

e o NEWSPAPER PRODUCT, AND METHOD AND APPARATUS FOR PRODUCING A PRODUCT

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/EP2010/053665

application number(s) is/are:

The international filing date of the corresponding
PCT application(s) is/are:
March 22, 2010

I. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above-identified
corresponding PCT application(s)
Is attached

@ Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

I:I s attached.

|§| Is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.8.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commercs, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.
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REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM
BeTwEEN THE EPO AND THE USPTO

(continued)

Application No.: 13/138,794
First Named Inventor)] Borkhard Otto HERBERT

d. (1) Aninformation disclosure statement listing the documents cited in the international work products (ISR,
WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

Sept. 29, 2011
(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

Are attached.
L] Sept. 29, 2011

EI Has already been filed in the above-identified U.S. application on

I:l Have already been filed in the above-identified U.S. application on

ll. Claims Correspondence Table:

Claims in US Application Patentable Claims

in the corresponding Explanation regarding the correspondence
PCT Application
26-31 1-6 direct correspondence
32-40 7-15 U.S. claim amended to remove multiple dependency
41 16 direct correspondence
42 17 U.S. claim amended to remove multiple dependency
43 18 direct correspondence
44, 45 19, 20 U.S. claim amended to remove multiple dependency
46 21 direct correspondence
47,48 22,23 U.8. claim amended to remove muitiple dependency
49, 50 24,25 direct correspondence

lil. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

sgnature/ DOUGIAs R. Hanscom/ pate OCt. 11, 2011

?‘Parri]r:telTyped) Douglas R Hanscom Registration Number261600
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required
by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (  ie., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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TELEPHONE, FAX: 703-426-1422 - DUNN6FAM@MSN.COM

Date: 27 September 2011

DECLARATION

The undersigned, Karin T. Dunn, hereby states that she is well acquainted with both the English
and German languages and that the attached is a true translation to the best of her knowledge and
ability of the German text of PCT/EP2010/053665, filed on 22 March 2010 and published on 7
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Translation of the pertinent portions of a Notification of the Transmittal of the
International Preliminary Report on Patentability in accordance with Rule 71.1 PCT,
mailed on 21 April, 2011

2. This report comprises a total of 4 pages including this cover sheet.

3. Enclosures are also included with the report; these include

A total of 11 pages (sent to the applicant and to the International Authority),
which include

Sheets of the description, claims and/or drawings which have been
amended and are the basis of this report, and/or sheets containing
rectifications authorized by this Authority (see Rule 70.16 and Section 607
of the Administrative Instructions).
4. This report contains information relating to the following items:
Box I Basis of the ‘Report
BoxV  Reasoned statement according to Article 35(2) with regard to novelty,
inventive step and industrial applicability; citations and explanations to
support such statement
Box 1 Basis of the Report
1. With regard to language, this report is based on:
the international application in the language in which it was filed.
2. With regard to the elements of the international application, this report is based

on:

the description, pages

3,520 as originally filed/furnished
4 ' received with the letter dated 07 April 2010
1,2,2a received with the letter dated 06 July 2010

the claims, Nos.
1-25 received with the letter dated 06 July 2010
the drawings, pages

1/9-9/9 as originally filed/furnished



Box V. Reasoned statement according to Article 35(2) with regard to novelty,
inventive step and industrial applicability; citations and explanations to support
such statement

1. Statement

Novelty (N) . Yes: Claims 1-25
No: Claims

Inventive Step (IS)- Yes: Claims 1-25
No: Claims

Industrial Applicability (IA) Yes: Claims 1-25
No: Claims

2. Citations and Explanations (Rule 70.7):
See supplementary pages



INTERNATIONAL PRELIMINARY REPORT REGARDING PATENTABILITY
(SUPPLEMENTARY PAGES)

Box V.

The closest prior art is described in WO84/03258 (D1) or in EP-B-1037749 (D2).
Document D1 discloses a newspaper product comprising a plurality of two-page
signatures and a signature disposed between these signatures, which has an outer region
that can be folded out and is glued to the two-page-wide center region. Document D2
discloses a method in which a partial product web is guided to a first product web, the
partial web having a narrower width than the first product web, and being fastened to an
outer edge of the first product web, in identical alignment with said edge, by means of a
strip of adhesive. The newspaper product of claim 1 differs from D1 or D2 in that on the
opened up, extra-wide signature, a printed image of an illustration extends across more
than two pages and is continuous, without a white strip. The method of claim 4 and the
apparatus of claim 24 differ from D1 and D2 in terms of the corresponding
method/apparatus features for aligning and exposing the forme cylinder so as to enable
the printing of such a print image. The subject matter of claims 1, 4 and 24 is therefore
novel (PCT Article 33(2)).

The problem addressed by the invention is that of printing an extra-wide printed image
across the double-page spread region, and extending across the folded-out region, without
interruption.

The problem is solved by the above-stated features that are essential to the invention.
With these, it is possible to include the folded out region in imprinting the image of an
automobile, for example. The cited documents relate to a different set of problems, and
therefore, they cannot anticipate this concept.

Therefore, the subject matter of claims 1, 4 and 24 involves an inventive step (PCT
Article 33(3)).



2010-07-06 Replacement Page PCT/EP2010/053665
1

Specification
Newspaper product and method and apparatus for producing a product

The invention relates to a newspaper product and to a method and an apparatus for
producing a product, according to the features of claims 1 and 4 and 24, respectively.

DE 10 2004 033 920 B4 discloses a web-fed rotary printing press, wherein in one
embodiment, a longitudinally folded product having fold-out pages that are folded in on
one or on both sides can be produced. For this purpose, a web having a width of more
than two or more than three pages is folded in on one or on both sides by a plough
folder, and is then folded longitudinally over a fold former.

DE 297 13 744 U1 involves a particular embodiment for dispensing heads of a
longitudinal or cross gluing apparatus. In one embodiment, two webs are guided one
above the other upstream of a longitudinal fold former, wherein upstream of a fold
former, a longitudinal bead of glue is applied to the upper side of the lower web at the ¥4
and % widths and to the upper side of the upper web, and, at the output of the fold
former, to the underside of the lower web at the % width. A product consisting of eight
pages folded at the center and glued into one another can thereby be produced.

DE 25 58 049 A1 discloses a method and an apparatus for producing a printed product,
wherein two partial webs measuring two pages in width are guided one above the other.
In order to make a product section of the final product removable, the two webs of webs
guided one on top of the other are joined to one another, parallel to what will later be the
first longitudinal fold line, by a bead of glue. The bead of glue is preferably located 12
mm to the side of the longitudinal fold line. Between longitudinal fold line and glue bead,
the two webs are perforated by a perforating device, which allows the glued product
section to be removed without destroying the product.

REVISED SHEET
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In DE 76 29 914 U1, a product comprising a plurality of webs that are glued to one
another longitudinally and are perforated longitudinally is produced, wherein after being
joined longitudinally, the product is cut into multilayer product sections, cross-folded, and
then folded longitudinally. The two webs are joined to one another eccentrically, so that
part of a collection of pages to be produced by the apparatus can be prevented from
unfolding, or can be separated from the remaining part. In order for this to be carried out
substantially without destroying the product, the joined strand is embodied as perforated

in the region between glue bead and web center.

DE 71 29 190 U discloses a method and an apparatus, wherein a wider web is folded
longitudinally at the center on a fold former. Prior to longitudinal folding, the web to be
folded at the center is provided with glue close to the center, for the purpose of joining
said web to a half-width web upstream of folding. After longitudinal folding, the glued
single page is folded in by the folded pages of the wider web.

DE 30 16 573 A1 discloses a method for producing products, and products, which
method allows a multi-page insert to be handled as a separate component. For this
purpose, different patterns of glue beads and longitudinal perforations are prbvided in
various embodiments. With these, a product section can be removed from the product
in the region of the perforation without destroying the product. In one embodiment, one
leg of a partial web is first folded in by longitudinal folding, and is then glued to the
remaining web width. The gluing is spaced from the edge of the leg that has been
folded over, in order to ensure later removal along a perforation.

‘WO 84 03258 A1 discloses a method by which an object, for example, a pair of glasses,

can be inserted into a multi-section product. For this purpose, one section is provided
with a central region that supports the object, and two flaps, one of which can be folded
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over the object. The section that contains the folded-in flap, together with the other flap,
forms a section that is folded along the spine in the product.

EP 1 037 749 A1 discloses a printed product and a method for producing said product. -
In this case, the entire printed area of the product is no longer to be predetermined on
the basis of the page jumps for entire printed pages defined by the printing press, and
instead, the option of only partial-width pages is to save on materials and costs. Within

a folded, outer double page is at least one page having a smaller format in relation to the
outer section. This page of smaller format can then be arranged in different ways inside
the product. It can be arranged symmetrically with the fold line, with one lateral edge
flush with the fold line, or with one lateral edge flush with the outer section. It can be
loose, or fastened by a strip of adhesive to the section that lies closer to the outside.
Depending on the configuration, in production, one narrower web and one wider web are
combined with their outer edges symmetrical with one another, with one outer edge of
the narrower web aligned with the fold line, or with outer edges aligned on one side.

The problem addressed by the invention is that of devising a newspaper product, a

method, and an apparatus for producing a product, particularly a newspaper product.
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At least one other of the webs to be processed to produce a combined product can then

be formed from another print substrate, for example, from newsprint paper (e.g., open-

pored and/or uncoated or lightly coated).

Embodiment examples of the invention are illustrated in the set of drawings and will be

specified in greater detail in what follows.

The drawings show:

Fig. 1

Fig. 2

Fig. 3

Fig. 4

Fig. 5

Fig. 6

Fig. 7

an example of a newspaper printing press;
a schematic illustration of a product having an extra-wide signature;

a diagram illustrating the principle of the production of an extra-wide signature, in
a first embodiment a) and in a second embodiment b), and an illustration of the
resulting signature c).

a schematic plan view of the principle of the method according to the
embodiment of Fig. 3b);

5a) and 5b) schematic illustrations of possible forme cylinder loading
configurations, 5c) the procedure according to 3b), and 5d), the resulting
signature;

examples of longitudinally folded, extra-wide signatures having various edge
page widths;

a diagram illustrating the principle of the production of another extra-wide

signature in a first embodiment a) and in a second embodiment b), and an
illustration of the resulting extra-wide signature c),

CORRECTED SHEET (RULE 91) ISA/EP
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A newspaper product or newspaper product section, particularly produced by
a method according to one or more of claims 4 to 23, comprising at least one
outer signature (L), two pages in width, and at least one inner signature (L;
S), at least two pages in width, wherein the at least two signatures, in the
closed condition thereof, are each folded longitudinally along a longitudinal
fold line (F) and are arranged one inside the other, and wherein the at least
two signatures (L) have two vertical printed pages side by side or one printed
image that is continuous over two vertical printed pages, on both sides of the
longitudinal fold line (F), wherein the at least one inner signature (S) has a
fold-out outer region (21), at least on a longitudinal side of its longitudinally
folded center region (19), which is two pages in width, said side extending
parallel to the longitudinal fold line (F), wherein this fold-out outer region (21)
is joined by adhesion in the region of its lateral edge to the lateral edge region
of the two-page-wide center region (19), and forms an extra-wide signature
(S) with the center region (19), and the outer region (21), in the folded open
condition, extends beyond the width of the remainder of the product (P) and
forms a lateral continuation of the center region (19), wherein on the folded
open extra-wide signature (S), a printed image of a continuous illustration

extends across more than two pages, without a white strip.

The newspaper product or newspaper product section according to claim 1,
characterized in that the center region (19) and the outer region (21), in the
closed condition, in which they are not folded open, lie one on top of the other
such that together they form a lateral edge on the longitudinal side having the
adhesive connection, and/or in that the outer region (21) can be folded open
from the center of the product, wherein the adhesive connection with the

center region (19) is kept along the edge.
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3. The newspaper product or newspaper product section according to claim 1,
characterized in that a fold-out outer region (21) is provided on both sides of
the center region (19).

4. A method for producing a product (P) ina printing press, particularly a
newspape’r printing press, comprising at least one printing unit (02) through
which at least one web (04; 06) passes, wherein the printing unit (02)
comprises a plurality of printing couples, each having one forme cylinder (05),
wherein the product (P) to be produced has an extra-wide signature (S),
comprising a center region (19), which is two pages in width and has a
longitudinal fold (20), and, on at least one side of the center region (19), an
outer region (21) that forms a continuation of the center region, wherein at
least one first imprinted web strand (04b), which is two pages in width, and
one second imprinted web strand (04a), which is embodied as no more than
one page in width, or an imprinted web strand (04b; 04a; 04a1; 04a2), which
is produced from the second web strand (04a) by longitudinal slitting and is
embodied as no more than one page in width, are produced by the printing
press, and wherein one of the two web strands (04b; 04a; 04a1; 04a2) is
guided on top of the other of the two web strands (04b; 04a; 04a1; 04a2),
characterized in that the second web strand (04a1; 04a2) forms the outer
region (21) of the extra-wide signature (S) in the product (P), and is
-adhesively joined at an outer edge region to an outer edge region of the first
web strand (04b), which forms the center region (19) in the product (P),
before the strand (17), which resuits from the joining of the two web strands
(04b; 04a1; 04a2) to be joined along their edges, is guided to a fold former
(13) for longitudinal folding, wherein after imprinting, the first web strand (04b)
has a printed page that is two newspaper pages in width, and the printed
images disposed on the forme cylinders (05) for the center region (19) and
the outer region (21) are exposed and/or aligned in such a way that a
continuous printed image extends across more than two pages on the folded
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open, extra-wide signature (S).

The method according to claim 4, characterized in that the second web
strand (04a) is slit longitudinally before being joined to the first web strand
(04b).

The method according to claim 4, characterized in that the second web
strand (04a) has two printed pages, each one newspaper page in width.

The method according to claim 4, 5 or 6, characterized in that the second
web strand (04a) is slit longitudinally, and one outer edge region of each of
the two longitudinally slit partial web strands (04a) is adhesively joined,
particularly by gluing, to the two outer edge regions of the un-slit first web
strand (04b), before the un-slit first web strand (04b), which is two pages in
width, is guided with its joined partial web strands (04a1; 04a2) to the fold
former (13) for longitudinal folding.

The method according to one or more of the preceding claims 4 to 7,
characterized in that the first web strand (04b) and the second web strand
(04a) are produced by longitudinal slitting from the same imprinted web (04).

The method according to one or more of the preceding claims 4 to 8,
characterized in that the one web strand (04; 04a1; 04a2) is guided onto the
other web strand (04b) by turning.

The method according to one or more of the preceding claims 4 to 9,
characterized in that the first web strand (04b) and the second web strand
(04a) are produced from different webs (04) imprinted in different printing
towers (01).
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11.  The method according to one or more of the preceding claims 4 to 10,

12.

13.

14.

15.

16.

characterized in that the web (04) receives ink via a forme cylinder (05),
which has the length of at least four vertical newspaper pages.

The method according to one or more of the preceding claims 4 to 11,
characterized in that at least one printing forme (26; 28), which is at least two
newspaper pages in width, is disposed on the forme cylinder (05) and
provides the first web strand (04b) with its printed image.

The method according to one or more of the preceding claims 4 to 12,
characterized in that a glazed and/or heavily coated paper having a coat
weight greater than 10 g/m? is used for the first web strand (04b) and/or the
second web strand (04a) or for a web (04) which will be cut into the first and
second web strands (04a; 04b).

The method according to one or more of the preceding claims 4 to 13,
characterized in that the first web strand (04b) and/or the second web strand
(04a) or a web (04) which will be cut into the first and second web strands
(04a; 04b) is guided through a dryer (09).

The method according to one or more of the preceding claims 4 to 14,
characterized in that at least one third web (06) or third web strand (06) is
imprinted by another printing unit (02), particularly another printing tower (06).

The method according to claim 15, characterized in that the third web strand
(06) is merged with the longitudinally folded strand (17) that contains the first
web strand (04b) at the latest downstream of a fold former (13), to form a
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17.

18.

19.

20.

21.

22,

25

combined strand, and is processed in a folding apparatus (08) to form a
product (P), particularly newspaper product (P). o

- The method according to one or more of the preceding claims 4 to 16,

characterized in that an uncoated paper, for example, newsprint paper, is
used as the web (06) that represents or contains the third web strand (06).

‘The method according to claim 17, characterized in that the third web strand

(06) doés not pass through an active dryer.

The method according to one or more of claims 15 to 18, characterized in

that from the at least three web strands (04; 04a; 04b; 06), a newspaper —
product (P) is produced, which contains the signature (S) from the first web

strand (04b) with the joined web strand (04a1; 04a2) or joined web strands

(04a1; 04a2) and at least one additional signature (L) from at least one third,

longitudinally folded web strand (06) that is two pages in width.

The method according to one or more of claims 16 to 19, characterized in
that the entire strand is cross cut downstream of the fold former (13), and the
resulting product sections are cross folded once before being delivered to a
delivery area of the folding apparatus (08).

The method according to claim 4, characterized in that the at least one web
(04; 06) passes substantially vertically through a printing tower (01)
containing the printing unit (02), in a printing press embodied as a newspaper
printing press.

The method according to one or more of the preceding claims 4 to 21,



2010-07-06 Replacement Page PCT/EP2010/053665

23.

24.

26

characterized in that the web (04; 06) is imprinted by at least one printing unit
(02) embodied as an H-printing unit or satellite printing unit, particularly by at
least two stacked H-printing units or satellite printing units, and/or passes
substantially vertically through the stacked printing units (02).

The method according to one or more of claims 4 to 22 for producing an as
newspaper product (P) or a newspaper product section (P) according to one
or more of claims 1 to 3.

An apparatus for producing a product (P), which has an extra-wide signature
(S) comprising a center region (19), which is two pages in width and has a
longitudinal fold (20), and on at least one side of the center region (19), an

" outer region (21), which forms a continuation of the center region, said

apparatus comprising at least one printing tower (01) through which a web
(04) passes substantially vertically, wherein the printing tower (01) has a
plurality of printing cbuples, each having one forme cylinder (05), with a
superstructure (07) and with a former structure (03) having at least one fold
former (13), wherein the superstructure (07) is embodied as having guide
elements, such that a first web strand (04b), embodied as two pages in width
and forming the center region (19) in the product (P), and a second web
strand (04a; 04a1; 04a2), embodied as no more than one page in width and
forming the outer region (21) in the product (P), can be guided on top of one
another in such a way that the lateral edges thereof lie in the same alignment
at least on the same side of the strand, wherein upstream of the former
structure (03), on the web path of one of the two webs (04) or web strands
(04a; 04b; 04a1; 04a2), a dispensing unit (14) is disposed so as to apply
adhesive material to an edge region of one of the two webs (04) or web
strands (04a; 04b; 04a1; 04a2), in such a way that the two web strands (04b;
04a1; 04a2) are in contact with one another as they are merged upstream of
the former structure (03) or on a roller (16) disposed upstream of a fold
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former (13), and can be adhesively joined to one another along the edge by
the adhesive material (15) to form a strand (17), and the print images for the
center region (19) and the outer region (21), disposed on the forme cylinders
(05), are exposed and/or aligned in such a way that a continuous printed
image extends across more than two pages on the folded open extra-wide
signature (S).

25.  The apparatus according to claim 24, characterized in that a printing forme
relating to the outer region (21) and a printing forme relating to the adjoining
center region (19) are exposed in such a way that on the side of each printing
forme that forms a continuation of the respective print image, the same print

image section is provided in an overlapping region measuring at least 1 mm.

REVISED SHEET



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MAILED

Ilya Zborovsky MAR 23 2012
3 Courtyard Circle R
Centerport, NY 11721 . PCT LEGAL ADMINISTRATION

.In re Application of: LYUBOMIRSKIY
Application No.: 13/138,822 ’ : '
PCT No.: PCT/RU2005/000138 : DECISION ON PETITION

Int. Filing Date: 26 March 2010 : TO WITHDRAW
Priority Date: 31 March 2009 o FROM RECORD

Attorney Docket No.: None
For: WALL FACING PANEL

This is a decision on the request to withdraw as attorney of record under 37 C.F.R. § 1.36,
filed 13 February 2012. '

The request is NOT APPROVED.

The communication states “[ilt is respectfully requested to withdraw my authorization of
agent in the above-identified application.” Applicant’s request submitted on 13 February
2012 is hereby not accepted. Petitioner has not complied with current USPTO
requirements, as set forth in 37 CFR 10.40 concerning Request for Withdrawal as Attorney
and Change of Correspondence Address. ‘

Specifically, the request cannot be approved because no reasons for withdrawal have been
provided. The Office cannot, at this time, determine whether practitioner’s request is one
of the mandatory or permissive reasons enumerated in 37 CFR 10.40. Any subsequent
requests must include reasons for withdrawal. Please note that there is a space provided
for on PTO/SB/83 (effective date May 12, 2008) to supply practitioner’s reasons.

All future communications from the Office will continue to be directed to the above-listed
address until otherwise notified by applicant. Currently, there is an outstanding Office
action mailed 04 November 2011 that requires a reply.

Telephone inquires concerning this decision should be directed to the undersigned at (571)
272-3298.

Anthony Smith

Attorney-Advisor
Office of PCT Legal Administration
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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TRASKBRITT, P.C.

P.O. BOX 2550 -
SALT LAKE CITY UT 84110 MAILED
MAR 13 2012

In re Application of OFFICE 0 FPETITIONS 4

FAIRBOURN et al. - : DECISION ON REQUEST TO
Application No.: 13/138,864 : PARTICIPATE IN THE PATENT
Filed: October 11, 2011 ‘ : PROSECUTION HIGHWAY
Attorney Docket No.: 0197- : PROGRAM AND PETITION
9249.1US : TO MAKE SPECIAL UNDER
For: SILANE COATING FOR : 37 CFR 1.102(a)
MEDICAL DEVICES AND
ASSOCIATED METHODS

This is a decision on the request to participate in the PCT Patent Prosecution
Highway (PCT-PPH) pilot program and the petition under 37 CFR 1.102(a), filed
on December 23, 2011, to make the above-identified application special.

The request and petition are DISMISSED.
Discussion

A grantable request to participate in the PCT-PPH pilot program and petition to
make special require:

(1) The U.S. application must have an eligible relationship to one or more PCT
applications where the ISA or IPEA are the JPO, EPO, KIPO, IPAU, Russia,
Spain, Finland, Austria, or USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and
industrial applicability and must be free of any observations in Box VIII in the
latest work product in the international stage or applicant must identify and
explain why the claim(s) is/are not subject to the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s)
that have novelty, inventive step, and industrial applicability along with an
English translation thereof and a statement that the English translation is

accurate, if the claims are not in the English language;

(4) All the claims in the U.S. application must sufficiently correspond or be
amended to sufficiently correspond to the claim(s) that have novelty, inventive
step, and industrial applicability in the PCT application(s);
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(5) Examination of the U.S. application has not begun;

(6) Applicant must submit a copy of the latest international work product from
the PCT application indicating that the claim(s) have novelty, inventive step,
and industrial applicability along with an English translation thereof.

(7) Applicant must submit an IDS listing the documents cited by the PCT
examiner in the international work product along with copies of documents
except U.S. patents or U.S. patent application publications.

(8) Applicant is required to submit a claims correspondence table in English
which indicates how all the claims in the U.S. application correspond to the
claims indicated as having novelty, inventive step and industrial applicability in
the latest international work product.

Requirements (1), (3-5), and (7-8) above are considered to have been met.
However, the request to participate in the PPH pilot program and petition fail to
meet requirement (6).

Regarding requirement (6), applicant has failed to provide a copy of Written
Opinion (PCT/ISA/237).

Regarding requirement (2), it cannot be determined whether requirement (2)
has been met since applicant has failed to submit a copy of the Written
Opinion (PCT/ISA/237). :

Applicant is given ONE opportunity within a time period of ONE MONTH or
THIRTY DAYS, whichever is longer, from the mailing date of this decision to
correct the deficiencies. NO EXTENSION OF TIME UNDER 37 CFR 1.136 IS
PERMITTED. If the deficiencies are not corrected with the time period given,
the application will await action in its regular turn. :

Response must be filed via the Electronic Filing System (EFS) using the
document description: Petition to make special under PCT - Patent Pros Hwy.
Any preliminary amendments and IDS submitted with the PPH documents
must be separately indexed as a preliminary amendment and IDS, respectively.
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Telephone inquiries concerning this decision should be directed to JoAnne
Burke at 571-272-4584.

All other inquiries concerning the examination or status of the application is
accessible in the PAIR system at http: //www.uspto.gov/ebc.index.html.

Petitjons$ Examiner
Office of Petitions
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In re Application of:
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Serial No.: 13/138,864
VIA ELECTRONIC FILING
Filed: October 11, 2011 MARCH 16, 2012

For: SILANE COATING FOR MEDICAL
DEVICES AND ASSOCIATED METHODS

Confirmation No.: 1542
Examiner: To be assigned
Group Art Unit: To be assigned

Attorney Docket No.: 0197-9249.1US

COMMUNICATION REGARDING DECISION ON PETITION

Office of Petitions
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

Applicants request reconsideration of the Petition to Make Special under the Patent
Prosecution Highway. The Decision of March 13, 2012, indicates that item [6] was not provided
and item [2] could not, therefore, be determined. Applicants submit herewith a copy of the
Written Opinion, which should satisfy the requirements of both items [2] and [6]. Applicants
additionally request that the application be granted special status and advanced for early
examination.

On December 23, 2011, applicants submitted a Petition Under the Patent Prosecution
Highway. On March 13, 2012, the U.S. Patent Office mailed a Decision to dismiss on the
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Petition with a period of one-month to correct the deficiencies. Applicants believe they have
complied with the requirements and request reconsideration.

Item [2] indicates that “at least one claim in the PCT application has novelty, inventive
step, and industrial applicability and must be free of any observations in Box VIII in the latest
work product in the international stage or applicant must identify and explain why the claim(s)
is/are not subject to the observation in Box VIIL.” In the listing of claims provided with the
Petition filed on December 23, 2011, applicants list only the “Claims Having Novelty, Inventive
Step and Industrial Applicability”. That listing of claims does not include cancelled claims 3, 4
and 18-20. Claims 3, 4 and 18-20 were cancelled in the Preliminary Amendment submitted
October 11, 2011.

Should the Office need any additional information, they are respectfully requested to

contact the undersigned attorney at the phone number listed below.

Respectfully submitted,

o (]

Allen C. Turner™

Registration No. 33,041 |
Attorney for Applicants
TRASKBRITT, P.C.

P.O. Box 2550

Salt Lake City, Utah 84110-2550
Telephone: 801-532-1922

Date: March 16, 2012
ACT/bv



Commissioner for Patents
United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MAILED

RADER FISHMAN & GRAUER PLLC

LION BUILDING . JAN 8 12012
1233 20"~ STREET N.W,, SUITE 501 ‘
WASHINGTON DC 20036 OFFICE OF PETITIONS
: DECISION ON REQUEST TO

In re Application of : PARTICIPATE IN THE PATENT

YAMAMIZU, et al : PROSECUTION HIGHWAY
Application No.: 13/138,949 : : PROGRAM AND PETITION
Filed: October 28, 2011 : : TO MAKE SPECIAL UNDER
Attorney Docket No.: UDK-0144 : 37 CFR 1.102(a)
For: INCANDESCENT BULD AND
LIGHT SOURCE APPARATUS

This is a decision onthe request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed October 28, 2011, to make the above-identified
application special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PPH pilot program and petition to make special require:
1. The U.S. application is

a. a Paris Convention application which either
i. validly claims priority under 35 U.S.C. 119(a) and 37 CFR 1.55 to one or
more applications filed in the JPO, or
ii. validly claims priority to a PCT application that contains no priority
claims, or
b. a national stage application under the PCT (an application which entered the
national stage in the U.S. from a PCT international application after compliance
with 35 U.S.C. 371), which PCT application
i. validly claims priority to an application filed in the JPO, or
ii. wvalidly claims priority to a PCT application that contains no priority
claims, or :
iil. contains no priority claim, or



c. aso-called bypass application filed under 35 U.S.C. 111(a) which validly
claims benefit under 35 U.S.C. 120 to a PCT application, which PCT
application

i. validly claims priority to an application filed in the JPO, or
ii. wvalidly claims priority to a PCT application that contains no priority
claims, or
iii. contains no priority claim;
2. Applicant must submit a copy of:

a. The allowable/patentable claim(s) from the JPO application(s);

b. An English translation of the allowable/patentable claim(s) and

c. A statement that the English translation is accurate;

3. Applicant must:
a. Ensure all the claims in the U.S. application must sufficiently correspond or be
amended to sufficiently correspond to the allowable/patentable claim(s) in the

JPO application(s) and

b. Submit a claims correspondence table in English;
Examination of the U.S. application has not begun;
Applicant must submit:
- a. Documentation of prior office action:

i. acopy of the office action(s) just prior to the “Decision to Grant a Patent”
from each of the JPO application(s) containing the allowable/patentable
claim(s) or

ii. if the allowable/patentable claims(s) are from a “Notification of Reasons
for Refusal” then the Notification of Reasons for Refusal or
iii. if the JPO application is a first action allowance then no office action from
the JPO is necessary should be indicated on the request/petition form;
b An English language translation of the JPO Office action from (5)(a)(i)-(ii) above
c. A statement that the English translation is accurate;
6. Applicant must submit:

a. An IDS listing the documents cited by the JPO examiner in the JPO office action
(unless already submitted in this application)

b. Copies of the documents except U.S. patents or U.S. patent application
publications (unless already submitted in this application);

e

The request to participate in the PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status. .

Inquiries concerning this decision should be directed to Diane Goodwyn at 571-272-6735.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html.




This application will be forwarded to the examiner for action on the merits commensurate with
this decision once this application’s formality reviews have been completed.

vid A.
Petitions iner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
M AIL ED www.uspto.gov
JAN 032012
STAAS & HALSEY LLP PCT LEGAL ADMINISTRATION
SUITE 700
1201 NEW YORK AVENUE, N.W.
WASHINGTON DC 20005
In re Application of
SATO et al.
Application No.: 13/138,989 :
PCT No.: PCT/JP2010/058099 : - DECISION

Int. Filing Date: 13 May 2010
. Priority Date: 19 May 2009
Attorney’s Docket No.: 1761.1202
For: CAGED ROLLER BEARING, CAGED
ROLLER BEARING ASSEMBLY, AND CAGE

This decision is in response to applicants’ paper filed 07 December 2011 concerning the
name of the first inventor, which has properly been treated as a petition under 37 CFR 1.181. No
petition fee is due.

BACKGROUND

On 13 May 2010, applicants filed international application PCT/JP2010/058099 which
designated the U.S. and claimed a priority date of 19 May 2009. The thirty-month period for
paying the basic national fee in the United States expired at midnight on 21 November 2011 (19
November 2011 being a Saturday).

On 09 November 2011, applicants filed a transmittal letter for entry into the national
stage in the United States, which was accompanied by, inter alia, the Basic National Fee and a
~ declaration of inventors.

On 21 November 2011, the United States Designated/Elected Office (DO/EO/US) issued
a NOTIFICATION OF MISSING REQUIREMENTS (Form PCT/DO/E0/905) indicating, inter
alia, that the declaration of inventors filed 09 November 2011 was not in compliance with 37
CFR 1.497(a)-(b) because there was a difference in names of the first inventor between the
published international application (SATOU) and the declaration of inventors (SATO).

On 07 December 2011, applicants filed the instant petition under 37 CFR 1.181.



.
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Application No. 13/138,989 Page 2

DISCUSSION

The petition filed 07 December 2011 concerns the spelling of the last name of the first
inventor.

The declaration of inventors filed 09 November 2011 lists the first named inventor as
Masanori SATO rather than Masanori SATOU as indicated on the published international
application. However, a Form PCT/IB/306 for this inventor changing the last name from
SATOU to SATO appears with the published international application on the WIPO website.
Thus, the petition under 37 CFR 1.181 filed 07 December 2011 is MOOT.

Accordingly, the declaration of inventors filed 09 November 2011 is in compliance with
37 CFR 1.497(a)-(b).

CONCLUSION

For the reasons set forth above, the petition under 37 CFR 1.181 is DISMISSED as
MOOT. : -

This application is being forwarded to the National Stage Processing Branch of the Office
of PCT Operations to continue national stage processing of the application.

/Daniel Stemmer/

Daniel Stemmer

Legal Examiner

PCT Legal Affairs

Office of Patent Cooperation Treaty
Legal Administration

Telephone: (571) 272-3301



Doc Code: PPH.PCT.652

Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SBI20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiIGHWAY (PCT-PPH) PiLOT PROGRAM BETWEEN THE KOREAN INTELLECTUAL PROPERTY
OFFICE (KIPO) AND THE USPTO

Application No: TBA Filing date: | H erewrth

First Named Inventor: L|em DUC Vu

inventon:. TAPERED SCREW EXTRUSION PROCESS FOR MAKING SOAP WITH A SECOND PHASE

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/US2008/086566

application number(s) is/are:

The international filing date of the corresponding
PCT application(s) is/are:
December 12, 2008

l. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—identified
corresponding PCT application(s)

Is attached.

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

|:| Is attached.

Is not attached because the document is already in the U.S. application.

C. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.




PTO/SB/20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PiLOT PROGRAM
BeETwEEN THE KIPO AND THE USPTO

(continued)

Application No.: TBA

First Named Inventor:] |_iem Duc Vu

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WO/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

|:| Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

Are attached.

I:l Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Patentable Claims

Claims in US Application in the corresponding Explanation regarding the correspondence
PCT Application
1 1 Identical claim
2 2 Identical claim
3 3 Identical claim
4 4 Identical claim
5 5 Identical claim
6 6 Identical claim
7 7 Identical claim
8 8 Identical claim
9 9 Identical claim
10 10 Identical claim
11 11 Identical claim
12 12 Identical claim
13 13 Identical claim
14 14 Identical claim
15 15 Identical claim
16 16 Identical claim
17 17 Identical claim
18 18 Identical claim

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

sigmatwre /Michael F. Morgan/ pate 06-13-2011
Name wey Michael F. Morgan Registration Numper 42,900

[Page 2 of 2]




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USPL0.gov

[ APPLICATION NO. FILING DATE \I FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. | CONFIRMATION NO. J
13/139,093 06/10/2011 Liem Duc Vu 8006-00-PC 7803
23909 7590 1012572011
EXAMINER
COLGATE-PALMOLIVE COMPANY [ l
909 RIVER ROAD
PISCATAWAY, NJ 08855 I ART UNIT l PAPER NUMBER |
1742
I NOTIFICATION DATE | DELIVERY MODE I
10/25/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):
Chempatent@colpal.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

United States Patent and Trad

Commissioner for Patents

emark Office

P.O. Box 1450

Alexandria, VA 22313-1450

WG
October 24, 2011
In re application of : DECISION ON REQUEST TO
Liem Vu : PARTICIPATE IN PATENT
Serial No. 13/139,093 : PROSECUTION HIGHWAY
Filed: June 10, 2011 : PROGRAM AND
For: TAPERED SCREW EXTRUSION : PETITION TO MAKE SPECIAL

PROCESS FOR MAKING SOAP : UNDER 37 CFR 1.102(a)
WITH A SECOND PHASE : : '

This is a decision on the request to participate in the PCT Patent Prosecution Highway
(PCT-PPH) pilot program and the petition under 37 CFR 1.102(a), filed June 10, 2011,
to make the above-identified application special.

The request and petition are DISMISSED.

A grantable request to participate in the PCT-PPH pilot program and petition to make
special require:

(1) The U.S. application must disclose an eligible relationship to one or more PCT
applications where the ISA or IPEA are the JPO, EPO, KIPO, IPAU or USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIil in the latest work product
in the international stage or applicant must identify and explain why the claim(s) is/are
not subject to the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have
novelty, inventive step, and industrial applicability along with an English translation
thereof and a statement that the English translation is accurate, if the claims are not in
the English language,;

(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);

www.uspto.gov



Application No. 13/139,093

(5) Examination of the U.S. application has not begun;

(6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial
applicability along with an English translation thereof if the latest international work
product is not in the English language; and

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in
the international work product along with copies of documents except U.S. patents or
U.S. patent application publications.

The request to participate in the PPH program and petition fail because Applicant may
not file a request to participate in the PCT-PPH pilot program on the basis of an
International Search Report (ISR) only. A copy of the WO/ISA, WO/IPEA, or IPER has
not been supplied.

Applicant is given a time period of ONE MONTH OR THIRTY DAYS, whichever is
longer, from the mailing date of this decision to correct the deficiencies. NO
EXTENSION OF TIME UNDER 37 CFR 1.136 IS PERMITTED. If the deficiencies are
not corrected within the time period given, the application will await action in its regular
turn.

Any inquiry regarding this decision should be directed to Walter D. Griffin, Supervisory
Patent Examiner, at (571) 272-1447.

All other inquiries concerning the examination or status of the application is accessible
in the PAIR system at http://www.uspto.gov/ebc/index.html.

/Walter D. Griffin/

Walter D. Griffin
Supervisory Patent Examiner
Technology Center 1700



Senal Noo 137139093
Attorsey Docket 8006-00.P(
Hemewed Pefition/Regquesi

INTHE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant DUC VU, erad - Examiner: TBA
Serial No.: 13/139,093 Art Unit 1742
Filmg Date: June 10, 2011 Conf. No.: 7803
For: Tapered Screw Extrusion Atty. Docket No.o 8006-00-PC

Process for Making Seap
with a Second Phase

RENEWED REQUEST/PETITION
Dear Sir

This 1s a renewed request to pariicipate in the PCT Pateat Prosecution Highway (PCT-
PPH} pilot program and petition wunder 37 CFR 1.102(a). A request to participate in the PCT
Patent Prosecution Highway (PCT-PPH) pilot program and petition under 37 CFR 1.102(a) was
filed on June 10, 20611, On Qctober 25, 2011 the Office of Petition ssued a disiissal of the
request and petition. The original request and petition was dismissed becaunse item {6} was not
satisfied - the Office stated that a copy of the WO/ISA, WOAPEA or IPER was not supplied
with the request and petition.

Applicants hereby submit a copy of the Written Opinton issued by the ISA/KR on August
28, 2009 and a copy of the International Preliminary Report on Patentability issued on June 14,
2011,

As item {6) has now been met, Apphicants respectfully request reconsideration of the
request to participate i the PCT Patent Prosecution Highway (PCT-PPH) pilot program and
petition under 37 CFR 1.102(a) as filed on June 10, 2011 mn the above-identified application.

The Director is authorized to charge any additional fees due or credit any overpayments
to Deposit Account No. 03-2455.

Respecifully submitied,

Pate; November 9, 2011 ‘Michael F. Morgan/

Michael F. Morgan

Reg No. 42,906
COLGATE-PALMOLIVE COMPANY
909 River Read; P.O. Box 1343
Piscataway, NJ 08855-1343

Telephone: {732) 878-7600



PCT/US2008/086566

PATENT COOPERATION TREATY

From the
INTERNATIONAL SEARCHING AUTHORITY

To:
MORGAN MICHAEL F.

PO BOX 1343 PISCATAWAY NJ 08854 USA

COLGATE-PALMOLIVE COMPANY 909 RIVER ROAD,

PCT

WRITTEN OPINION OF THE
INTERNATIONAL SEARCHING AUTHORITY

(PCT Rule 43bis.1)

Date of mailing
(day/month/year)

28 AUGUST 2009 (28.08.2009)

Applicant's or agent's file reference
8006-00-WO

FOR FURTHER ACTION

See paragraph 2 below

International application No.

International filing date (day/month/year)

Priority date(day/month/year)

PCT/US2008/086566 12 DECEMBER 2008 (12.12.2008)
International Patent Classification (IPC) or both national classification and IPC

C11D 13/18(2006.01)i

Applicant

COLGATE-PALMOLIVE COMPANY et al

2. FURTHER ACTION

For further options, see Form PCT/ISA/220.

1. This opinion contains indications relating to the following items:

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability

Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or industrial applicability;
citations and explanations supporting such statement

Certain defects in the international application

% Box No. 1 Basis of the opinion

D BoxNo.II  Priority

[[] BoxNo.mm

D Box No. IV Lack of unity of invention
g BoxNo. V

D Box No. VI Certain documents cited
D Box No. VII

[ ] BoxNo. v

Certain observations on the international application

If a demand for international preliminary examination is made, this opinion will be considered to be a written opinion of the
International Preliminary Examining Authority ("IPEA") except that this does not apply where the applicant chooses an Authority
other than this one to be the IPEA and the chosen IPEA has notified the International Bureau under Rule 66.1bis(b) that written
opinions of this International Searching Authority will not be so considered.

If this opinion is, as provided above, considered to be a written opinion of the IPEA, the applicant is invited to submit to the

IPEA a written reply together, where appropriate, with amendments, before the expiration of 3 months from the date of mailing
of Form PCT/ISA/220 or before the expiration of 22 months from the priority date, whichever expires later.

3. For further details, see notes to Form PCT/ISA/220.

Name and mailing address of the ISA/KR
Korean Intellectual Property Office
Government Complex-Daejeon, 139
& Seonsa-ro, Seo-gu, Daejeon 302
-701, Republic of Korea

Facsimile No. 82-42-472-7140

Date of completion of this opinion

27 AUGUST 2009 (27.08.2009)

Authorized officer

LEE, Young Jae

Telephone No.82-42-481-8305

Form PCT/ISA/237 (cover sheet) (April 2007)



International application No.

WRITTEN OPINION OF THE
INTERNATIONAL SEARCHING AUTHORITY PCT/US2008/086566

Box No. I Basis of this opinion

1. With regard to the language, this opinion has been established on the basis of :
g the international application in the language in which it was filed

D a translation of the international application into , which is the language of a
translation furnished for the purposes of international search (Rules 12.3(a) and 23.1(b))

2. [:I This opinion has been established taking into account the rectification of an obvious mistake authorized by or notified
to this Authority under Rule 91 (Rule 43bis.1(a))

3. With regard to any nucleotide and/or amino acid sequence disclosed in the international application, this opinion has been
established on the basis of:
a. type of material

D a sequence listing
E] table(s) related to the sequence listing

b. format of material

D on paper

D in electronic form

c. time of filing/furnishing
D contained in the international application as filed.
D filed together with the international application in electronic form.
D furnished subsequently to this Authority for the purposes of search.

4. D In addition, in the case that more than one version or copy of a sequence listing and/or table relating thereto has been
filed or furnished, the required statements that the information in the subsequent or additioanl copies is identical to that

in the application as filed or does not go beyond the application as filed, as appropriate, were furnished.

5. Additional comments:

Form PCT/ISA/237 (Box No. I)(April 2007)



International application No.

WRITTEN OPINION OF THE
INTERNATIONAL SEARCHING AUTHORITY PCT/US2008/086566

Box No. V Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or industrial applicability;
citations and explanations supporting such statement

1. Statement

Novelty (N) Claims 1-18 YES
Claims None NO

Inventive step (IS) Claims 1-18 YES
Claims None NO

Industrial applicability (IA)  Claims 1-18 YES
Claims None NO

2. Citations and explanations :

A. Reference is made to the following documents:

D1: US 2007/0167339 Al, (Richard A. Birch and Femi Durosinmi-Etti), 19 Jul. 2007 (19.07.2007)
D2: US 2001/0036466 Al, (Veronique Roulier, et. al.), 01 Nov. 2001 (01.11.2001)
D3: US 2005/0113482 A1, (Raymond W. Wong, et. al.), 26 May 2005 (26.05.2005)

B. Reasoned statement with regard to novelty and inventive step:

The prior art document D1 discloses a process for the production of particles comprising at least one

core of core material containing perfume absorbed therein, the core being coated with at least one

water-soluble encapsulating material that is impervious to the said perfume.

D2 discloses the use in cosmetics of rigid gels containing at least 20% by weight of one or more
water-soluble or hydrophilic gelling agent(s) which may be obtained from the said water-soluble or

hydrophilic gelling agent in the presence of water by mixing, blending, compression and extrusion in a

twin-screw extruder.

D3 discloses a process for preparing a phase change ink composition which comprises (a) a phase

change ink carrier, said carrier comprising at least one nonpolar component and at least one polar

component, and (b) pigment particles.

(cont'd on the next page.)

Form PCT/ISA/237 (Box No. V) (April 2007)



International application No.
WRITTEN OPINION OF THE

INTERNATIONAL SEARCHING AUTHORITY PCT/US2008/086566

Supplemental Box

In case the space in any of the preceding boxes is not sufficient.
Continuation of :

Box No.V

The subject matters of claims 1 and 11 disclose a process for producing a solid soap and a multiphase
bar soap, respectively. Claim 1 discloses an extrusion process comprising feeding a soap composition
into an extruder having a housing with an inlet and an outlet, and claim 11 describes a process for a
multiphase bar soap including a stream with a primary soap phase in at least one refiner and then into a
plodder. The subject matters of claims 1 and 11 differ from there prior art document in that the use of

screw impeller traversing the extruder (claim 1) and extruding the stream including the primary soap

phase and the at-least-one secondary soap phase (claim 11).

And it is not obvious to a person skilled in the art by the documents, taken alone or in combination.

Therefore, claims 1 and 11 meet the requirements of PCT Article 33(2) and (3) with respect to novelty

and inventive step.

Claims 2-10 and 11-18 are dependent claims of claims 1 and 11, respectively, and therefore meet the

requirements of PCT Article 33(2) and (3).

C. Reasoned statement with regard to industrial applicability:

Claims 1-18 meet the criteria set out in PCT Article 33(4), because all the claims are considered to be

industrially applicable.

Form PCT/ISA/237 (Supplemental Box) (April 2007)
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h < < PCT/US2008/086566
PATENT COOPERATION TREATY
INTERNATIONAL SEARCH REPORT
(PCT Article 18 and Rules 43 and 44)
Applicant's or agent's file reference FOR FURTHER see Form PCT/ISA/220
8006-00-WO ACTION as well as, where applicable, item 5 below.
International application No. International filing date (day/month/vear) (Earliest) Priority Date (day/month/year)
PCT/US2008/086566 12 DECEMBER 2008 (12.12.2008)

Applicant

COLGATE-PALMOLIVE COMPANY et al

This International search report has been prepared by this International Searching Authority and is transmitted to the applicant according
to Article 18. A copy is being transmitted to the International Bureau.

This international search report consists of a total of 3 sheets.
g It is also accompanied by a copy of each prior art document cited in this report.

1. Basis of the report
a. Withregard to the language, the international search was carried out on the basis of :
g the international application in the language in which it was filed

a translation of the international application into , which is the language of a
translation furnished for the purposes of international search (Rules 12.3(a) and 23.1(b))

b. E] This international search report has been established taking into account the rectification of an obvious mistake
authorized by or notified to this Authority under Rule 91 (Rule 43.6bis(a)).

c. D With regard to any nucleotide and/or amino acid sequence disclosed in the international application, see Box No. L.

2. D Certain claims were found unsearchable (See Box No. II)

3. D Unity of invention is lacking (See Box No. III)

4. With regard to the title,
the text is approved as submitted by the applicant.
D the text has been established by this Authority to read as follows:

5. With regard to the abstract,
E the text is approved as submitted by the applicant.
D the text has been established, according to Rule 38.2, by this Authority as it appears in Box No. IV. The applicant

may, within one month from the date of mailing of this international search report, submit comments to this Authority.

6. With regard to the drawings,
a. the figure of the drawings to be published with the abstract is Figure No. 2
as suggested by the applicant.
I:' as selected by this Authority, because the applicant failed to suggest a figure.
D as selected by this Authority, because this figure better characterizes the invention.

b. D none of the figure is to be published with the abstract.

Form PCT/ISA/210 (first sheet) (July 2008)



International application No.

INTERNATIONAL SEARCH REPORT
PCT/US2008/086566

A. CLASSIFICATION OF SUBJECT MATTER

C11D 13/18(2006.01)i

According to International Patent Classification (IPC) or to both national classification and IPC

B. FIELDS SEARCHED

Minimum documentation searched (classification system followed by classification symbols)
IPC C11D 13/18

Documentation searched other than minimum documentation to the extent that such documents are included in the fields searched
Korean Utility models and applications for Utility models since 1975
Japanese Utility models and applications for Utility models since 1975

Electronic data base consulted during the international search (name of data base and, where practicable, search terms used)

KOMPASS (KIPO Internal) "extrusion”" "soap" "extruder" "screw" "impeller"

C. DOCUMENTS CONSIDERED TO BE RELEVANT

Category* Citation of document, with indication, where appropriate, of the relevant passages Relevant to claim No.

A US 2007/0167339 Al, (Richard A. Birch and Femi Durosinmi-Etti), 19 Jul. 2007 (19.07.2007) 1-18
see sections [0124] to [0145]

A US 2001/0036466 A1, (Veronique Roulier, et. al.), 01 Nov. 2001 (01.11.2001) 1-18
see claims 1-5

A US 2005/0113482 A1, (Raymond W. Wong, et. al.), 26 May 2005 (26.05.2005) 1-18
see columns {0079] to [0095]

D Further documents are listed in the continuation of Box C. g See patent family annex.
* Special categories of cited documents: "T" later document published after the international filing date or priority
"A" document defining the general state of the art which is not considered date and not in conflict with the application but cited to understand
to be of particular relevance the principle or theory underlying the invention
"E"  earlier application or patent but published on or after the international "X" document of particular relevance; the claimed invention cannot be
filing date considered novel or cannot be considered to involve an inventive
"L"  document which may throw doubts on priority claim(s) or which is step when the document is taken alone
cited to establish the publication date of citation or other "Y" document of particular relevance; the claimed invention cannot be
special reason (as specified) considered to involve an inventive step when the document is
"O" document referring to an oral disclosure, use, exhibition or other combined with one or more other such documents,such combination
means being obvious to a person skilled in the art
"P"  document published prior to the international filing date but later "&" document member of the same patent family
than the priority date claimed ’
Date of the actual completion of the international search Date of mailing of the international search report
27 AUGUST 2009 (27.08.2009) 28 AUGUST 2009 (28.08.2009)
Name and mailing address of the ISA/KR Authorized officer

Korean Intellectual Property Office
Government Complex-Daejeon, 139 Seonsa-ro, Seo- LEE, Young Jae
gu, Daejeon 302-701, Republic of Korea

Facsimile No. 82-42-472-7140 Telephone No.  82-42-481-8305
Form PCT/ISA/210 (second sheet) (July 2008)
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Information on patent family members PCT/US2008/086566

Patent document Publication Patent family Publication

cited in search report date member(s) date

US 2007-0167339 A1 19.07.2007 EP 1694809 A1 30.08.2006
WO 2005-059081 A1 30.06.2005

US 2001-0036466 At 01.11.2001 CN 1215325 A 28.04.1999
EP 0923367 B 19.12.2001
JP 03-110051 B2 14.09.2000
JP 11-502867 A 09.03.1999
KR 10-0327290 B1 25.10.2002
US 06045814 A 04.04.2000
US 06261579 B1 17.07.2001
US 06447792 B2 10.09.2002
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PATENT COOPERATION TREATY

PCT

INTERNATIONAL PRELIMINARY REPORT ON PATENTABILITY
(Chapter I of the Patent Cooperation Treaty)

(PCT Rule 44bis)

Applicant’s or agent’s file reference FOR FURTHER ACTION See item 4 below
8006-00-WO

International application No. International filing date (day/month/year) Priority date (day/month/year)
PCT/US2008/086566 12 December 2008 (12.12.2008)

International Patent Classification (8th edition unless older edition indicated)
See relevant information in Form PCT/ISA/237

Applicant
Cé)LGATE—PALMOLIVE COMPANY

1. This international preliminary report on patentability (Chapter I) is issued by the International Bureau on behalf of the
International Searching Authority under Rule 44 bis.1(a).
2. This REPORT consists of a total of 5 sheets, including this cover sheet.

In the attached sheets, any reference to the written opinion of the International Searching Authority should be read as a
reference to the international preliminary report on patentability (Chapter I) instead.

3. This report contains indications relating to the following items:

}I{ Box No. I Basis of the report
Box No. I Priority
Box No. IIT Non-establishment of opinion with regard to novelty, inventive step and industrial
applicability
Box No. IV Lack of unity of invention
Box No. V Reasoned statement under Article 35(2) with regard to novelty, inventive step or

industrial applicability; citations and explanations supporting such statement

Box No. VI Certain documents cited
Box No. VII Certain defects in the international application
Box No. VIII Certain observations on the international application

00 X OO

4. The International Bureau will communicate this report to designated Offices in accordance with Rules 44bis.3(c) and 93bis.1
but not, except where the applicant makes an express request under Article 23(2), before the expiration of 30 months from
the priority date (Rule 44bis .2).

Date of issuance of this report
14 June 2011 (14.06.2011)

The International Bureau of WIPO Authorized officer

34, chemin des Colombettes P
1211 Geneva 20, Switzerland Simin Baharlou

Facsimile No. +41 22 338 82 70 e-mail: pt09.pct@wipo.int

Form PCT/IB/373 (January 2004)
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PATENT COOPERATION TREATY

From the

INTERNATIONAL SEARCHING AUTHORITY

To:
MORGAN MICHAEL F.

PO BOX 1343 PISCATAWAY NIJ 08854 USA

COLGATE-PALMOLIVE COMPANY 909 RIVER ROAD,

PCT

WRITTEN OPINION OF THE
INTERNATIONAL SEARCHING AUTHORITY

(PCT Rule 43bis.1)

Date of mailing
(day/month/year)

28 AUGUST 2009 (28.08.2009)

Applicant's or agent's file reference
8006-00-WO

FOR FURTHER ACTION

See paragraph 2 below

International application No.

International filing date (day/month/year)

Priority date(day/month/yvear)

PCT/US2008/086566 12 DECEMBER 2008 (12.12.2008)
International Patent Classification (IPC) or both national classification and IPC

C11D 13/18(2006.01)i

Applicant

COLGATE-PALMOLIVE COMPANY et al

2. FURTHER ACTION

For further options, see Form PCT/ISA/220.

1. This opinion contains indications relating to the following items:

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability

Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or industrial applicability;
citations and explanations supporting such statement

Certain defects in the international application

Box No. I Basis of the opinion

D Box No.II  Priority

[[] BoxNo.1m

D Box No.IV  Lack of unity of invention
& Box No. V

D Box No. VI Certain documents cited
[] BoxNo. v

D Box No.

VIII Certain observations on the international application

If a demand for international preliminary examination is made, this opinion will be considered to be a written opinion of the
International Preliminary Examining Authority ("IPEA") except that this does not apply where the applicant chooses an Authority
other than this one to be the IPEA and the chosen IPEA has notified the International Bureau under Rule 66.1bis(b) that written
opinions of this International Searching Authority will not be so considered.

If this opinion is, as provided above, considered to be a written opinion of the IPEA, the applicant is invited to submit to the

IPEA a written reply together, where appropriate, with amendments, before the expiration of 3 months from the date of mailing
of Form PCT/ISA/220 or before the expiration of 22 months from the priority date, whichever expires later.

3. For further details, see notes to Form PCT/ISA/220.

Name and mailing address of the ISA/KR

. Korean Intellectual Property Office
Government Complex-Daejeon, 139
Seonsa-ro, Seo-gu, Daejeon 302
=701 Republlc of Korea

Facs1mlle No. 82-42-472-7140

Date of completion of this opinion

27 AUGUST 2009 (27.08.2009)

Authorized officer

LEE, Young Jae

Telephone No.82-42-481-8305

Form PCT/ISA/237 (cover sheet) (April 2007)



International application No.

WRITTEN OPINION OF THE
INTERNATIONAL SEARCHING AUTHORITY PCT/US2008/086566

Box No. I Basis of this opinion

1. With regard to the language, this opinion has been established on the basis of :
the international application in the language in which it was filed

[] a translation of the international application into , which is the language of a
translation furnished for the purposes of international search (Rules 12.3(a) and 23.1(b))

2. l:l This opinion has been established taking into account the rectification of an obvious mistake authorized by or notified
to this Authority under Rule 91 (Rule 43bis.1(a))

3. With regard to any nucleotide and/or amino acid sequence disclosed in the international application, this opinion has been
established on the basis of:
a. type of material

|:| a sequence listing
I:l table(s) related to the sequence listing

b. format of material

|:| on paper

I:l in electronic form

c. time of filing/furnishing
I:l contained in the international application as filed.
I:l filed together with the international application in electronic form.
|:| furnished subsequently to this Authority for the purposes of search.

4. |:| In addition, in the case that more than one version or copy of a sequence listing and/or table relating thereto has been
filed or furnished, the required statements that the information in the subsequent or additioanl copies is identical to that

in the application as filed or does not go beyond the application as filed, as appropriate, were furnished.

5. Additional comments:

Form PCT/ISA/237 (Box No. I)(April 2007)



International application No.

WRITTEN OPINION OF THE
INTERNATIONAL SEARCHING AUTHORITY PCT/US2008/086566

Box No. V Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or industrial applicability;
citations and explanations supporting such statement

1. Statement

Novelty (N) Claims 1-18 YES
Claims None NO

Inventive step (IS) Claims 1-18 YES
Claims None NO

Industrial applicability JA)  Claims 1-18 YES
Claims None NO

2. Citations and explanations :

A. Reference is made to the following documents:

D1: US 2007/0167339 Al, (Richard A. Birch and Femi Durosinmi-Etti), 19 Jul. 2007 (19.07.2007)
D2: US 2001/0036466 A1, (Veronique Roulier, et. al.), 01 Nov. 2001 (01.11.2001)
D3: US 2005/0113482 A1, (Raymond W. Wong, et. al.), 26 May 2005 (26.05.2005)

B. Reasoned statement with regard to novelty and inventive step:

The prior art document D1 discloses a process for the production of particles comprising at least one core
of core material containing perfume absorbed therein, the core being coated with at least one water-

soluble encapsulating material that is impervious to the said perfume.

D2 discloses the use in cosmetics of rigid gels containing at least 20% by weight of one or more water-
soluble or hydrophilic gelling agent(s) which may be obtained from the said water-soluble or hydrophilic

gelling agent in the presence of water by mixing, blending, compression and extrusion in a twin-screw

extruder.

D3 discloses a process for preparing a phase change ink composition which comprises (a) a phase
change ink carrier, said carrier comprising at least one nonpolar component and at least one polar

component, and (b) pigment particles.

(cont'd on the next page.)

Form PCT/ISA/237 (Box No. V) (April 2007)



International application No.

WRITTEN OPINION OF THE
INTERNATIONAL SEARCHING AUTHORITY PCT/US2008/086566

Supplemental Box

In case the space in any of the preceding boxes is not sufficient.
Continuation of :

Box No. V

The subject matters of claims 1 and 11 disclose a process for producing a solid soap and a multiphase
bar soap, respectively. Claim 1 discloses an extrusion process comprising feeding a soap composition
into an extruder having a housing with an inlet and an outlet, and claim 11 describes a process for a
multiphase bar soap including a stream with a primary soap phase in at least one refiner and then into a
plodder. The subject matters of claims 1 and 11 differ from there prior art document in that the use of
screw impeller traversing the extruder (claim 1) and extruding the stream including the primary soap

phase and the at-least-one secondary soap phase (claim 11).

And it is not obvious to a person skilled in the art by the documents, taken alone or in combination.
Therefore, claims 1 and 11 meet the requirements of PCT Article 33(2) and (3) with respect to novelty

and inventive step.

Claims 2-10 and 11-18 are dependent claims of claims 1 and 11, respectively, and therefore meet the

requirements of PCT Article 33(2) and (3).

C. Reasoned statement with regard to industrial applicability:

Claims 1-18 meet the criteria set out in PCT Article 33(4), because all the claims are considered to be

industrially applicable.

Form PCT/ISA/237 (Supplemental Box) (April 2007)




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

MAILED
COLGATE-PALMOLIVE COMPANY DEC 062011
909 RIVER ROAD OFFICE OF PETITIONS
PISCATAWAY NJ 08855
Inre Applicatioﬁ of : DECISION ON REQUEST TO
Liem Duc VU : PARTICIPATE IN PCT-PPH PROGRAM
Application No. 13/139,093 : AND PETITION TO MAKE SPECIAL

Filed: June 10, 2011 : UNDER 37 CFR 1.102(a)
Atty. Docket No.: 8006-00-PC :

For: TAPERED SCREW EXTRUSION

PROCESS FOR MAKING SOAP

WITH A SECOND PHASE

This is a decision on the renewed request to participate in the PCT Paterit Prosecution
Highway (PCT-PPH) program and petition under 37 CFR 1.102(a), filed November 9,
2011, to make the above-identified application special.

The request is GRANTED.

A grantable request to participate in the PCT —PPH program and petition to make special
under 37 CFR 1.102(a) require:

(1) the U.S. application must have an eligible relationship to one or more PCT application
where the ISA or IPEA are the JPO, EPO, KIPO, IPAU, Russia, Spain, Finland, Austria,
or USPTO;

(2) at least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product
in the international stage or applicant must identify and explain why the claim(s) is/are
not subject to the observation in Box VIII;

(3) applicant must submit a copy of the claim(s) from the PCT application(s) that have
novelty, inventive step, and industrial applicability along with an English translation
thereof and a statement that the English translation is accurate, if the claims are not in the
English language;

(4) all the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);
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(5) examination of the U.S. application has not begun;

(6) applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial
applicability along with an English translation thereof;

(7) applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S.
patent application publications; and

(8) applicant is required to submit a claims correspondence table in English which
indicates how all the claims in the U.S. application correspond to the claims indicated as
having novelty, inventive step, and industrial applicability in the latest international work
product.

The request to participate in the PCT-PPH program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special”
status.

Telephone inquiries concerning this decision should be directed to Robert DeWitty,
Petitions Attorney, Office of Petitions (571-272-8427). All other inquiries concerning
the examination or status of the application is accessible in the PAIR system at
http://www.uspto.gov/ebc.index.htm].

This application will be forwarded to Technology Center Art Unit 1742 for action on the
merits commensurate with this decision once the application’s formality reviews have
been completed.

Petitions/Examiner
Office of Petitions



Doc Code: PPH.PCT.652

Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SB/20PCT-EP (05-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiIGHWAY (PCT-PPH) PiLor PROGRAM BETWEEN THE EUROPEAN PATENT OFFICE (EPO) AND
THE USPTO

Application No: To be assigned Filing date: | Fjled concurrently herewith

First Named Inventor: Mario MAGALDI

[tle of I EXTRACTING AND COOLING SYSTEM FOR LARGE FLOWS OF HEAVY ASHES WITH EFFICIENCY

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/IB2009/055604
application number(s) is/are:

The international date of the corresponding
PCT application(s) is/are: December 9. 2009

l. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—-identified
corresponding PCT application(s)

Is attached

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

Is attached.

|:| Is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.



PTO/SB/20PCT-EP (05-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PiLOT PROGRAM
BETwWEEN THE EPO AND THE USPTO

(continued)

Application No

- To be assigned

First Named In

ventor] Mario MAGALDI

L]

L]

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

Il. Claims Correspondence Table:

Is attached

Has already been filed in the above-identified U.S. application on

Are attached.

Have already been filed in the above-identified U.S. application on

Claims in US Application | = 2tentable Claims - :
in the corresponding Explanation regarding the correspondence
PCT Application

1 1 Minor linguistic differences from PCT-1
2 2 Minor linguistic differences from PCT-2
3 3 US-3 amended to remove dependency on claim 2
4 4 US-4 amended to remove dependency on claims 2 & 3
5 5 Minor linguistic differences from PCT-5
6 6 Minor linguistic differences from PCT-6
7 7 US-7 amended to remove dependency on claims 2-6
8 8 US-8 amended to remove dependency on claims 2-7
9 9 US-9 amended to remove dependency on claims 2-8
10 10 US-10 amended to remove dependency on claims 2-9
11 11 Minor linguistic differences from PCT-11
12 12 US-12 amended to remove dependency on claims 2-11
13 13 US-13 amended to remove dependency on claims 2-12
14 14 US-14 amended to remove dependency on claims 2-13
15 15 US-15 amended to remove dependency on claims 2-14
16 16 US-16 amended to remove dependency on claim 14
17 17 US-17 amended to remove dependency on claims 2-16
18 18 Minor linguistic differences from PCT-18

Cont'd Cont'd (Continued on enclosed Claims Correspondence Table)

lll. All the claims in the US application sufficiently correspond to the patentable claims in the

corresponding PCT application.

/Alessandro Steinfl, Reg. No. 56,448/

June 10, 2011

Signature Date
Name Alessandro Steinfl
(Print/Typed) Registration Number 56,448

[Page 2 of 2]



Claims Correspondence Table

Application No.: To be assigned

First Named Inventor: Mario MAGALDI

Attorney Docket No.: P829-US

(continued)

Il. Claims Correspondence Table (continued):

Patentable Claims in

2:)&;:;;'%:8 the corresponding Explanation regarding the correspondence
PCT Application

19 19 Minor linguistic differences from PCT-19
20 20 US-20 amended to remove dependency on claims 18 & 19
21 21 US-21 amended to remove dependency on claims 2-20
22 22 Minor linguistic differences from PCT-22
23 23 Minor linguistic differences from PCT-23
24 24 US-24 amended to remove dependency on claim 23
25 25 US-25 amended to remove dependency on claims 23 and 24
26 26 US-26 amended to remove dependency on claims 23-25
27 27 Minor linguistic differences from PCT-27
28 28 Minor linguistic differences from PCT-28
29 29 US-29 amended to remove dependency on claims 23-28
30 30 US-30 amended to remove dependency on claims 23-29
31 31 US-31 amended to remove dependency on claims 23-30
32 32 US-32 amended to remove dependency on claims 23-31
33 33 Minor linguistic differences from PCT-33
34 34 US-34 amended to remove dependency on claims 23-33
35 35 US-35 amended to remove dependency on claims 23-34
36 36 US-36 amended to remove dependency on claims 23-35
37 37 US-37 amended to remove dependency on claims 23-36
38 38 US-38 amended to remove dependency on claim 37
39 39 US-39 amended to remove dependency on claims 23-38
40 40 Minor linguistic differences from PCT-40
41 41 US-41 amended to remove dependency on claims 23-40
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P.O. Box 1450
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r APPLICATION NO. FILING DATE L FIRST NAMED INVENTOR I ATTORNEY DOCKET NO.L CONFIRMATION NO. ' |
13/139,134 08/25/2011 Mario Magaldi P829-US 8071 »
72932 7590 1012112011
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Steinfl & Bruno
301 N Lake Ave Ste 810
Pasadena CA 91101

In re Application of:

MAGALDI. MARIO et al - . DECISION ON A REQUEST TO
Serial No.: 13/139,134 . PARTICIPATE IN PATENT
Filed: 06/10/2011 . PCT/PROSECUTION HIGHWAY
Attorney Docket No. : P§29-US . PROGRAM AND PETITION

TO MAKE SPECIAL UNDER

Title: EXTRACTING AND COOLING
SYSTEM FOR LARGE FLOWS OF
HEAVY ASHES WITH EFFICIENCY
INCREASE

CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed June 10, 2011 to make the above-identified
application special. '

The request and petition are granted.
A grantable request to participate in the PPH pilot program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more PCT
applications filed in the IPAU, JPO, EPO, KIPO, or USPTO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the PCT
application(s) latest international work product (the written opinion or the IPER) along with an
English translation thereof and a statement that the English translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the PCT application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of the latest international work product from the PCT
application containing the allowable/patentable claim(s) along with an English translation thereof
and a statement that the English translation is accurate; and
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(6) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.

In light of the petition being properly submitted, the request to participate in the PPH program
and the petition comply with the above requirements. Accordingly, the above-identified

application has been accorded “special” status.

The applicant is encouraged to cite and submit all relevant prior art references, if any, to
facilitate examination in this application.

Response must be filed via EFS-Web. Telephone inquiries concerning this decision should be
directed to Henry C. Yuen, at 571-272-4856.

Petition is granted.

/Henry C. Yuen/

Henry C. Yuen

Special Programs Examiner
Technology Center 3700
Tel: 571-272-4856



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED

BAKER & HOSTETLER LLP MAR 12 2012
WASHINGTON SQUARE, SUITE 1100
1050 CONNECTICUT AVE., N.W. ' OFFICE OF PETITIONS

WASHINGTON DC 20036-5304

Applicant: Zheng Liu et al

Appl. No.: 13/139,156

International Filing Date: December 10, 2009

Title: PHENYLPYRIMIDONE COMPOUNDS, THE PHARMACEUTICAL
COMPOSITIONS, PREPARATION METHODS AND USES THEREOF
Attorney Docket: 56816.21500

Pub. No.: US 20110301109 A1l

Pub. Date: December 8, 2011

This is a decision on the request for a corrected patent application publication under
37 CFR 1.221(b), received on January 3, 2012, for the above-identified application.

The request is DISMISSED.

Applicant requests that the application be republished because the patent application publication
contains material errors wherein the preliminary amendment filed with the application on June
10, 2011 was not included in the publication. Applicant also request republication of the
assignee data.

37 CFR 1.221 (b) is applicable “only when the Office makes a material mistake which is
apparent from Office records.... Any request for a corrected publication or revised patent
application publication other than provided as provided in paragraph (a) of this section must be
filed within two months from the date of the patent application publication. This period is not
extendable.” A material mistake must affect the public’s ability to appreciate the technical
disclosure of the patent application publication, to determine the scope of the patent application
publication, or to determine the scope of the provisional rights that an applicant may seek to
enforce upon issuance of a patent. '

The error noted by requestor with respect to the preliminary amendment is not an Office error.
The patent application publication does not include a mistake regarding the failure to include the
preliminary amendment to the specification because patent application publications are not

- required to include preliminary amendments. See 37 CFR 1.215(a). The “failure to include an
amendment is not an Office error.” See MPEP 1130(b). The publication accurately reflected the
specification as filed.

1239, Off. Gaz. Pat. Office Notices 63, 75 (Oct. 10, 2000) (final rule).

'Changes to Implement Eighteen-Month Publication of Patent Applications, 65 FR 57023, 57038 (Sept. 20, 2000),
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37 C.F.R. 1.215(a) states that the patent application publication may also be based upon amendments
to the specification (other than the abstract or the claims),that are reflected in a substitute specification
under § 1.125(b), amendments to the abstract under § 1.12 1(b), amendments to the claims that are
reflected in a complete claim listing under § 1.121(c), and amendments to the drawings under §1.121(d),
provided that such substitute specification or amendment is submitted in sufficient time to be entered into
the Office file wrapper of the application before technical preparations for publication of the application
have begun. (emphasis added) 37 CFR 1.215(c) states that applicant may file an amended copy
of the application for publication purposes, but such amendments, including a substitute
specification, must be submitted in compliance with the Office electronic filing system
requirements, and within one month of the mailing date of the first Office communication that
includes a confirmation number for the application, or fourteen months of the earliest filing date
for which a benefit is sought under title 35, United States Code, whichever is later.

Also, the problem with the assignee date is not a material error since assignee data does not
affect the public’s ability to appreciate the technical disclosure of the patent application
publication, to determine the scope of the patent application publication, or to determine the
scope of the provisional rights that an applicant may seek to enforce upon issuance of a patent.

Applicant request waiver of the Petition Fee of $130.00 and the Publication Fee of $300.00.
However, a petition under 37 CFR 1.221(b) requires no fee.

The applicant is advised that a “request for republication of an application previously published”

may be filed under 37 CFR 1.221 (a). Such a request for republication “must include a copy of

the application compliance with the Office’s electronic filing system requirements and be

accompanied by the publication fee set forth in § 1.18 (d) and the processing fee set forth in §

1.17 (i).” If the request for republication does not comply with the electronic filing system

requirements, the republication will not take place and the publication fee set forth in § 1.18 (d)
will be refunded. The processing fee will be retained.

A guide for filing a request for a Pre-Grant Publication, such as a request for republication, may
be found on the link below:

http://www.uspto.gov/patents/process/file/efs/ guidance/index.jsp
OR
http.//www.uspto.gov/ebe/portal/efs/pgpub quickstart.pdf

Any request for republication under 37 CFR 1.221(a), must be submitted via the EFS system, as
a “Pre-Grant Publication”.

Inquiries relating to this matter may be directed to Karen Creasy at (571) 272-3208.
/Christopher Bottorff/
‘Christopher Bottorff

Petitions Examiner
Office of Petitions
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following e-mail address(es):
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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BAKER & HOSTETLER LLP
WASHINGTON SQUARE, SUITE 1100
1050 CONNECTICUT AVE. N.W.
WASHINGTON DC 20036-5304

Applicant: Liu et al.

Appl. No.: 13/139,156

Filing Date: August 24, 2011

Title: PHENYLPYRIMIDONE COMPOUNDS, THE PHARMACEUTICAL
COMPOSITIONS, PREPARATION METHODS AND USES THEREOF
Attorney Docket No.: 56816.21500

Pub. No.: US 2011/0301109 A1l

Pub. Date: December 8, 2011

This is a decision on the second request for republication of patent application publication under
37 CFR 1.221(a), filed on March 20, 2012, for the above-identified application.

The request under 37 CFR 1.221(a) is DISMISSED.

37 CFR 1.221(a) requires “a copy of the application in compliance with the Office electronic
filing system requirements and be accompanied by the publication fee set forth in § 1.18(d) and
the processing fee set forth in § 1.17(i)”. If the request for republication does not comply with
the electronic filing system requirements, the republication will not take place and the
publication fee set forth in § 1.18(d) will be refunded. The processing fee will be retained.

The applicant did not supply a copy of the application in compliance with the Office electronic
filing system, as required by 37 CFR 1.221(a) because the applicant submitted the papers via the
US postal service and not via the Office electronic filing system. The request for republication
does not comply with the electronic filing system requirements, thus republication will not take
place.

Any request for republication under 37 CFR 1.221(a), must be submitted via the EFS system, as
a Pre-Grant publication submission and must include a copy of the application in compliance
with the Office electronic filing system requirements. The applicant is directed to the following
website for additional instructions on how to submit a Pre-Grant Publication submission via the
electronic filing system:
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http://www.uspto.gov/ebc/portal/efs/pgpub_quickstart.pdf

The applicant is also reminded that any amendments that are to be included in the publication
must be incorporated into a clean specification and claims set.

Any questions or requests for reconsideration of the decision should be addressed as follows:

By mail to:  Mail Stop PGPUB
Commissioner for Patents
P.O. Box 1450
Alexandria, Va. 22313-1450

By facsimile: 571-273-8300

Telephone inquiries regarding this correspondence should be directed to The Office of Data
ManaFement at 571-272-4200.

bt

Tammy J. Koontz
Office of Data Management
United States Patent & Trademark Office
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Document Description: Petition to make special under Patent Pros Hwy Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT PROSECUTION HIGHWAY (PPH)
PROGRAM BETWEEN THE JAPAN PATENT OFFICE (JPO) AND THE USPTO

Application No.: 13/139,211 Filing Date: - 125(011-06-10
First Named Inventor: Junji Toma et al.

Attorney Docket No.: | 110678

Title of the
Invention: ROUTE SEARCHING SYSTEM, ROUTE SEARCHING SERVER AND ROUTE SEARCHING METHOD

THIS REQUEST FOR PARTICIPATION IN THE PPH PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE SUBMITTED VIA EFS-
WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT HTTP ://WWW.USPTO.GoOv/EBC/EFS_HELP.HTML.

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PATENT PROSECUTION HIGHWAY (PPH) PROGRAM
AND PETITIONS TO MAKE THE ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PPH PROGRAM.

The above-identified application and the corresponding JPO application(s) have the same priority/filing date.

The JPO application PCT/JP2008/072689

number(s) is/are:

The filing date of the JPO
application(s) is/are: December 125 2008

l. List of Required Documents:

a. A copy of the latest JPO office actions (other than "Decision to Grant a Patent™) in the above-identified
JPO application(s)
] Is attached.

Is not attached because the JPO application was allowed in a first office action.

*It is not necessary to submit a copy of the "Decision to Grant a Patent"” and an English translation thereof.

b. A copy of all claims which were determined to be patentable by the JPO in the above-identified JPO
application(s)
Is attached.
c. English translations of the documents in a. and b. above along with a statement that the English
translations are accurate are attached (if the documents are not in the English language). An accuracy

statement for the English translation of the documents in a. above is not required if the English translation
is a machine translation provided by the JPO.

d. (1) An information disclosure statement listing the documents cited in the JPO office actions
O s attached.

Has already been filed in the above-identified U.S. application on J u ne 1 O, 20 1 1

(2) Copies of all documents (except for U.S. patents or U.S. patent application publications)
O Are attached.

Have already been filed in the above-identified U.S. application on J u n e 1 O ; 20 1 1

Page 1 of 2
This collection of information is required by 35 U.S.C. 119, 37 CF[R 1955, and ]37 CFR 1.102(d). The information is required to obtain or retain
a benefit by the public, which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37
CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to
complete this form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark

Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO
THIS ADDRESS.
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REQUEST FOR PARTICIPATION IN THE PATENT PROSECUTION HIGHWAY (PPH)
BETWEEN THE JAPAN PATENT OFFICE (JPO) AND THE USPTO

(continued)

Application No.: 13/139,211

First Named Inventor] Junji Toma et al.

Il. Claims Correspondence Table:

Claims in US Application | - atentable Claims . .
in JPO Application Explanation regarding the correspondence
1 1 Identical
2 2 Identical
3 3 Identical
4 4 Identical
5 5 Identical
6 6 Identical
7 7 Identical
8 8 Identical
9 9 Identical
10 10 Identical
11 11 Identical
12 12 Identical
13 13 Identical
14 14 Identical
15 15 Identical
16 16 Identical
17 17 Identical
18 18 Identical

lll. All the claims in the US application sufficiently correspond to the patentable/allowable claims in the
JPO application.

signare /KE€N-IChi Hattori/ nae 2011-09-02

z\lParm?/Typed) Ken- IChI Hattorl Registration Number 325861
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required

by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (  i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



VERIFICATION OF TRANSLATION

I, YOSHIDA Yujiro of WIN TECH Patent Office at 7th Fl., Uchikanda-Shibuya Bldg.,
16-11, Uchikanda 2-chome, Chiyoda-ku, Tokyo 101-0047 JAPAN, do hereby declare that | am
familiar with the English language and Japanese language, and that the attached document in the
English claims are the full and faithful translation of the Japanese claims filed in the Japan Patent
Office on December 12, 2008 as PCT Application No.: PCT/JP2008/072689.

[ hereby declare that all statements made herein of my own knowledge are true and that all
statements made on information and belief are believed to be true; and further that these statements
were made with the knowledge that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under Title 18 of the United States Code, § 1001 and that such

willful false statements may jeopardize the validity of the application or any patent issued thereon.

r o
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Verified Translation of Allowed Claims

PCT/JP2008/072689

1. A route-searching system having route-searching
network data memory means for storing transportation network
data made of nodes and links connecting the nodes, point
setting means for setting a departure point and a destination
point, and route-searching means for searching for a route
from the departure point to the destination point using the
transportation network data, the route-searching system
characterized in that

the route-searching system comprises time zone data
memory means for storing time zone information which 1is
associated with the nodes constituting the transportation
network and to which the nodes belong; reference-time time
table data memory means for storing reference-time time table
data which is time table data of a transportation system, and
which is created using a predetermined reference time
irrespective of the time zone to which the node belongs; time
zone determination means for determining the time zone to
which the departure point or the destination point belongs;
and time conversion means, wherein

the route-searching means searches for a route from the
departure point to the destination point on the basis of the
transportation network data and the reference-time time table
data; and the time conversion means converts the time data of

the searched route into guidance route data on the basis of



the time zone to which the departure point or the destination
point belongs.

2. The route-searching system according to claim 1,
characterized in that the route-searching system comprises
node retrieval means for retrieving the closest node, which is
nearest in distance from a point set by the point setting
means; the time zone determination means is configured so as
to include closest node time zone acquisition means for
referencing time zone data stored in the time zone data memory
means and acquiring the time zone of the closest node
retrieved by the node retrieval means; and, in a case that a
point other than the node has been set as the departure point
or the destination point, the point setting means determines
the time zone of the closest node acquired by the closest node
time zone acquisition means to be the time zone of the point
thus set.

3. The route-searching system according to claim 1,
characterized in that the route-searching system comprises
node retrieval means for retrieving a nearby node, which is in
a position relatively near to the point set by the point
setting means; the time zone determination means 1is configured
so as to include nearby-node time zone acquisition means for
referencing time zone data stored in the time zone data memory
means and acquiring the time zone of a nearby node retrieved
by the node retrieval means; and, in a case that a point other
than the node has been set as the departure point or the

destination point, the point setting means determines the time



zone that is most numerous among the time zones of the nearby
nodes acquired by the nearby-node time zone acguisition means
to be the time zone of the point thus set.

4. The route-searching system according to claim 2,
characterized in that the route-searching system comprises
node retrieval means and node extraction means, the node
retrieval means retrieving the closest node and retrieving a
nearby node, which is in a position relatively near to the
point set by the point setting means; the node extraction
means compares the time zone of the nearby node retrieved by
the node retrieval means and the time zone of the point
determined by the time zone determination means, and extracts
the nearby node that belongs to the same time zone as the time
zone of the point determined by the time zone determination
means; and the route-searching means carries out a route
search using the nearby node extracted by the node extraction
means as the starting point or end point of a route interval
search that makes use of the transportation network.

5. The route-searching system according to claim 3,
characterized in that the route-searching system comprises
node extraction means, wherein the node extraction means
compares the time zone of the nearby node retrieved by the
node retrieval means and the time zone of the point determined
by the time zone determination means, and extracts a nearby
node that belongs to the same time zone as the time zone of
the point determined by the time zone determination means; and

the route-searching means carries out a route search using the



nearby node extracted by the node extraction means as the
starting point or end point of a route interval search that
makes use of the transportation network.

6. The route-searching system according to claim 1,
characterized in that the route-searching system comprises
node retrieval means for retrieving a nearby node within a
predetermined distance range relatively near to the point set
by the point setting means; and the route-searching means
carries out a route search in which all nearby nodes retrieved
by the node retrieval means are used as the starting point or
end point of a route interval search that makes use of the
transportation network.

7. A route-searching server having route-searching
network data memory means for storing transportation network
data made of nodes and links joining the nodes, point setting
means for setting a departure point and a destination point,
and route-searching means for searching for a route from the
departure point to the destination point using the
transportation network data, the route-searching server
characterized in that

the route-searching server comprises time zone data
memory means for storing time zone information which is
associated with the nodes constituting the transportation
network and to which the nodes belong; reference-time time
table data memory means for storing reference-time time table
data, which is time table data of a transportation system and

which is created using a predetermined reference time



irrespective of the time zone to which the node belongs; time
zone determination means for determining the time zone to
which the departure point or the destination point belongs;
and time conversion means, wherein

the route-searching means searches for a route from the
departure point to the destination point on the basis of the
transportation network data and the reference-time time table
data; and the time conversion means converts the time data of
the route thus searched into guidance route data on the basis
of the time zone to which the departure point or the
destination point belongs.

8. The route-searching server according to claim 7,
characterized in that the route-searching server comprises
node retrieval means for retrieving the closest node, which is
nearest in distance from a point set by the point setting
means; the time zone determination means 1is configured so as
to include closest node time zone acquisition means for
referencing time zone data stored in the time zone data memory
means and acquiring the time zone of the closest node
retrieved by the node retrieval means; and, in a case that a
point other than the node has been set as the departure point
or the destination point, the point setting means determines
the time zone of the closest node acquired by the closest node
time zone acquisition means to be the time zone of the point
thus set.

9. The route-searching server according to claim 7,

characterized in that the route-searching server comprises



node retrieval means for retrieving a nearby node, which is in
a position relatively near to the point set by the point
setting means; the time zone determination means is configured
so as to include nearby-node time zone acquisition means for
referencing time zone data stored in the time zone data memory
means and acquiring the time zone of the nearby node retrieved
by the node retrieval means; and, in a case that a point other
than the node has been set as the departure point or the
destination point, the point setting means determines the time
zone that is most numerous among the time zones of the nearby
nodes acquired by the nearby-node time zone acquisition means
to be the time zone of the point thus set.

10. The route-searching server according to claim 8,
characterized in that the route-searching server comprises
node retrieval means and node extraction means, the node
retrieval means retrieving the closest node and retrieving a
nearby node, which is in a position relatively near to the
point set by the point setting means; the node extraction
means compares the time zone of the nearby node retrieved by
the node retrieval means and the time zone of the point
determined by the time zone determination means, and extracts
the nearby node that belongs to the same time zone as the time
zone of the point determined by the time zone determination
means; and the route-searching means carries out a route
search using the nearby node extracted by the node extraction
means as the starting point or end point of a route interval

search that makes use of the transportation network.



11. The route-searching server according to claim 9,
characterized in that the route-searching server comprises
node extraction means, wherein the node extractiocn means
compares the time zone of the nearby node retrieved by the
node retrieval means and the time zone of the point determined
by the time zone determination means, and extracts a nearby
node that belongs to the same time zone as the time zone of
the point determined by the time zone determination means; and
the route-searching means carries out a route search using the
nearby node extracted by the node extraction means as the
starting point or end point of a route interval search that
makes use of the transportation network.

12. The route-searching server according to claim 7,
characterized in that the route-searching server comprises
node retrieval means for retrieving a nearby node, which is
within a predetermined distance range relatively near to the
point set by the point setting means; and the route-searching
means carries out a route search in which all nearby nodes
retrieved by the node retrieval means are used as the starting
point or end point of a route interval search that makes use
of the transportation network.

13. A route-searching method in a route-searching server
having route-searching network data memory means for storing
transportation network data made of nodes and links connecting
the nodes, point setting means for setting a departure point
and a destination point, and route-searching means for

searching for a route from the departure point to the



destination point using the transportation network data, the
route-searching method characterized in comprising:

the route-searching server having time zone data memory
means for storing time zone information which is associated
with the nodes constituting the transportation network and to
which the nodes belong; reference-time time table data memory
means for storing reference-time time table data which is time
table data of a transportation system and which is created
using a predetermined reference time without dependence on the
time zone to which the node belongs; time zone determination
means for determining the time zone to which the departure
point or the destination point belongs; and time conversion
means;

a step in which the route-searching means searches for a
route from the departure point to the destination point on the
basis of the transportation network data and the reference-
time time table data; and

a step in which the time conversion means converts the
time data of the route thus searched into guidance route data
on the basis of the time zone to which the departure point or
the destination point belongs.

14. The route-searching method according to claim 13,
characterized in comprising:

the route-searching server having node retrieval means
for retrieving the closest node, which is nearest in distance

from a point set by the point setting means;



the time zone determination means being configured so as
to include closest node time zone acquisition means for
referencing time zone data stored in the time zone data memory
means and acquiring the time zone of the closest node
retrieved by the node retrieval means; and

a step in which, in a case that a point other than the
node has been set as the departure point or the destination
point, the point setting means determines the time zone of the
closest node acquired by the closest node time zone
acquisition means to be the time zone of the point thus set.

15. The route-searching method according to claim 13,
characterized in comprising:

the route-searching server having node retrieval means
for retrieving a nearby node, which is in a position
relatively near to the point set by the point setting means;

the time zone determination means being configured so as
to include nearby-node time zone acquisition means for
referencing time zone data stored in the time zone data memory
means and acquiring the time zone of the nearby node retrieved
by the node retrieval means;

a step in which, in a case that a point other than the
node has been set as the departure point or the destination
point, the point setting means determines the time zone that
is most numerous among the time zones of the nearby nodes
acquired by the nearby-node time zone acquisition means to be

the time zone of the point thus set.



16. The route-searching method according to claim 14,
characterized in comprising:

the route-searching server having node retrieval means
and node extraction means, the node retrieval means retrieving
the closest node and retrieving a nearby node in a position
relatively near to the point set by the point setting means;

a step in which the node extraction means compares the
time zone of the nearby node retrieved by the node retrieval
means and the time zone of the point determined by the time
zone determination means, and extracts the nearby node that
belongs to the same time zone as the time zone of the point
determined by the time zone determination means; and

a step in which the route-searching means carries out a
route search using the nearby node extracted by the node
extraction means as the starting point or end point of a route
interval search that makes use of the transportation network.

17. The route-searching method according to claim 15,
characterized in comprising:

the route-searching server having node extraction means;

a step in which the node extraction means compares the
time zone of the nearby node retrieved by the node retrieval
means and the time zone of the point determined by the time
zone determination means, and extracts a nearby node that
belongs to the same time zone as the time zone of the point
determined by the time zone determination means; and

a step in which the route-searching means carries out a

route search using the nearby node extracted by the node



extraction means as the starting point or end point of a route
interval search that makes use of the transportation network.

18. The route-searching method according to claim 13,
characterized in comprising:

the route-searching server having node retrieval means
for retrieving a nearby node within a predetermined distance
range relatively near to the point set by the point setting
means; and

a step in which the route-searching means carries out a
route search in which all nearby nodes retrieved by the node
retrieval means are used as the starting point or end point of
a route interval search that makes use of the transportation

network.
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Box No. II Priority

OO0 XOOOX

2. FURTHER ACTION

1. This opinion contains indications relating to the following items:

Box No. I Basis of the opinion

Box No. III -Non-establishment of opinion with regard to novelty, inventive step and industrial applicability

Box No.IV Lack of unity of invention

Box No. V Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or industrial
applicability; citations and explanations supporting such statement

Box No. VI Certain documents cited
Box No. VII Certain defects in the international application

Box No. VIII  Certain observations on the international application

If a demand for international preliminary examination is made, this opinion will be considered to be a written opinion of the
International Preliminary Examining Authority (“IPEA”) except that this does not apply where the applicant chooses an Authority other
than this one to be the IPEA and the chosen IPEA has notified the International Bureau under Rule 66.1bis(b) that written opinions of
this International Searching Authority will not be so considered.

If this opinion is, as provided above, considered to be a written opinion of the IPEA, the applicant is invited to submit to the IPEA a
written reply together, where appropriate, with amendments, before the expiration of 3 months from the date of mailing of Form
PCT/ISA/220 or before the expiration of 22 months from the priority date, whichever expires later.

For further options, see Form PCT/ISA/220.

3. For further details, see notes to Form PCT/ISA/220.

Name and mailing address of the ISA/JP

Facsimile No.

Date of completion of this opinion | Authorized officer ¢

Telephone No.

Form PCT/ISA/237 (cover sheet) (April 2007)



WRITTEN OPINION OF THE International application No.
INTERNATIONAL SEARCHING AUTHORITY PCT/JP2008/072689
Box No. I Basis of this opinion

1.  Withregard to the language, this opinion has been established on the basis of:

@ the international application in the language in which it was filed

D a translation of the international application into , which is the language of a

translation furnished for the purposes of international search (Rules 12.3(a) and 23.1(b)).

This opinion has been established taking into account the rectification of an obvious mistake authorized by or notified to this
Authority under Rule 91 (Rule 43bis.1(a))

3. With regard to any nucleotide and/or amino acid sequence disclosed in the international application and necessary to the claimed
invention, this opinion has been established on the basis of:

a. type of material

D a sequence listing

D table(s) related to the sequence listing

b. format of material

D on paper
. |:| in electronic form
c. time of filing/furnishing
|:| contained in the international application as filed
’ D filed together with the international application in electronic form

D furnished subsequently to this Authority for the purposes of search

4. D In addition, in the case that more than one version or copy of a sequence listing and/or table(s) relating thereto has been filed or
furnished, the required statements that the information in the subsequent or additional copies is identical to that in the application as

filed or does not go beyond the application as filed, as appropriate, were furnished.

5. Additional comments:

Form PCT/ISA/237 (Box No. I) (April 2007)



WRITTEN OPINION OF THE International application No.
INTERNATIONAL SEARCHING AUTHORITY PCT/JP2008/072689
Box No. V Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or industrial applicability;

citations and explanations supporting such statement

1.  Statement

Novelty (N) Claims 1-18 YES
Claims NO

Inventive step (IS) Claims 1—18 vES
Claims NO

Industrial applicability (IA) Claims 1—18 vES
Claims NO

2. Citations and explanations:

Document 1: JP 2003-231468 A (The Nippon Signal Co., Ltd.), 19
August 2003, paragraphs [0029]1-[0035], [0043],
[0050]1, [0054] and [0059]

Document 2: JP 2004-226302 A (Denso Corp.), 12 August 2004,
paragraphs [0016]-[0018], [0051], [0053] and
[0060]

Document 3: JP 2000-258184 A (Ohnishi Netsugaku Co., Ltd.), 22
September 2000, paragraphs [0016] and [0017]

Document 4: JpP 2008-164436 A (Casio Computer Co., Ltd.), 17
July 2008, entire text

The invention as in claims 1-18 is not disclosed in any
of documents 1-4, and would not be obvious to a person skilled

in the art.

Form PCT/ISA/237 (Box No. V) (April 2007)
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PATENT COOPERATION TREATY PCT/JP2008/072689

From the INTERNATIONAL BUREAU

PCT To:

NOTIFICATION CONCERNING
TRANSMITTAL OF COPY OF INTERNATIONAL VINTECH PAT 5&;@55;% aa.
PRELIMINARY REPORT ON PATENTABILITY 16-11"Uchikanda 2.chorne
(CHAPTER I OF THE PATENT COOPERATION Chiyoda-ku, Tokyo
TREATY) e
(PCT Rule 44bis.1(c)) AP

Date of mailing (day/month/year)
23 June 2011 (23.06.2011)

Applicant's or agent's file reference

JJP08-2883 IMPORTANT NOTICE

International application No. International filing date (day/month/year) Priority date (day/month/year)
PCT/JP2008/072689 12 December 2008 (12.12.2008)
Applicant

NAVITIME JAPAN CO., LTD. et al

The International Bureau transmits herewith a copy of the international preliminary report on patentability (Chapter I of the Patent
Cooperation Treaty)

The International Bureau of WIPO Authorized officer
34, chemin des Colombettes

1211 Geneva 20, Switzerland Masashi H‘Onda

Facsimile No. +41 22 338 82 70

e-mail: pt08.pct@wipo.int

Form PCT/IB/326 (January 2004)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.usplo.gov

WESTERMAN, HATTORI, DANIELS & ADRIAN, LLP

1250 CONNECTICUT AVENUE, NW MAILED
SUITE 700 JAN 1:8 2012
WASHINGTON DC 20036 :

. “ OFFICE OF PETITIONS

In re Application of

JUNJI TOMA
Application No.: 13/139,211
Filed: 10 June 2011
Attorney Docket No.: 110678

For: ROUTE SEARCHING SYSTEM,

ROUTE SEARCHING SERVER AND

: DECISION ON REQUEST TO

: PARTICIPATE IN THE PATENT
: PROSECUTION HIGHWAY

: PROGRAM AND PETITION

: TO MAKE SPECIAL UNDER

: 37 CFR 1.102(a)

ROUTE SEARCHING METHOD

This is a decision on the request to participate in the PCT Patent Prosecution
Highway (PCT-PPH) pilot program and the petition under 37 CFR 1.102(a), filed
on 2 September 2011, to make the above-identified application special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PCT-PPH pilot program and pet1t10n to
make special require:

(1) The U.S. application must have an eligible relationship to one or more PCT
applications where the ISA or IPEA are the JPO, EPO, KIPO, NPI, NBPR, or
USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and
industrial applicability and must be free of any observations in Box VIII in the
latest work product in the international stage or applicant must identify and
explain why the claim(s) is/are not subject to the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s)
that have novelty, inventive step, and industrial applicability along with an
English translation thereof and a statement that the English translation is

accurate, if the claims are not in the English language;

(4) All the claims in the U.S. application must sufficiently correspond or be
amended to sufficiently correspond to the claim(s) that have novelty, inventive
step, and industrial applicability in the PCT application(s);



Application No. 13/139,211 Page 2

(5) Examination of the U.S. application has not begun;

(6) Applicant must submit a copy of the latest international work product from
the PCT application indicating that the claim(s) have novelty, inventive step,
and industrial applicability along with an English translation thereof and a
statement that the English translation is accurate if the latest international
work product is not in the English language;

(7) Applicant must submit an IDS listing the documents cited by the PCT
examiner in the international work product along with copies of documents
except U.S. patents or U.S. patent application publications.

The requést to participate in the PCT-PPH pilot program and petition comply
with the above requirements. Accordingly, the above-identified application has
been accorded “special” status.

Telephone inquiries concerning this decision should be directed to JoAnne
Burke at 571-272-4584.

~ All other inquiries concerning the examination or status of the application is
accessible in the PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits
commensurate with this decision once this application’s formality reviews have
been completed. » ‘

Petitiond Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

r APPLICATION NO. I FILING DATE l FIRST NAMED INVENTOR l ATTORNEY DOCKET NO. | CONFIRMATION NO. I

13/139,221 08/11/2011 Mikio Iwamura 17470/142001 ’ 8628

22511 7590 09/29/2011
OSHA LIANG L.L.P. L EXAMINER ]

TWO HOUSTON CENTER
909 FANNIN, SUITE 3500 : I ART UNIT I PAPER NUMBER I
HOUSTON, TX 77010

2473

| NOTIFICATION DATE I DELIVERY MODE ]

09/29/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

docketing@oshaliang.com
hathaway@oshaliang.com
kennedy@oshaliang.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.qov

Osha Liang L.L.P.

g&%‘:ﬁﬁfﬁ?‘éﬁ&"gesroo . DECISION ON REQUEST TO

Houston TX 77010 PARTICIPATE IN PATENT
PROSECUTION HIGHWAY

In re Application of: lwamura PROGRAM AND PETITION TO

Application No. 13/139221 MAKE SPECIAL UNDER 37 CFR

Filed: June 10, 2011 1.102(a)

For: Mobile Communication method and Radio
Base Station

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed June 10, 2011, to make the above-identified
application special.

The petition is GRANTED.

A grantable request to participate in the PPH program and petition to make special require:

1. The U.S. application for which participation in the PPH program is requested and the corresponding
JPO application must have the same priority/filing date;

2. Applicant must submit a copy of:
a. The allowable/patentable claim(s) from the JPO application(s);
b. An English translation of the allowable/patentable claim(s); and
c. A statement that the English translation is accurate;

3. Applicant must

a. Ensure all the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to one or more of those claims indicated as allowable/patentable
claim(s) in the JPO application(s);

b. Note that claims are considered to "sufficiently correspond" where, accounting for differences
due to translations and claim format, the claims in the USPTO are of the same or similar
scope as the claims in the JPO, or the claims in the USPTO are narrower in scope than the
claims in the JPO. In this regard, a claim that is narrower in scope occurs when a JPO claim is
amended to be further limited by an additional feature that is supported in the specification
(description and/or claims). A claim in the USPTO which introduces a new/different category
of claims to those claims indicated as allowable in the JPO is not considered to sufficiently
correspond. For example, if the JPO claims only contain claims to a process of manufacturing
a product, then the claims in the USPTO are not considered to sufficiently correspond if the



Application SN 13/139221
Decision on Petition

USPTO claims introduce product claims that are-dependent on the corresponding process
claims; and '
c. Submit a claims correspondence table in English;

4. Examination of the U.S. application has not begun;

5. Applicant must submit:
a. Documentation of prior office action:
i. acopy of the office action(s) just prior to the “Decision to Grant a Patent” from each
of the JPO application(s) containing the allowable/patentable claim(s) or
ii. if the allowable/patentable claims(s) are from a “Notification of Reasons for Refusal”
then the Notification of Reasons for Refusal or
iii. if the JPO application is a first action allowance then no office action from the JPO is
necessary should be indicated on the request/petition form;
b. An English language translation of the JPO Office action from (5)(a)(1)-(i1) above
c. A statement that the English translation is accurate (if the translation is not a machine
translation provided by the JPO);

6. Applicant must submit:
a. An IDS listing the documents cited by the JPO examiner in the JPO office action (unless
already submitted in this application)
b. Copies of the documents except U.S. patents or U.S. patent application publications (unless
already submitted in this application);

.

The request to participate in the PPH program and petition are found to comply with the above
requirements. Accordinfgly, the above-identified application has been accorded "special" status.

Telephone inquiries concerning this decision should be directed to Tod Swann at 571-272-3612.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc/index.html.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision.

/Tod Swann/

Tod Swann

Quality Assurance Specialist
Technology Center 2400



Doc Code: PPH.PCT.652

Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SBI20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiIGHWAY (PCT-PPH) PiLOT PROGRAM BETWEEN THE KOREAN INTELLECTUAL PROPERTY
OFFICE (KIPO) AND THE USPTO

Application No: 13/1 39,231 Fiing date: | Jne 1 O, 2011

First Named Inventor: BrOCkman, MlChael S

Title of the

mvenion: UNified Octave/Register Key and Vent for Musical Wind...

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/US2009/067736

application nhumber(s) is/are:

The international filing date of the corresponding
PCT application(s) is/are:
11 December 2009

l. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—identified
corresponding PCT application(s)

Is attached.

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

Is attached.

|:| Is not attached because the document is already in the U.S. application.

€. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.




PTO/SB/20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM
BeTweEEN THE KIPO AND THE USPTO

(continued)

Application No.:

13/139,231

First Named Inventor:

Brockman, Michael S.

d.

L]

L]

(1) An information disclosure statement listing the documents cited in the international work products (ISR,

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

Has already been filed in the above-identified U.S. application on

Are attached.

Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Claims in US Application

Patentable Claims
in the corresponding
PCT Application

Explanation regarding the correspondence

1 1

2 2,3
4-8 4-8, respectively
11 11,12
13 13
14 14,15
16, 17 16, 17, respectively
19 19
20, 21 20, 21, respectively amended to eliminate multiple dependencies
23 23
24 24,25
30, 31 30, 31, respectively
35 35
38 37 amended to eliminate multiple dependencies

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

signaure /J€SSICa M. Meyers/

pate 9/21/11

Name

(Print/Typed)

Jessica M. Meyers Registration Number 09,049

[Page 2 of 2]



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required
by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (  i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



UNITED STATES PATENT AND TRADEMARK OFFICE

. Commissioner for Patents
p United States Patent and Trademark Office
MA"_ED P.O. Box 1450

Alexandria, VA 22313-1450
JUL 212011

www.uspto.gov

ABELMAN, FRAYNE & SCHWAB  FCT LEGAL ADMINISTRATION
666 THIRD AVENUE, 10TH FLOOR
NEW YORK NY 10017

In re Application of

CHEVALIER et al. :
Application No.: 13/139,232 : DECISION ON PETITION

PCT No.: PCT/GB2009/002665 ' : UNDER 37 CFR 1.137(b)
Int. Filing Date: 13 November 2009 :
Priority Date: 21 November 2008
Attorney Docket No.: P45874US/211509
For: MULTIPLE OUTPUT TRANSMISSION
SYSTEMS

The petition to revive under 37 CFR 1.137(b) filed 10 June 2011 in the above-captioned
application is hereby GRANTED as follows:

Applicants’ statement that "the entire delay in filing the required reply from the due date
for the reply until the filing of a grantable petition under 37 CFR 1.137(b) was
unintentional” meets the requirements of 37 CFR 1.137(b)(3).

A review of the application file reveals that applicants have submitted the basic national
fee and the requirements of 37 CFR 1.137(b) have been satisfied. Therefore, the request to
revive the application abandoned under 35 U.S.C. 371(d) is granted as to the National
stage in the United States of America.

This application is being returned to the United States Designated/Elected Office for
processing in accordance with this decision.

De—

Anthony Smith

Attorney-Advisor

Office of PCT Legal Administration
Telephone: (703) 308-6314
Facsimile: (703) 308-6459



Doc Code: PPH.PCT.652

Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SB/20PCT-JP (05-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiGHwAY (PCT-PPH) PiLoT PROGRAM BETWEEN THE JAPAN PATENT OFFICE (JPQO) AND THE
USPTO

Application No: 13/1 39,297 Filing date: June 1 1 , 201 1

First Named Inventor: Satoru HAN ZAWA

e oft"e Samiconductor Device

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/JP2009/070452

application nhumber(s) is/are:

The international date of the corresponding

PCT application(s) is/are:
December 7, 2009

l. List of Required Documents:

a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—identified
corresponding PCT application(s)

Is attached.

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

|:| Is attached.

Is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.




PTO/SB/20PCT-JP (05-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PiLOT PROGRAM
BETwEEN THE JPO AND THE USPTO

(continued)

Application No.: 13/139,297
First Named Inventor] Satoru HANZAWA

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

June 11, 2011

Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

Are attached.
L] June 11, 2011

Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Patentable Claims
in the corresponding
PCT Application

Claims in US Application Explanation regarding the correspondence

Claims 1-6 of the U.S. application as amended by the Preliminary Amendment

Claims 1-6 Claims 1-6
dated June 11, 2011 are the same as Claims 1-6, respectively, of the PCT application.
Claim 7 Claim 6 Dependent Claim 7 of the U.S. application as amended by the Preliminary Amendment
dated June 11, 2011 is narrower than Claim 6 and therefore sufficiently corresponds at least to Claim 6.
Claims 8-19 Claims 8-19 Claims 8-19 of the U.S. application as amended by the Preliminary Amendment

dated June 11, 2011 are the same as Claims 8-19, respectively, of the PCT application.

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

signare /Mitchell W. Shapiro/ nate O€Ptember 6, 2011
z\lParm?/Typed) MItChe” W Shaplro Registration Number 31 !568
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required

by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (  i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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UNITED STATES DEPARTMENT OF COMMERCE
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Address: COMMISSIONER FOR PATENTS

P.0. Box 1450

Alexandria, Virginia 22313-1450

WWW.USpLO.gov

APPLICATION NO. l FILING DATE | FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. | CONFIRMATION NO. |

13/139,297 06/11/2011 Satoru Hanzawa XA-11930 9326

181 7590 1171612011
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I NOTIFICATION DATE I DELIVERY MODE I
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

ipdocketing@milesstockbridge.com
sstiles@milesstockbridge.com

PTOL-90A (Rcv. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspio.gov

MILES & STOCKBRIDGE PC
1751 PINNACLE DRIVE
SUITE 500
MCLEAN VA 22102-3833
: DECISION ON REQUEST TO

In re Application of : PARTICIPATE IN THE PATENT

HANZAWA, Satoru : PROSECUTION HIGHWAY
Application No.: 13/139,297 : PROGRAM AND PETITION
Filed: June 11,2011 : TO MAKE SPECIAL UNDER
Attorney Docket No.: XA-11930 : 37 CFR 1.102(a)

This is a decision on the request to participate in the PCT Patent Prosecution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1.102(a), filed on September 6, 2011, to make
the above-identified application special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PCT-PPH pilot program and petition to make special
require:

(1) The U.S. application must have an eligible relationship to one or more PCT applications
where the ISA or IPEA are the JPO, EPO, KIPO, NPI, or USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product in the
international stage or applicant must identify and explain why the claim(s) is/are not subject to
the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have novelty,
inventive step, and industrial applicability along with an English translation thereof and a
statement that the English translation is accurate, if the claims are not in the English language;

(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);

(5) Examination of the U.S. application has not begun;
(6) Applicant must submit a copy of the latest international work product from the PCT

application indicating that the claim(s) have novelty, inventive step, and industrial applicability
along with an English translation thereof and a statement that the English translation is accurate



Application No. 13/139,297

if the latest international work product is not in the English language;

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.

The request to participate in the PCT-PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Colleen Dunn at 571-272- -
1170.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits commensurate with
this decision once this application’s formality reviews have been completed.

/Colleen Dunn/

Colleen Dunn
TQAS, TC 2800 -



Doc Code: PPH.PCT.652

Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SB/20PCT-JP (05-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiGHWAY (PCT-PPH) PiLoT PROGRAM BETWEEN THE JAPAN PATENT OFFICE (JPO) AND THE
USPTO

Application No: 1 31 3931 5 Filing date: 201 1 _06_1 3

First Named Inventor: OKAI

e of"e SCANNING ELECTRON MICROSCOPE

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/JP2009/006315

application number(s) is/are:

The international date of the corresponding

PCT application(s) islare: ,,\ 0o 1404

l. List of Required Documents:

a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—identified
corresponding PCT application(s)

Is attached.

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

Is attached.

|:| Is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.




PTO/SB/20PCT-JP (05-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PiLOT PROGRAM
BETWEEN THE JPO AND THE USPTO

(continued)

Application No.: 13139315

First Named Inventor] OKAI

d.

Has already been filed in the above-identified U.S. application on

|:| Are attached.

Have already been filed in the above-identified U.S. application on

(1) An information disclosure statement listing the documents cited in the international work products (ISR,
WO/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

2011-06-13

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

2011-06-13

Il. Claims Correspondence Table:

Claims in US Application

Patentable Claims

in the corresponding Explanation regarding the correspondence

PCT Application
1 1 Claim 1 in US Application is a translation of Patentable Claim 1 in the Corresponding PCT Application into English.
2 2 Claim 2 in US Application is a translation of Patentable Claim 2 in the Corresponding PCT Application into English.
3 3 Claim 3 in US Application is a translation of Patentable Claim 3 in the Corresponding PCT Application into English.
4 4 Claim 4 in US Application is a translation of Patentable Claim 4 in the Corresponding PCT Application into English.
5 5 Claim 5 in US Application is a translation of Patentable Claim 5 in the Corresponding PCT Application into English.
6 (&) Claim 6 in US Application is a translation of Patentable Claim 6 in the Corresponding PCT Application into English.
7 7 Claim 7 in US Application is a translation of Patentable Claim 7 in the Corresponding PCT Application into English.
8 8 Claim 8 in US Application is a translation of Patentable Claim 8 in the Corresponding PCT Application into English.
9 9 Claim 9 in US Application is a translation of Patentable Claim 9 in the Corresponding PCT Application into English.
1 O 10 Claim 10 in US Application is a translation of Patentable Claim 10 in the Corresponding PCT Application into English.
1 1 11 Claim 11 in US Application is a translation of Patentable Claim 11 in the Corresponding PCT Application into English.
1 2 12 Claim 12 in US Application is a translation of Patentable Claim 12 in the Corresponding PCT Application into English.
1 3 13 Claim 13 in US Application is a translation of Patentable Claim 13 in the Corresponding PCT Application into English.
14 14 Claim 14 in US Application is a translation of Patentable Claim 14 in the Corresponding PCT Application into English.

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

signawre IJOHN R, MATTINGLY/ pae 2011-07-25

Name

e JOHN R. MATTINGLY

30293

Registration Number
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required
by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record frcgrrz)this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant ( i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



STATEMENT THAT ENGLISH TRANSLATION
OF WRITTEN OPINION IS ACCURATE



VERIFICATION

I, Hiroshi TAMURA, a national of Japan, Polaire Intellectual
Property Corporation., 3™ Floor TOKYU REIT Hatchobori Bldg. 2-7-1,
Hatchobori, Chuo-ku, Tokyo 104-0032 Japan, verify that to the best
of my knowledge and belief the following is a true translation made
by me of the annexed document which is International Application,

No. PCT/JP2009/006315 filed on November 24, 2009.

Dated this 23rd day of June, 2011

M Z/WM\/‘%

Hiroshi TAMURA, Translator




ENGLISH TRANSLATION OF PCT WRITTEN OPINION



WRITTEN OPINION OF THE International
INTERNATIONAL SEARCHING AUTHORITY application No.
PCT/JP2009/006315

Box No. V Reasoned statement under Rule 43bis.2.1(a) (i)
with regard to novelty, inventive step or
industrial applicability; citations and
explanations supporting such statement

1. Statement

Novelty (N) Claims 1-14 Yes
Claims No

Inventive step (IS) Claims 1-14 Yes
Claims No

Industrial applicability (IA) Claims 1-14 Yes
Claims No

2. Citations and explanations

Citati